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MOCTOSIHHLIN KOMUTET NO NaTeHTHOMY NpaBy

JdBaguaTtb aeBATas ceccus
XeHeBa, 3 — 6 nekabps 2018 r.

OOMONHUTENBHOE WCCNELOBAHME MO BOMPOCY OB N30BPETATENBCKOM
YPOBHE (YACTb )

HokymeHm nodzomoeneH Cekpemapuamom

BBEAEHNE

1. Ha aBaguaTb BTOpown ceccun MNMocTosHHOro komuteTta no nateHTHomy npasy (MKIMT),
cocrosiBlenca B XXeHee 27 — 31 utons 2015 r., KomuteT 0o6cyaun noaroToBrneHHoe
CekpeTapuaTtom nccnegosaHme ob nobpetatensckoM ypoBHe (AoKyMeHT SCP/22/3).
VMccnepnoBaHve kacanoch onpefeneHus cneumnanicTa B COOTBETCTBYOLWEeN obnacTu,
MeTOAO0NOrMn, NPUMEHAEMbIX NPU OLeHKe n306peTaTenbCKoro ypoBHS 1 ero cteneHn. Ha ceoen
ABaguaTb ceabMoOl ceccumn, coctosiBluencs B YKeHeBe 11 — 15 gekabps 2017 r., MK npuHsn
peLleHne o ToM, 4To CekpeTapuaTt NOAroTOBUT AOMNONHUTENBbHOE UCCrefoBaHME No BONpocy 06
n3obpeTaTenbCckoM YPOBHE, YAernvB 0coboe BHUMaHMe BONpocaM, NpearioKeHHbIM K
paccMoTpeHuto B NyHKTe 8 aokyMeHTa SCP/24/3 (npeanoxerue generauun Mcnanum).

B nyHkTe 8 nokymeHTa SCP/24/3 nepeyncneHbl criegyoLmne BonpocChl, KOTopble MOrin 6bl
cTaTb NpegMeToM uccnegosaHua/mccnegosaHnn Cekpetapuata: (i) obime 3HaHUS: Ux
coyeTaHue co cBeAeHUAMU 06 ypoBHE TEXHUKM; (ii) coveTaHne: NpoCToe COBMELLIEHUE UMK
cuHepreTnyeckuin adpdpexT; (iii) onacHOCTb PpeTPOCNEKTUBHOIO 3fIEMEHTa B aHanNu3e;

(iv) BTOpUYHbIE MPU3HAKK; CenekTuBHbIe n3obpeTenuns; (vi) npobnemHble nsobpeteHus; u (vii)
OLeHKa n30bpeTaTenbckoro ypoBHs B obnactu xumum (dpopmyrna Mapkylia, 3HaHTUOMEpPbI U

T. 4.).

2. B aTon cBsa3n CekpeTapuaT Hanpasui rocyaapcream-yrieHam U perMoHarnbHbIM
naTeHTHbIM BegoMmcTBam nucbmo C. 8728 oT 9 cheBpans 2018 r.! ¢ npeanoxeHMeM HanpaBuTb
B MexayHapogHoe 6i0po pykoBoACTBa M CMPaBOYHUKM MO BOMPOCaM NaTEHTHOW aKCNepTusbl,

1 NHdopmauus, npeacTaBneHHas rocyaapcTsamu-4neHamm U permoHanbHbIMY Be4OMCTBaMK, MMeeTCsl B
nonHom o6beme Ha BebcanTe anekTpoHHoro dopyma lMKIMIM no agpecy:
https://www.wipo.int/scp/en/meetings/session_28/comments_received.html
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a Takke pestome Hambonee 3HaUNMbIX cyaebHbIX Aen nm HTepnpeTUpyrLWmnx cyaebHblx
peLUeHnin No NpeanoXXeHHbIM K pacCCMOTPEHMIO BONPOCcaM A1 NOArOTOBKN TaKoro
nccnegoBaHus.

3.  YuuTbiBas cBegeHus, npeacTaBneHHble rocygapcTBaMmn-ynieHammn n permoHanbHbIMU
naTeHTHbIMW BeJOMCTBaMuM B OTBET Ha ncbMo C. 87282, CekpeTapuat noaroToBun Nepsyto
YacTb AONOMHUTENBHOMO UCCrefoBaHMs No Bonpocy o6 nsobpetaTensLcKkoM ypoBHE, KoTopas
Oblna BbIHECEHA HA paccMoTpeHue asaguartb BocbMon ceccun MKIMN (gokymeHT SCP/28/4).
OCHOBHOE BHUMaHWE B LOMNOSIHUTENBHOM UCCEeAoBaHUN NO Bonpocy 06 nsobpertaTensckom
ypoBHe (4acTb |) yaensetca Bonpocam (i) - (i), ynomsHyTbIM B NyHKTe 1 Bbllwe. Ha Tou xe
ceccun KomuteT pewmnn, yto CekpeTapmat nogroToBUT AOMOMHUTENBHOE UccnegoBaHue no
Bonpocy 06 nsobperarenbckom ypoBHe (4acTb |l) B KOTOPOM OCHOBHOW akUeHT ByaeT caenaH
Ha Bornpocax, uUrypmpyoLmnx B nyHkTe 8 nokymeHta SCP/24/3.

4, HacTosawmn gokyMeHT cogepxuT «[ononHnTensHoe nccrnegoeaHme no sBonpocy o6
n3obpeTtaTenbCKOM ypoBHe (4acTb I1)», B KOTOPOM OCHOBHOE BHUMaHWE yaeneHo Bonpocam
(iv) — (vi), yka3aHHbIM B NyHKTe 1 Bblle, 8 UMEHHO, BTOPUYHbBIM MPU3HaKaM, CeNeKTUBHbLIM
n3obpeTeHnaM 1 NPobrnemMHbIM n3oo6peTeHuaM. [1py NOAroTOBKE HACTOSLLErO AOKYMEHTa
CekpeTapuat npuHan BO BHUMaHMe MHGOopMaLmio, NpeacTaBieHHYo rocygapcTBaMmmn-4rneHamm
N permoHasrnbHbIM/ NATEHTHLIMW BEAOMCTBaMM B OTBET Ha nucbmo C.8728.

5. Yactb || JlononHnTenbHOro nccrnegoBaHnsi No Bonpocy 06 nsobperatenbCkom ypoBHE
onupaeTcs Ha npeablayline nccneoBaHus, cogepxailumecsa B AokymeHTax SCP/22/3 n
SCP/28/4, n noaToMy ANSA UcyepnbiBaloLWEero NOHNMaH1s 3TUX BOMPOCOB BCE 3TN AOKYMEHTHI
cnegyet yMtaTb COBMECTHO.

BTOPUYHbIE MNMPU3HAKA
Obuwue ocobeHHOCMU 8MOPUYHbBIX MPU3HaKo8

6. B kauecTBe 06LLEero Nnoaxona oLUeHKa 04eBUOHOCTU M300peTeHMs TpebyeT oTBeTa Ha
BONpoC 06 04eBNOHOCTM 3asBNEHHOIO N306pETEHNS B LLESTOM C Y4ETOM BCErO YPOBHSA TEXHUKM.
Bonpoc 06 o4eBMAHOCTN M300OpETEHUS peLLaeTcs B 3aBUCUMOCTU OT (DaKTUYECKNX
06CTOATENBCTB KaXA0ro cryyas. [py NpUHATAM 3TOro peLLeHns crieqyeT onnpaTbCsi Ha BECb
06beM UMeroLLLENCA AOKYMEHTAL MK, yYUTbIBAst NPY 3TOM BCe hakTU4eckme gaHHbIe 1
BTOpPUYHbIE AoKasaTenbcTeas.

7. PelwweHne Bonpoca 06 04eBMAHOCTY 3a8BNEHHOIO n3obpeTeHnsa TpebyeT paccMoTpeHus
psiaa BonpocoB. Paccmatpusas geno «Haberman npotus Jackal», cyn CoeanHeHHoro
KoponeBcTBa coctaBun npu NoaroToBKE CBOETO PELUEHUS O HANMMYMUK U OTCYTCTBUK
n3006peTaTenbCKOro YpoBHS Creayowmii OpUMEeHTUPOBOYHLIN NepedeHb BONPOCOB:

(a) Kakyro npobnemy peluana 3anaTeHToOBaHHasA TeXHU4Yeckasi paspaboTtka?

(b) Kak gonro cywecTtBoBana ata npobnema?

(c) Hackonbko cepbe3Hou cunTanach ata npobnema?

2 WHdopmaumsi, npeacTaBneHHas rocygapcTBaMu-4neHamm n permoHanbHbIM1 Be4OMCTBaMW, UMeeTCs B
nonHom obbeme Ha BebcawiTe anekTpoHHoro copyma MK no agpecy:
http://www.wipo.int/scp/en/meetings/session_28/comments_received.html.

3 PykoBoACTBO No nNpakTuke naTteHTHON akcneptussl (MPEP) BegomcTBa no nateHTamM 1 ToBapHbLIM 3HaKkam
CLUA (BMT3 CLUA), 2142.
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(d) Hackonbko LUMPOKO M3BECTHON Gbina aTa npobnema 1 kak MHOro Fto4en MOrmnm
NUCKaTb ee peLueHne?

(e) C kakumMn TEXHUYECKMMW aHanoramm Mornm, ckopee Bcero, bbiTb 3HaKOMbl BCE, KTO
MOT y4acTBOBaTb B MOMCKE TAKOrO pPeLleHnst, Unm 60MbLLIMHCTBO TakuX vy ?

()  Kakue vHble pelleHns npegnaranvucb 4o nyénukaumm gaHHbIX 0 pa3paboTke
nateHtoobnapatena?

(g) B kakom cteneHun cyuiectBoBanu akTopbl, KOTOpble 3afepXany 6bl KoMMepyeckoe
NPUMEHeHWe peLleHus faxe B TOM crny4vae, ecnm oHo 6bIno o4eBMAHbIM C
TEXHUYECKOWN TOYKN 3pEHUa?

(h) Hackonbko NO3MTMBHO Gblna BoCnpuHATa pa3paboTka nateHToobnagartens?

(i) B kakom cTeneHyn MOXHO nokasaTb, YTO KOMMEPYECKNA ycnex n3obpeteHns Goin
B LLENIOM Ui B OCHOBHOM CBSI3aH C TEXHUYECKUMW LOCTOMHCTBaMM pa3paboTkn?*

OTBeT Ha HEKOTOpPbIE 13 BOMPOCOB, COAEPXKaLLMXCA B «nepevyHe Haberman», He MOXeT ObITb
[laH [0 Bblayy nateHTa Unm B OTCYTCTBME COOTBETCTBYHOLLMX AOKA3aTENLCTB.

8. HekoTopble gpyrue ctpaHbl Takke paspaboTtanu psg BTOPUYHbBIX MPU3HAKOB, KOTOPbIe
MOTYT YYUTbIBATLCA NPY onpeaeneHnn Hanmums ndobpetarenbckoro ypoHa. Camu no cebe
BTOPUYHbIE NPU3HAKM HE MOTYT UrpaTb ONPeAeNnsAoLLYH0 POfb NPU peLleHnn Bonpoca o
Hannumn n3obpeTaTenbCKOro YPoBHS M HE 3aMEHSIIOT METOAUKY OnpeaeneHns Hannyuns
n306peTaTenbCKOro YPoBHS, CITOXKMBLLYIOCS B KXXO0M opUCAMKUMK®. CornacHo CnoXuBLLENCS
cynebHom npaktuke AnennsaumoHHbiX nanat Esponerickoro nateHTHoro BegomcTea (EMNB),
NPOCTOM aHanu3 Ha npegMeT NPUCYTCTBUS NPU3HAKOB HanMunsa n3obpeTaTenbCKoro YpoBHA He
3aMeHsEeT KBanmmuMpoOBaHHOM NPOodeCCNOHaNbHOM OLEHKM N300pETEHMST OTHOCUTENBHO
YPOBHS TEXHUKMW, NPEAYCMOTPEHHON NOMNOXEHUAMM cTaTbk 56 EBpoONenckon naTeHTHOM
koHBeHuun (ENMK), nocesiLLeHHOM Bonpocam onpeneneHnst Hannims n3obpeTtaTesnbCKkoro
YPOBHS.

9.  Ecnu Takue npusHaku NpucyTCTBYIOT, OLeHKa OBLLEro COCTOSIHUS YPOBHS TEXHUKMN U yYeT
BCEX CYLLECTBEHHbIX (haKTOPOB MOryT NOATBEPANTb HaNMuMe M3obpeTaTenbCKoro YpoBHS, HO
Tak OblBaeT faneko He Bcerga®. AnennsiunoHHble nanatel EMNB pasbsacHsAnuM, 4To BTOPUYHbIE
MPW3HaKM Takoro poaa BaXKHbl TONbKO B HEOYEBUAHbIX CryyasiX, TO eCTb Korga 06beKTUBHOE
pacCcMOTPEHME JOKYMEHTOB, XapaKTEPU3YHOLLNX YPOBEHb TEXHUKM, ELLE HE Aan SCHOM
kapTWHbI’. TakuM oGpa3oM, Kak MoACKa3blBaET U CaM TEPMUH, «BTOPUYHbIE MPU3HAKN» — 3TO HE
Bonee Yem JONOMHUTENbHbIE MOMEHTbI, YYUTbIBAEMbIE NPU PeLLEHUM BOMPOCca O Hannymm
n306peTaTenbCKOro ypoBHsi. VHaue roBopsi, OHW NULLb MOTYT B OTAESbHbIX Cryvasx AaTb
OCHOBaHMWe ANt 0COGEHHO BHUMATENbHOIO PACCMOTPEHMS BONPOCA O CTENEHU O4EBUOHOCTY
n3obpeTteHus &,

10. Takum obpasom, cam no cebe TOT pakT, YTO 3aaBuTENb (NaTeHToOGNagaTenb)
npegcrasui BTOPUYHbIE AOKa3aTeNbCTBa, HE 0O3HAYaEeT, YTO OHK ByayT MMeTb onpefensoLiee
3Ha4eHue Npu peLLeHnn Bonpoca 06 o4eBUAHOCTU N306peTeHns®. Takue BTOPUYHbIE AaHHbIE
MOryT BbITb yOeauTenbHbIMM CBUAETENBCTBAMM B NOMb3y HANU4Msa n3obpetaTenbCKOro ypoBHS

Haberman v Jackal [1999] FSR 685 (at 699 to 701).

Cwm., Hanpumep, oTBeThbl F'epMaHnn Ha okymeHT SCP/28.
Pewenuna Ne Ne T 24/81, OJ 1983, 133 n T 55/86.

PeweHuns Ne Ne T 645/94, T 284/96, T 71/98, T 323/99 n T 877/99.
OtBeTbl F[epMaHun Ha aokymeHT SCP/22.

MPEP, 2141.
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TONbKO B KOHKPETHOM Crlyyae, paccMaTpvBaeMble B paMKax OLEHKW 3asiBNEHHOro M3obpeTeHus
Ha OCHOBE YPOBHSI TEXHWKM U 00X 3HaHWI®, [pyruMu crioBamu, peLueHme 0 3Ha4MMOCTU
TaKMX BTOPUYHbIX NMPU3HAKOB NPUHUMAETCS B KaXX4OM KOHKPETHOM Crlydae Ha OCHOBe y4yeTa
haKkTM4ecKknx fokasaTenbCTB U B Criyyae Npu3HaHusa nx 6onee ybeamtenbHbIMK, Yem
[loKa3aTenbCTBa, NpeacTaBieHHble B 060cHOBaHMe obpaTHoi nosuummntl,

11. O6nactb NpyMeHeHU 06 bEKTUBHBIX [OKA3aTENbCTB HEOYEBUOHOCTU N300peTeHNs
AOMMKHa BbITb consmeprmMa ¢ 06nacTblo 3adBEHHOTO N3006peTeHNs], B NOAAEPXKKY KOTOPOro OHM
npueoaATca?. Hanpumep, xoTa B npakTuke EMNB HeoXuaaHHbI TEXHUYECKUI pesynbTaT
MOXET CHMTaATbCA MPU3HAKOM HanMunsi M306peTaTenbCKOro YpOBHS, OH LOITKEH
obecne4ynBaTbCs CaMUM 3asiBNIEHHbIM O6EKTOM, @ He MPOCTO KaKUMU-TO AOMNOMHUTENbHBIMU
XapakTepucTukamm, YNoMsHYTbIMU TOSbKO B NATEHTHOM OnNucaHnn. HeoxuaaHHbIn pesynbtat
AOMMKEH BbITEKATb M3 OTNNYMTESNbHBLIX NPU3HAKOB M3006pEeTEHNSs, pacCMaTpuBaeMbIX B
coyeTaHuM C U3BECTHBIMM NMPU3HaKaMu, ykasaHHbIMU B (oopMyne. AHanormyHbiM o6pasom,
COrnacHo NaTeHTHON NPakTUKe ANOHWUMK, SKCNEPT MOXKET NPUHATL BO BHUMAaHWE B KayecTBe
BTOPOCTENEHHbIX CBUAETENBLCTB HAaNn4ms M306peTaTenbCKoro YpoBHS KOMMEPYECKUI yenex
n300peTeHns n ToT hakT, YTO NOTPEBHOCTbL B HEM OLUyLLianachk B TEYEHNE A0NToro BpEMEHMN.
OTOT apryMeHT NpUMEHNM TOSbKO B TOM Cry4vae, ecriv aKcnepT yoexaeH, YTo BCE aTo
06yCnoBneHoO MMEHHO TEXHUYECKMMWN CBOMCTBaMM 3asiBfIEHHbIX M306peTEHUI cornacHo
aprymeHTaumm 3assutens n npuBoANMbIM UM JoKasaTenbCTBaM, a He UHbIMU dhakTopamu,
Hanpumep, 3 EKTOM OT NPUMEHEHUS ONpeaeneHHbIX CObITOBbIX METOAOB UMK peknambits,

12. B uenom cyuiecTByeT HECKOJIbKO BTOPUYHbIX NMPU3HAKOB, Np1U3HaBaeMbIX Oonee yem B
oAHoMn ropuconKunn. K HMM oTHOCATCS cnepyroume:

- 3aABneHHoe 13obpeTeHre ya0BNeTBOPSAET A4AaBHO OCO3HAHHYIO NOTPEBHOCTL UK
peluaeT 3agavy, KoTopyto 6e3ycneLuHo NbiTanucs pewaTb agpyrue nsodpetatenms;

- 3asiBrieHHoe n3obpeTeHne nonb3yeTcsi 0COObIM KOMMEPYECKUM YCNeXom Unm umeet
BonbLioe 3KOHOMMYECKOe 3HaYeHne™;

- 3asiBrieHHOe M306peTeHne KoNMpyeTcsa ApYyruMu 1 NpeanoduTaeTcs Apyrum
aHanoram B YpOBHE TEXHWUKU, UM KOHKYPEHTbI Ha pbIHKE MbITanucb OCYLLECTBUTb
KOMMEepPYECKYIo peanuaaumio 3asBeHHOro n3obpeTteHus (Hanpumep, ucnpawivsas
nvueH3un)*e;

- YPOBEHb TEXHWKN «yBOAUT» Crieunanvcta B JaHHON obnactu oT 3asBIeHHOro
n3obpeTeHus, Unu nsobpeTaTenb NpeoaoneBaeT TexHUYeckoe npeayoexaeHmel’;

10 OtBeTbl lepMaHuM Ha goKymeHT SCP/29.
1 MPEP, 2142.
12 CM., Hanpumep, MPEP, 716.02(d).

13 PykoBoacTtBo no nateHTHom akcneptuae AMNB, yacts I, rmaea 2, pasgen 2 («A306peTaTenbckuii ypoBeHbY),
n. 3.3.
14 Hanpumep, Asctpanus, bonrapus, Knutan, Xopsatusa, ®paHums, MNepmanus, Uspavns, Hopeerus, Pecnybnuvka

Kopesi, CuHranyp, Cnosakus, icnaHus, CoeanHeHHoe KoponeBcTBo, CoeanHeHHble LUTtaTel AMepuky,
APOWUC, EAIO un EMB. Cwm. Takke PykoBoacTeo No NpoBeAeHMo NaTEHTHOW aKCnepTusbl AHACKOro
coobLecTBa 1 PykoBOACTBO MO NPOBEAEHMI0 MATEHTHOW 3KCNepTu3abl cTpaH LieHTpanbHo AMepuvkn u
JomuHukaHckon Pecny6numku.

15 Hanpumep, Asctpanus, AescTpus, bonrapus, Kutai, Xopeatus, epmanus, N3paunb, AnoHus, Hopeerus,
Pecnybnuka Kopes, CuHranyp, Ucnanus, CoegmHeHHoe Koponescteo, CoeamHerHble LTtaTel AMepuky,
APOWC, ENB n EANO.

16 Hanpumep, Asctpanusi, CoegnHeHHble LTaTbl Amepuku n EMNB.

1 Hanpumep, Kutan, ®paHuus, Nepmanus, N3panne, Hopserus, Pecnybnuka Kopes, CuHranyp, Cnosakus,
Wcnanusa, CoegnHeHHoe KoponeBctBo, CoeanHeHHble LUTtatel AMepuku, EMNB n EAMNO. CMm. Takke
«PykoBOACTBO MO NPOBEAEHMIO NATEHTHOW 3KCNepTunabl AHACKOro cooblecTax» u «PykoBoacTBO Mo
NpoBeAeHNI0 NaTEHTHON 3KCNepTu3bl cTpaH LieHTpanbHo AmMepurku n JJomuHnkaHckon Pecnybnmkm».
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- 3aaBeHHOEe n3o06peTeHne obecneymBaeT HEOXKNOAHHbLIN TeXHMYECKUn adhdekT,
pe3ynbTaTtbl UNu npenmyliecTsa’®;

- 3adaBlieHHoe VI306peTeHVIe no3BOoIAEeT nNpeoaonieTb TEXHU4YECKNe 3aTpygHeHu4,
KOTOpPbIE HE yAaBanoCbh npeononeTtb MHbIMU cnocobamu®® unu asnsetca ocobo
CINOXHbIM B MfaHe TEXHNUYECKOMn peanvlsau,wmzo;

- 3asaBneHHoe N306peTeHne obecneynBaeT HEOXMOAHHO NPOCTOE PeLLleHne Unm
HEeOoXWOaHHO MPOCTON Y 9KOHOMUYHbIN Crocob npousBoacTBa:;

- B 3aABJIEHHOM VI306peTeHVIVI peann3oBaHO OpUrMHaribHoe TexHn4yeckoe pelLueHune,
OTKpbiBakOLlee HeOXnagaHHoe N HeCTaHOapTHOE HanpaBneHmeZZ.

13. B 10 Bpems Kak geTanbHas MHGOopMaLms O NpakTUke HEKOTOPbIX CTPaH U pernoHanbHbIX
naTEHTHbIX BEAOMCTB COAepPXUTCS B [PUNOXEHUN K HACTOSILLLEMY LOKYMEHTY, HXe AatTcs
NYLWb AOMNONHUTENbHbIE 06LLME CBEAEHUSI O HEKOTOPbIX U3 TAKUX BTOPUYHbIX NMPU3HAKOB,
Npu3HaBaeMbIX B ONpeaeneHHbIX PUCANKLMUSIX.

14. B cypebHon npakTuke 1 ANPEKTUBHbIX YKa3aHMUAX HEKOTOPbIX KPUCAMKLNA NOAPOGHO
Pa3bsCHAETCS UMEHHO «BTOPUYHBIN» MUITM BCMOMOTraTeNbHbIA XapakTep BTOPUYHbIX MPU3HAKOB.
Hanpumep, paccmatpueas geno «Elconnex Pty Ltd npotue Gerard Industries Pty Ltd» (1992)
AIPC, cya npusHan, 4YTo 4aBHOCTb CyLLEeCTBOBaHMSA OCO3HAHHON Npobnembl MOXET ObITb
NPU3HAKOM Hanmnuunsa y naobpeTeHns, No3BOMMBLLErO PeLLMTb Takyto Npobnemy,
n3obpetaTenbckoro ypoBHsi. OaHaKo, XOTsl 3TV KMOMEHTbI BaXKHb! ... OHU He SIBNSAOTCA
onpegensowmmm [...]. B Heo4YeBMOHbIX CryYyasx Hanu4Me faBHO OCO3HAHHOW NOTPeBHOCTU 1
aKT HeMeLNEHHOro KONMPOBaHNS N306peTeHNs opYrMMu BNOSHE MOXET OKasaTbCA ANnd cyaa
ybeguTenbHbiM coobpakeHnem [...]. Ho B KOHEYHOM MUTOre He0bXxoauMO peLuaTb Bonpoc 06
O4YEBUAHOCTUN 3aSIBMIEHHOIO N300pEeTEHUSI».

15. BmecTe C TeM, B UHCTPYKTMBHBIX MaTepuanax HEKOTOPbIX APYrMX HPUCONKLUIA TE XKe
camble Npu3HakM (Hanpumep, yaoBNeTBOPEHNE AAaBHO OCO3HAHHOWM NOTPEOHOCTU) NPOCTO
BKITHOHAOTCS B NepeyeHb (hakTopoB, KOTOPblE HEOOXOANMO YYUTbIBaTb NPU NPUHATUN PELLEHUS
0 Hann4MM n3obpeTaTenbCKOro YpoBHS, Ui OakTOpPOB, KOTOPbIE MOTYT ObiTb NPUHSTLI BO
BHUMaHWE A1 BbIHECEHWSI NONOXMTENBHOIO 3aKIMOYEHUsT O HanM4MM n3obpeTaTenbCKoro
YPOBHSA. B Takux crnydyasx noHMMaHue Takux NPU3HAKOB Kak «BTOPUYHBLIX» HE BCEraa O4eBUAHO.

18 Hanpumep, Asctpanus, Kutan, M3paune, Hopeerus, Vicnanns, CoeanHerHble Wtatel Amepukun, APOUNC un
EMB. Cwm. Takke PykoBOACTBO MO NpOBEAEHMNIO NATEHTHOW aKCNepTU3bl AHACKOro coobLecTsa u
PykoBoacTBo No npoBeAeHUio NaTEHTHOW aKenepTusbl cTpaH LieHTpansHon Amepukn n JJOMUHUKaHCKON

Pecny6nuvkn.
19 Hanpumep, AscTpanus u Fepmanus.
20 Hanpumep, EAMO.
21 Hanpumep, Nepmanus, Uspanne, Vicnanua, EAMNO n EMNB. Cm. Takke PykoBOACTBO MO NpOBEAEHUIO

naTeHTHOW aKcnepTu3bl AHACKOro cooblecTBa n PyKoBOACTBO MO NMPOBEAEHUIO NAaTEHTHOWN 3KCNepTU3bl CTpaH
LleHTpanbHoi Amepuku n [loMuHMKaHcKkon PecnyGnvku.

22 Hanpumep, EAMO. CMm. Takke PykoBOACTBO NO NPOBEAEHMIO NATEHTHOM 3KCNepTU3bl AHACKOro coobLlecTsa 1
PykoBOACTBO NO NpOBEAEHMNIO NAaTEHTHOW 3KCNepTU3bl cTpaH LieHTpansHon Amepuku n [JoMrMHMKaHCKON
Pecny6nvkn.
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YdoenemeopeHue dagHo oco3HaHHOU rnompebHocmu u Heycriex dpyaux

16. Ecnu nsobpeTeHne peluaeT onpeaeneHHy TEXHUYECKY Npobnemy, KOTopyto NbiTanmcb
pelwmnTb B TeYEHNe JOMNTOro BpeMeHM, U nHave yaoBneTBOpsieT 4aBHO OCO3HAHHYHO
NOTPeBHOCTb, B HEKOTOPLIX KOPUCOMKLMAX 3TO MOXKET CHUTATLCA NMPU3HAKOM HaNN4ns
n3o0bpeTaTenbcKoro ypoBHs. Mcnonb3oBaHne 3Toro npusHaka TeCHO CBSI3aHO C DaKTUYECKUM
noaTBepXXAeHMEM akTopa BpeMEHU U Bo3pacTa LUTUPYEMbIX LOKYMEHTOB, [OKa3biBatOLWLUMK,
41O Npobnema munu NoTpebHOCTL B €€ peLleHnn 4eNCTBUTENBHO CYLLECTBOBANIM B TeYEHNe
ANUTENbHOTO BPEMEHM.

17. BospacT OKYMEHTOB, KOTOpble Oblfiv M3BECTHbI 33400 A0 AaThl NoAa4Yun 3asiBKN, MOXeT
cunTaThCs NPU3HAKOM Hannunsa n3obpeTtaTenbCKOro YpoBHS TONBKO B TOM Clyyae, ecnm
noTpeBGHOCTb B peLLeHNN HepeLleHHoM Npobnembl CyllecTBOBana B Te4eHme BCero nepuoaa
BPEMEHM C AaTbl CO34aHUS TakMxX JOKYMEHTOB [0 AaTbl Noaayy 3asiBku Ha n3obpeTeHne®,
AHanornyHeim obpasom, cornacHo npaktuke CoeamHeHHbix LUTatoB AMepukn, gaBHO
0CO3HaHHasi NOTPeObHOCTb AoMKHA Bbina OblITb NOCTOAHHOM U NPU3HABATLCA NULLAMMU,
obnagalowmnmMm o6bIYHBIMW 3HAHUAMKN B AAaHHON 06NacTn TEXHMKK, a 3asiBNEeHHOe n3obpeTeHne
[I0IMKHO ObITb NepBbIM M306pPETEHNEM, YAOBNETBOPUBLLNM 3TY NOTPEBHOCTL?A,

18. [OnutenbHoe BpeMmsi, KOTOPOE Mpu 3TOM NMPUHUMAETCA BO BHUMaHWE — 3TO BPEMS C
MOMEHTa, Koraa npobrnemMa crana o4eBUAHOW, 4O MOMEHTa NoAayn NaTeHTHOW 3asBKY,
coaepxallein ee pelueHne?®, ToyHas NpoaomKUTENLHOCTL Nepuoaa, NpU3HaBaemMoro
[I0CTATOYHO «ASIUTENbHbLIM», 3aBUCUT OT KOHKPETHBIX 0BCTOATENbLCTB.

19. [nsa gokasaTenbCTBa Hanuumns n3obpeTtaTenbCckoro ypoBHSA HEQOCTATOYHO, YTOObLI AaBHO
0CO3HaHHasa NoTPebHOCTL Obina 3adukcmpoBaHa nub oaHuM cneumanuctom. OObIMHO Takast
AaBHO OCO3HaHHasA NOTPeBOHOCTb NPMU3HAETCH TOMNbKO B TOM Cry4dae, ecnv NoOATBepXaaeTcs,
4YTO MMENN MECTO pasHble N HEOQHOKPaTHbIE MOMNbITKN peLLeHNs COOTBETCTBYOLWEN Npobnemsl.
Tak, B [epmaHnn Npn3HakoM Hann4uns n3o0peTaTenibCKOro YpoBHSI MOXET ObITb TO, YTO
COOBLLECTBO 9KCMEPTOB YXKE MbITanoCh B TEYEHNE ONUTENBHOMO BPEMEHW HAaWUTK peLleHne
npo6riemMbl N NpU3Hano, YTo n3odpeTeHne NO3BONSAET U3bexaTb He4OCTAaTKOB, XapaKTePHbIX
Ans gpyrnx cnocoboB ee pelleHust.

20. CornacHo cygebHon npaktuke CoeanHeHHoro KoponescTea, ecnu nsobpetaTenb pelmnn
AaBHO OCO3HaHHY0 npobnemy cpeacTtBamu, KOTopble ApYyrue MOrfin NCNofb30BaTh, HO HE
ncnonb3oBanu, ero ndobpeTteHne MoxeT obnagatb nobpeTaTenbCKUM YPOBHEM (OeN0
«Minnesota Mining and Manufacturing Co npotus Rennicks (UK) Ltd», [1992] RPC 331)] RPC
331)%. Ho ecnu nsobpeTaTernb peLuunsn AaBHO NpobrnemMy, UCNoSb30BaB 0ObIYHbIM MyTEM
mMaTepuanbl UM METOAbI, CTaBLUME N3BECTHBIMU MWL HEAABHO, N300peTeHNE He cunTaeTcs
obnagarowmm n3obpertarenscknum yposHeM. Kpome Toro, B PykoBoacTBe No naTeHTHOM
akcnepTtu3e BegomcTtea no nHTennekTyansHown cobctBeHHocT CuHranypa (BUCC)
Pa3bACHAETCS, YTO €CnNn NPOAYKT HE N3rOTaBMNMBAICS U3 KOHKPETHOro MaTepuana unm npu
MOMOLLIM KOHKPETHOrO npoLiecca no coobpaxeHnsM X CTOMMOCTW, U TaKOW Matepuan unm
Npouecc CTaHOBATCA AeLUEBNe, UK PbIHOYHASA CTOMMOCTb NPOAYKTA MOBLILLAETCS,
n3obpeteHne easa nv GyaeT npusHaHo obnagarowmm n3obpetaTenbCkMM YPOBHEM.

23 T 79/82 n T 295/94.

24 MPEP, 716.04.

25 T 478/91. Cm. Takke matepwuansbl 0 npaktuke OpaHumm, Nepmarmm n CoeguHeHHbIx LTaTtoB AMepuku.

26 B pnene «Chiron Corpn npotuB Organon Teknika Ltd ([1994] FSR 202) nonvnentua, COaepXKaLummn
aHTUreHHble AeTepMuHaHTbl 6enkoB Bupyca renatuta C, 6bin Npu3HaH HEOYEBUOHBLIM U300pETEHNEM,
MOCKOSbKY, HECMOTPS Ha NpeAnpyUHMMaBLLnecs B TedeHue 10 neT nonbITKU MHOTUX rPynn YYeHbIX BbISBUTb
BO3OyauTens «renatuta HU A, H1 B», nateHToobnagatensam yaanoch NonyyYnTb ero yHUKanbHbIM cnocobom,
NPUMEHMB U3BECTHbIA METOA, UCMONb30BaHME KOTOPOro B JAHHOM Clly4ae He Oblfio 04eBMAHBLIM.
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21. B HeKkoTOpbIX CTpaHax nNpeanpuHMMaBLLNECS: paHee HeyaayvHble NONbITKA APYTUX NuL
[AOCTUYb TOrO e pe3ynbTaTa, KOTOpbI obecnevnBaeTcs 3asiBNeHHbIM N30bpeTeHnem, MoryT
CuMTaTbCA BTOPUYHBLIM NMPU3HAKOM Hanuuna n3obpeTtaTenbCcKoro ypoBHs?’. B aTol cBSA3N cyabl
ABCTpanuu npusHaBanu, YTo ecriv NonbITKN peLwnTb Npobnemy npeanpvH1UManuchk paHee, Ho
oKasanucb HeygayHbIMKUZ®, UK ecnm NPoLLeCC NONYyYEHUs peLleHUst Bbin COXHbIM U
TPYOAOEMKMM N HECTaHAAPTHBLIM U BKIHOYa «MHOXECTBO NP0, OWMBOK U TYNUKOBbLIX
HanpaBneHuin noncka»?°, n3obpeTeHne MoXeT BbiTb NPU3HAHO UMEILLUM N306peTaTenbCKUn
YPOBEHb.

Kommepueckut ycriex

22. To, uTo 3a8BNeHHOE N3o0bpeTeHne NMENO KOMMEPYECKNI YCMEX, MOXET CYMTATbLCS

B HEKOTOPbIX HOPUCAMKLNSAX PENEBAHTHBIM C TOYKM 3PEHUSA MPU3HAHWUS HANU4YMs Y Hero
n3obpetaTenbckoro ypoBHs. OQHaKo KOMMEPYECKU YCnex He MOXET CUMTaTbCs NPU3HaKoM
HanMums n3obpeTaTenbCKoro ypoBHS cam no ce6e®. B HeKoTopbix CTpaHax peneBaHTHbIM
aKTOM npu3HaeTcst ObICTPbI KOMMEPYECKMIA YCNEX B COMETAHMUM C AAHHBIMU O TOM, YTO
n3o6peTeHne yaoBNeTBOPUIO AaBHO OCO3HaHHY noTpebHocTh:. Nluuo, 3asBnsioLlee o
KOMMEPYECKOM yCrexe CBOero nobpeteHnss B 000CHOBaHME ero HEOYEBNOHOCTN 0693aH0
AOKa3aTb, YTO TaKOW ycrnex HEMOCPeACTBEHHO CBSI3aH C TEXHUYECKMMM CBONCTBaAMM
n306peTeHuns, a He C ApYrMMmn oakTopamm, TakuMm Kak MeTodbl cobiTa Unn peknambI®?, unm ¢
WNHBIMW COBBITUAMN KOMMEPYECKOrO XapakTepa, UMeOLWMMM BHELLHUI XapakTep N0 OTHOLLEHWIO
K TEXHMYECKMM MpenMyLLecTBam 3asiBNeHHOro n3obpeTeHns®3, B ogHol cTpaHe KOMMeEpPYECKuii
ycnex NpoAyKkTa MOXET CYMTAaTbCA NPMU3HAKOM Hanmumns n3obpeTaTenbCKoro YpoBHS TOMNbKO B
TOW Mepe, B Kakol 3TO 0BYCINOBMNEHO TEXHUYECKUMU NpudnHamMms,

23. B pamkax HeunckoBoW npoueaypbl, NpUHATON B BegomcTBe No naTeHTamMm U TOBapHbIM
3Hakam CLUA (BMT3 CLWA), ansa Toro, 4tobbl 3TOT CNocob AoKa3biBaHNA HEOYEBUOHOCTH
n306peTeHns BbINT NPUHAT K PaCCMOTPEHUIO, 3asiBUTENb 00683aH JoKa3aTb, YTO KOMMEPYECKUI
ycrnex usgenus 6bin o6ycrnoBrneH MMEHHO 3asiBNIeHHbIMU CBOMCTBaMM 306peTeHns®. Kpome
TOro, YTOOblI KOMMEPYECKMI YCNeX YCTPONCTB, COOTBETCTBYOLLNX hopMyne n3obpeTteHus, bbin
NMPUHAT BO BHUMaHWE KakK 0OguH 13 haKTOpPOB NpU peLleHn Bornpoca 0 HEOYEBUOHOCTH
n306peTeHns, OH JOIMKeH ObiTb 06YCNOBIEH PYHKUMSMU U NPENMYLLECTBAMU, PACKPbITbIMU B
3asBKe UM C HEOBXOAUMOCTBIO BbITEKaLLMMMN U3 MaTEeHTHOro onucaHus®®,

27 Cwm. maTtepuansl o npaktuke Micnannm, CoeamHeHHbix LUTtatoB Amepukn, a Takke PykoBoACTBO No
NpoBeAEHNIO NAaTEHTHOM aKkcnepTm3bl AHOCKOro coobuectsa n PykoBoACTBO NO NPOBEAEHUIO NATEHTHOM
3KCnepTnsbl cTpaH LieHTpansHon Amepukun n JoMMHUKaHcKon Pecnybnmku.

28 Technograph Printed Circuits Limited v Mills and Rockley (Electronics) Limited [1972] RPC 346 at 353.

2 Aktiebolaget Hassle v Alphapharm Pty Ltd (2002) 212 CLR 411.

30 Cyabl ABCTpanuv npusHaBanu, 4To, XOTS KOMMEPYECKMNIA yernex He MOoXeT ObiTb onpeaensiowymM ¢akTopom
caM no cebe, 3TO «CYyLLECTBEHHbLIN MOMEHT», KOTOPbIA JOIMKEH YYUTLIBATLCS «C YHETOM BCEX MPUBXOOALLNX
ob6cTonaTenbcTB» (oeno «Meyers Taylor Pty Ltd npoTtme Vicarr Indutries Ltd» (1977) CLR 228, cTp. 239) u uTo
KOMMEPYECKMI ycrex npeacTaBnsieT cCoboN «BaXHbIN apryMeHT B 3aLUUTy NaTeHTas, KOTOPbIA A0MKEH
paccmaTtpmuBaTbCH OTAENBHO B KaXKO0M KOHKPETHOM criydae (aeno «General Tire & Rubber Company npotus
Firestone Tyre and Rubber Company Ltd» [1972] RPC 457 at 503).

31 PekomeHgauumn no Bonpocam nateHTHoM akcnepTtuabl ENMB, yacTtb G, rmaea VI, 10.3. Cm. Takke matepwuarnbl
o npakTtuke Micnanum n APOUC.
32 Cwm., Hanpumep, matepuansl o npakTuke Kutas, lepmanun, AnoHun, Pecnybnukn Kopes, CuHranypa,

Wcnannn, APOUC n ElMB.

33 Pewenune no geny Mageli, 470 F.2d1380, 176 USPQ 305 (CCPA 1973).

34 BGH, Xa ZR 22/06 (2009) — Dreinahtschlauchfolienbeutel, GRUR 2010, 44; BGH, X ZR 104/90 (1993)
— MeRventil, GRUR 1994, 36.

35 Tem He MeHee, B rpaXkgaHCKOM Npou3BOACTBe, B Aene «Demaco Corp. npotus F. VonLangsdorff Licensing
Ltd. (851 F.2d 1387, 7 USPQ2d 1222 (Fed. Cir. 1988) nateHTOOONagartenb He 0653aH Obin Aokasatb, YTO
KOMMepYecKui ycrnex He 6bin obycnosneH apyrumu dakropamu. « TpeboBaHve gokasbiBaHWSA OTCYTCTBUS
BMUSIHWS BCEX MbICIMMbIX MPUBXOASALLMX 0O6CTOATENLCTB co3aaBarno 6bl HeonpaeaaHHoe bpems
1 NPOTMBOPEYNIIO Obl 0ObIYHBIM NPUHLUMMNAM A0Ka3biBaHUS».

36 MPEP, 716.03(b).
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24. B cBoem pewweHmm Ne T 110/92 AnennsiumoHHas nanata ElMNB He cTaBuna nog comMmHeHne
TOT haKT, YTO HarpeBaTeNnbHasa yCTaHOBKA, COOTBETCTBYOLWAs NYHKTY 1 bopmMynbl
n3obpeTeHus, Morna nmeTb KoMmepdeckuin ycnex. OgHako Takon KOMMEpPUYECKUI yCrex cam no
cebe, B TOM B criyvae, Korga npaBoMepHasi SKCrnepTm3a 3asiBlieHHOro o6bekTa n3obpeteHns Ha
TEXHUYECKYI0 HEOYEBMAHOCTb Aana HeraTUBHbIN pe3ynbTaT, He MOXET CHUTATbCA OCHOBaHNEM
ANS BbIBOAA O Hanu4mMm n3obpeTtaTenbLCcKoro YpoBHA Aaxke B TOM criyvyae, ecniv nanata obina
ybexxgeHa, 4To KoMMep4eckmi ycnex obin 06ycrnoBneH TEXHUYECKMMU CBOMCTBaMM
HarpeBaTenbHOW YCTAHOBKN, a HE APYrMMU NPUYMHaAMM — HanpuMep, oakTopamm
KOMMEPYECKOro xapakrepa.

25. B gpyrom gene, kotopoe paccmartpuBanoch cygom CoeguHeHHoro KoponeBcTBa, XoTs
NYHKT 1 hopMyIbl n300peTeHNst OxXBaTbiBan U3genus, MMeBLUME KOMMEPYECKMIA YCNEX, OH
oxBaTblBan v gpyrue nsgenus, Tak n He 4OOBMBLUMECS TAKOro ycnexa, U B nyHkTe 1 doopMynbl He
ObINK yKasaHbl CBOMCTBA, KOTOpble Mornn obecnevnTtb Takon ycnex. Cyfd nocuyutan, Y4To B 3TOM
cny4vae Bce 06bekTbl, OXBaTbiBaeMble (hopMyron n3obpeTeHunst, 4OMKHbI 6binn Obl UMeTb
CBOWICTBA, CMOCOBCTBYIOLLME KOMMEPYECKOMY YCrexy n3obpeTeHns®’.

26. B WcnaHum B xoae npoussoacTea no aeny ECLI: ES:JMB:2012:1265%
naTeHToobnagartens yTBepXxaarn, YTo 3anateHToBaHHbIV MM NpoaykT «Seroquel Prolong»
asnsAeTcs ogHuM 13 20 cambix NpoAaBaeMbIX NTEKapCTBEHHbIX NpenapaTtoB B MUPE U YTO ero
npoaaxu B VicnaHuu 3a npeablaywun pmHaHcoBbIv rog Bblpocnu Ha 42%. Kpome Toro,
naTeHToobnagatens NPOAEMOHCTPUPOBAN HEOXMAAHHBIN 3PdEKT 3asBNEHHOro n3obpeTeHus,
NPOSBSAIOLLMIACA B TOM, YTO npenapat, 0CoOB6eHHO npu BonbLInX Ao3ax, UMeEeT MeHee
BblpaXXeHHOoe Nobo4Hoe AencTBmne. OTU ABa BTOPUYHbIX NPU3HaKa Obiny NPUHATLI BO BHUMaHWe
CyaoMm, Npu3HaBLLMM 3asiBeHHoe n3obpeteHne obnagarLmm HOBU3HOM M n3obpeTtaTenbCckum
ypoBHeM. PelueHune 6bino o6xanoBaHo B anennsunoHHom cyae (ECLI: ES:APB:2013:11696)%°.
Cya BTOpON MHCTaHUUW NpU3Han naTteHT HeaenCTBUTENbHbLIM MO OCHOBAHUAM OTCYTCTBUS
n3obpeTtaTenbckoro ypoBHA. KOMMEHTUpYS Npu3Hak KOMMep4ecKkoro ycnexa, cya, npusHasas
KOMMeEpYEeCKUin ycnex 3anateHToBaHHOro NpoaykTa, ykasar, TeM He MeHee, 4To cam no cebe
3TOT (paKkToOp HE MOXET CYMTaTLCH NPU3HAKOM HanMuns n3obpeTaTenbCKOro YPOBHSA U YTO eMy
BCe e He ObInv NnpeaocTaBneHbl Apyrne AononHUTENbHbIE AaHHble, y6eamTensHo
[AOKasblBaloLLme n3obpeTaTtenbCkuin ypoBeHb paspaboTku. KoMMeHTMpys npusHak
HeoXnaaHHOro pesyneTaTa, cyd nocuutan, 4to 6onee cnaboe NnoboYHOE AeNCTBUE NekapcTaa
He BbINo HeOXMAaHHbIM Pe3yrnbTaToOM C YH4ETOM YPOBHS TEXHUKM.

27. TlockonbKy akcrnepTm3a OoMbLUMHCTBA NATEHTOB MPOMCXOAMT Ha paHHMX aTanax
pa3paboTKmM TEXHUYECKOrO peLleHnsl, 4EMOHCTPALMS €ro KOMMEPYECKOrO ycnexa Ha paHHUX
aTanax naTeHTHOW Npoueaypbl MOXET ObITb CNOXHON ANA 3asBuTtenen. BmecTe ¢ Tem, aToT
hakTop MOXET OKa3aTbCs perieBaHTHbIM NpW ONpeaenieHnm Hannims n3obpeTaTenbCcKkoro
YPOBHS Ha Gonee nNo3aHMx atanax npouenypbl, OCYLLECTBNSEMON NAaTEHTHLIM BEAOMCTBOM,
nnn Ha atane cyaebHoro pasbupartenbcTaa.

87 Tetra Molectric Ltd v Japan Imports Ltd, [1976] RPC 547.

38 Oeno ECLI: ES:JMB:2012:1265: Kommepueckui cyg bapcenoHsl, cekuus 2. AnennsumMoHHoOe Npou3BoACcTBO
Ne 523/2011; pewenue Ne 202/2012 ot 09/07/2012 .

39 ECLI: ES:APB:2013:11696: OkpyxHown cyq BapcenoHsl, cekumsa 15. AnennsiynoHHoe nponsBoacTBO
Ne 687/2012; peweHune Ne 367/2013 ot 22/10/2013 r.
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KonupoeaHue Opyaumu nuyamu U pbIHOYHasi KOHKYPeHUUsT

28. B HekoTopbIX IOPUCONKLUUSX B Ka4ecTBe (DaKTOpOB Npu peLleHumn Bonpoca ob
n3o06peTaTensCKOM YPOBHE MOTYT MPUHUMATBLCHA BO BHUMaHMe 06bem KONMpoBaHUS
n306peTeHns ApYyrumMmn nuuamMm unn AerncTBns KOHKYPEHTOB Ha pbIHKE, KOTOPble OCTAaTOYHO
TEeCHO CBA3aHbl C KOMMEPYECKMM YCNexoM 3asiBNeHHoro n3obpetexus. Paccmatpuas geno
«Meyers Taylor Pty Ltd npotus Vicarr Industries Ltd» ((1977) CLR 228, c. 239), Beicokun cya
ABcTpanuu npveen gakT KONMPOBaHWA 3asBIIEHHOINo N3006peTeHNst Kak CBUAETENBCTBO
«obLecTBEHHON NOTPebHOCTH, KOTOopas CBsidaHa C BOMPOCOM 06 04eBMAHOCTU NU306pEeTEHNS»,
XOTS U HEe MOXeT BbITb OnNpeaensoLwmnM goKka3aTenbCTBoM cam no cebe. B CoeanHeHHbIX
LUtaTax AMepukn 3asBuTenu Takxke MoryT nNnpeAcTaBnsaTh foKasaTenbCcTBa TOro, 4YTo
KOHKYPEHTbl Ha pbIHKE KOMUPYIOT n30bpeTeHne, a He UCNOoMb3yT U3LENNsl, N3BECTHbIE N3
YPOBHS TEXHUKM, U 3TO YacTo genaetcs np cyaebHom pasbupartensctee. Ho ang toro, 4Tobbl
STOT MOMEHT BbIn NPU3HaH 3Ha4YMMbIM, caMoro no cebe dakTa KONMPOBaHUA HeJOCTaTOYHO,
MOCKOSbKY OH MOXeT ObITb CBSA3aH C APYrMMU MOMEHTaMW, TakKMMU Kak HapyLleHue naTeHTHbIX
npaB Unn npeHebpexxeHre CrNocoGHOCTbLIO NaTeHToo6NaaaTens 4OOUTLCS UX 3aLUTBI,

29. AnennsiumoHHasi nanarta ElNB ykasana B ceoem pewenun Ne T 915/00, yto
KOMMepuYeckasa peanusauuns nsobpeTeHnsi, CtpemMneHme KOHKYPEHTOB Ha pbiHKE MOMy4nTb
NNLLEH3MM Ha €ro UCMosib30BaHNE U NPU3HaHWE JOCTOMHCTB N300peTeHNst HayYHbIM
coobuecTBOM NpeacTasnsaioT cobon ybeauTenbHble AOMNOMHUTENbHbIE BTOPUYHbIE NMPU3HAKK
HanMunsa y Hero n3obpeTaTenbCKoro YpoBHS. OTu hakTopbl MOTyT, HO HE 064a3aTenbHO
AOIMKHbI, NPUBOAMUTDL, K NOMNOXUTENBHOMY PELLEHUIO O HAaNM4mMn n3obpeTaTenbCKoro YpoBHS.

B pewenunn no geny Ne T 812/92 6bino yka3aHo, 4TO HE3a40Mro A0 NoJayn 3asBku Ha NaTeHT,
ocrnapuBaeMbin UICTLOM, OOUH U3 KOHKYPEHTOB NaTteHToobnagatens npeasioxurn cBoemy
KNUEHTY TeXHUYECKOoe YCTPONCTBO, B KOTOPOM TEXHUYECKOE NPENUMYLLECTBO, NPeaCcTaBNeHHOe B
n3obpeTeHun, He GbINO OBEAEHO A0 NPaKTUYECKON peanu3aumn. AnennsdaunoHHasa nanaTta
OTMEeTUNa, 4YTo 3TO MOrI0 CBUAETENLCTBOBATL O HAaNM4YuKM y ndobpeteHnsa nsobpertaTenbCKoro
ypoBHs. B cBoem peweHnn Ne T 252/06 nanaTta nogTBepauna Hanmyme n3obpeTtaTenbckoro
YPOBHS, NPMBOAS, B HaCTHOCTU, TO OCHOBaHWE, YTO KOHKYPEHTLI NpaBoobnagartens
MCNONb30Banun TEXHUYECKNE UAEWN, PACKPbITbIE B NaTEHTE, U NoAaBasniv COGCTBEHHbIE
NaTeHTHbIE 3a8BKN, OCHOBAHHbIE HA 3TUX MaesX.

[MpeodoneHue mexHu4Yeckozo rnpedybexx0eHus, CKenmu4eckoe MHeHuUe crieyuanucmos u
pacxoxo0eHue ¢ HarpasneHueM, NoodckasblieaeMbiM YPOBHEM MEXHUKU

30. CornacHo npakTuke HEKOTOPbIX CTPaH, U30bpeTaTernbCKNii ypoOBEHb MHOTAA MOXET BbITb
YyCTaHOBJIEH NyTEM AEeMOHCTpaLnM HEOBXOANMMOCTH ONPOBEPXKEHMSA N3BECTHOMO
npeaybexaeHns, To eCTb pacnpoCTPaHEHHOrO, HO HEBEPHOIO MHEHUE O TOM UMY MHOM
TexHudeckoM cpakte*!. MpeaybexaeHune, cyllecTsyolLee B TOM UK UHOW oBnacT — 3To
NpeaB3ATOe MHEHUE UNKN naed, KOTopble pa3aenaTCcs MHOTMMU UM BCEMU creuuanuctamm
aToM obnactn. AHanornyHbiM ob6pasom, B HEKOTOPbIX CTpaHax ybeantTensHbIM
A0OKa3aTenbCTBOM HEOYEBUAHOCTU N3006pEeTEHMS Cry)XaT NPOSIBNEHNS HEAOBEPUS K HEMY UK
CKENTUYECKOro MHEHUS O HEM creumanncTos*?,

31. Hanuuue Takoro npeay6exneHns obbIYHO NOATBEPXKAAETCH CChiNkaMy Ha nuTepaTtypy
Unu aHUMKNoneaun, onybnukoBaHHble A0 AaTbl NpuoputeTa 3asBku. CornacHo npakTuke
hpaHLUy3CKnx cyoB, NpeaybexaeHne TEXHNYECKOro xapakTepa, He 06s13aTenbHO JOMKHO ObITb
BbIPa)XXEHO siIBHbIM 06pa3oMm, Oyab TO B NATEHTHOM AOKYMEHTE MUIN B LOKYMEHTAX, OTHOCSALLMXCS
K YPOBHIO TEXHUKM.

40 MPEP, 716.06.

a PeweHns Ne Ne T119/82, OJ 1984, c. 217; T48/86.

42 MPEP, 716.05. B gene «Dow ChemicalCo» cya ykasan, 4To «CKenTuyeckoe MHeHuWe crneuuanucra,
BbICKa3aHHOE 40 TOro, kak n3obpeTtaTenu gokasanu ero HenpaBoTy, MOXET MMETb AoKa3aTeSlbHbIA CMbICIT».
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32. B aton cBsasm B PykoBoacTtee no nateHTHom akcneptmnse BCC pasbacHsaeTcs, 4To
akcnepT 0653aH y4ecTb KakK TO, K KaKOMY HanpaBfieHUI0 NCCNeAO0BaHNIA CKNOHANCS Obl
cneumnanucT B 4aHHOM 06nacTu TEXHMKK, Tak U TO, NPOTUB KaKoro HanpasfeHnsa nccregoBaHni
OH Obin 6bl NpeaybexaeH. M3obpeTeHne MoOXeT cunmTaTbCs HEOUEBMAHBIM, €CITM OHO
NMPOTUBOPEUNT OBLLENPUHATHIM MHEHUSIM U NPaKTUKE COOTBETCTBYHOLLEN 06NacTu TEXHUKU®,
OTO MOXET CNY>XMTb onpeaensaowmm hakTopom Npu NPUHATUN PELLEHUs], eCrnn, Hanpuvep

(i) obwme 3HaHNA B gaHHOM 0BnacTy TeXHMKKM Obinn TakoBbI, YTO CNELManncT He OCo3HaBan
npobnemsbl, CyLeCTBYOLWEN B YPOBHE TEXHUKK; (ii) onpeaeneHHble matepuanbsl Unn MeToabl
cUMTannchb cneunanmcTom He NoaxoAsLMMK ONS KOHKPEeTHON Luenu, ogHako naobpeTtarernb
obOHapyxun HegocTaTo4HY0 060CHOBAHHOCTL Takoro npeayoexaenus; (iii) onpeneneHHbin
aTan npouecca Uinn KOMMNOHEHT YyCTPOWCTBA cumMTanncb obssatenbHbIMm, 0OHaKo nsobpetatenb
0o6Hapy»xun, 4To 6e3 HUX MOXXHO 0BONTHUCH.

33.  Yt00bI nokasaTtb, 4TO n3obpeTaTtens Npeogonien TEXHNYeckKoe npeaybexaeHne,
nateHToobnagatens (Mnu 3asiBUTenb) 06513aH AoKa3aTb — HAaNpPUMeEp, CCbINIkaMn Ha
COOTBETCTBYIOLLYIO TEXHUYECKYIO NUTEpaTypy — YTO Takoe npepybexaeHne AencTBUTENBHO
cyliecTBoBano*. B Tex crnyyasix, korga uaeT pedb 0 NpUsHaHuv Hanuums npeaybexaeHus,
cnoxwmeliascs cynebHas npaktvka AnennsaumoHHblx nanat EMNB TpebyeT oveHb TwaTtenbHoro
aHanu3a. TexHu4eckoe pelueHue, npeogonesatoiee npeaydexaeHne, AoMKHO
NPOTMBOPEYNTE rOCNOACTBYOLMM NPEeACTaBeHNsM CNeLnanncToB B COOTBETCTBYIOLLIEN
obnacTtu, To eCTb UX €AMHOINAacHO pasgensaemMomy OnbITy U NOHATUSM, U NPOCTOro
CBMAETENbCTBA O TOM, YTO peLueHme Obino OTBEPrHYTO OTAENbHBIMU CNeLManmcTaMmm unm
dvpmamu, B JaHHOM crnyyae HegocTaTouyHo*. B peweHnm Ne T 1989/08 AnennsiuMoHHas
nanarta ykasana, YTo 3TO O3HayaeT MoYTK TaKMe Xe XecTkne TpeboBaHNs B OTHOLLEHUN
ybeamTenbHOCTM A0Ka3aTenbCTB, Kak n TpeboBaHus, kacaloLlmecs obLmnX 3HaHWI

O COOTBETCTBYHOLLLEN 06IACTU TEXHUKN.

34. B HEKOTOpbIX CTpaHax n3obpeTaTenbCKUii ypoBEHb HE MOXET He BbITb NPU3HaH, ecnm
YPOBEHb TEXHMKM UMK 0BLLIMe 3HAHUS UAOYT Bpa3pe3 C NPeanoXeHHbIM TEXHUYECKUM
peLleHneM, UCKMYas CriyyYaun, Koraa B ypOBHE TEXHUKU YCMaTPUBAIOTCA ABHbIE OLLUNGKK,
KOTOpbIE€ MOTYT ObITb UCMPaBMeHbl cneymManucTom?s,

HeoxudaHHbIl mexHu4Yeckul aghghekm, pe3yrnbmam unu rnpeumyuwecmea

35. B HeKoTOpbIX PUCAMKUUAX NPU3HAKOM Hanmnunsa n3obpertaTenbCKoro ypoBHA MOXET
cUMTaTbCH HEOXKMOAHHBIN TEXHUYECKUA 3PPEKT nnn pesynbTar.

36. HeoxupaHHbIN pe3ynbTaT OMKEH BbiTeKaTb U3 OTNIMYUTENBbHBIX MPU3HAKOB 3afBIIEHHOMO
N306peTeHNs B UX COMETAaHMMN C €ro U3BECTHbIMU NpuaHakamn. OH He MOXeT BbiTekaTb U3
NPU3HAKOB, KOTOPbIE B UX COMETAHMM YXKe 3adhMKCMPOBaHbl B yPOBHE TEXHUKU. Takum o6pasom,
HeOXnAaHHbIN AONONHUTENbHbLIN 3dEKT HEe coobLuaeT n3obpeTaTenbCKOro YpoBHSA
0o4yeBMOHOMY pelweHuto. Ecnn obbegnHeHne anemMeHToB, CyLLLeCTBOBABLUMX B YPOBHE TEXHUKN,
ANSA pelleHns CyLLeCcTBeHHOM YacTn Nnpobnemebl, 66110 04eBUAHBIM AN crneumanucTa, To gaxe
nony4yeHne HeOXNAAHHOIO AOMNOMHUTENBHOrO 3dbdeKTa, NO3BONAIOLLErO O4HOBPEMEHHO
peLwwnTb APYryt YacTb NpobremMbl, B MPUHUUMNE HE CYUTAETCH CBMAETENLCTBOM Hanuyuns
n3o6peTaTenbCckoro ypoBHs*',

43 Dyson Appliances Ltd v Hoover Ltd [2001] RPC 26.

44 Pewenus Ne Ne T 60/82, T 631/89, T 695/90, T 1212/01.

45 Cwm. Takke maTepuanel 0 npaktuke CuHranypa, cornacHo KOTopbiM npegybexaeHne JomKHO BbiTb
AOCTaTOYHO pacnpoOCTPaHeHHbIM, YTOBbl MOXHO BbINO CYNTaTh, YTO OHO pasfenseTcs cneumanicTom B
CoOTBeTCTBYOLLEN obnacTu.

46 Cwm. maTtepumansl o npaktuke Asctpanuu, Pecny6nuku Kopesi u CoeamHeHHbix LLtatoB Amepuku.

47 Peluenne Ne T170/06.
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37. AHanormyHbim ob6pasom, obwmin nogxond B cynebHon npaktuke CLUA coctouT B TOM, 4TO
ecnu 3asBneHHoe n3obpeTeHne gano pesynbTarT, NPEBbICUBLLNN OXNAAHUS, 3TO MOXET
CNYXWUTb 3N1IEMEHTOM J0Ka3aTeNbCTB, CBUOETENLCTBYHOLLMX B MOJb3Yy NPaBOBOro BbiBOA4A O
HEeo4YeBUOHOCTU paccMaTpuBaeMbIX NyHKTOB hopMynbl U306peTeHna®®. Mockonbky addekT,
NpPeBbILLAIOLWLNIA NPOCTO CyMMapHbIN 3 MEKT, MOXKET ObITb Kak OXXngaembiM, Tak 1
HeoXnaaHHbIM, 3asiBUTENb 00683aH, KpoMe TOro, foKasaTb, YTO pe3ynbTaTbl NPeBbILAaoT B
HEeO4YeBMAHOW CTEMNEHN pe3yrbTaThl, OXKNMOABLLUMECH UCXOASA N3 YPOBHA TEXHUKU, N YTO 3TH
pe3ynbTaTbl 06ecneymBaloT BaxHOe NpakTuyeckoe npemmyLlectso®. [loka3aTensCcTBo

(i) HaNMUMS HEOYEBUOHbBIX UMM HEOXMAAHHbBIX NOMNOXUTENbHBIX CBOMCTB (Hanpuvep, 6onee
CUNBHOIO NPOSIBIIEHMSI CBOMCTBA, KOTOPOE SABNAETCS OOLWUM ANs 3adBAEHHOrO CoOegMHEHUS U
COEOVHEHUN, N3BECTHbIX U3 YPOBHSA TEXHMKM, (i) HANMUKMA y 3asBNIEHHOIO N3o0bpeTeHns
HeoXXnaaHHOro CBOMCTBA, OTCYTCTBOBABLUErO B YPOBHE TEXHUKK, Unu (iii) OTCYTCTBMS CBOMCTBA,
KOTOpOe 3asiBIIEHHOE M300peTeHME AOMKHO ObINI0 Obl MUMETb COrMacHO TEXHUYECKUM
npeacTaBfeHnsiM, OCHOBAHHbBIM Ha YPOBHE TEXHUKUN, MOXET BbITb NPU3HAKOM HEOYEBMAHOCTU
nsobpeteHns®™®.

38. CornacHo pa3bsiCHeHMAM, cogepxalummcs B PykoBoacTee No naTeHTHOW aKcnepTuse
BepomcTtBa nHtennektyansHon cobctBeHHoCTU Kutasa (CNIPA), HeoxXuaaHHbI TEXHUYECKUN
pe3ynbTaT 03HaYaeT, YTO TEXHUYECKOe AeNCTBUE N300peTEeHMS NoKasblBaeT «KavyeCTBEHHOE»
N3MEeHeHNe OTHOCUTENBbHO aHarnoroB B ypOBHE TEXHWKU, T.€. HOBbIV YPOBEHb
NPOU3BOAUTENBHOCTU, UMW HEOXKMAAHHOE KKONTMYECTBEHHOE» N3MEHEHNE, N TaKoe
KayeCTBEHHOE UMW KONMYECTBEHHOE N3MEHEHME He MOTTIO 3apaHee npeanonaraTbes
cneunanucToM B aHHOW 06n1acTu TEXHUKMN.

39. [Ecnu n3 ypoBHSI TEXHUKU SICHO, YTO MoNy4YeHne pesynbTara, bonee unu meHee
COOTBETCTBYHOLLEro Npr3HakaM, ykasaHHbIM B hopMyrie 3asiBlIEHHOro M3006peTeHus (Hanpumep,
BMAOY OTCYTCTBUSI anbTepHATUB, CO3[4AIOLLEr0 CUTYaLIMIO «O4HOHAMNPABIEHHOIO ABMKEHUSI»)
ObINO y)Ke 0YEBUAHBLIM AN cneunanucTa, HeOXUAaHHbI pesynbTaT CYUTAETCA NPOCTO
[OMNONMHUTENbHLIM 3P(EKTOM, HE COOOLLaLLIMM 3asiBIIEHHOMY OGBEKTY M306peTaTeNbCKoro
ypoBHs*!. Ho ecnu cneumanucty npuxoautcs BbionpaTth U3 psiaa BO3MOXHOCTEN, Takas
OHO3HaYHas CUTyaLUsi He BO3HUKAET, U NONy4YeHne HEOXNAaHHOro pesynbTaTa BrnofiHe MOXeT
NPUBECTU K NPU3HAHUIO HaNM4Yns M306PETATENBCKOrO YPOBHS.

40. CornacHo crnoxusLuencs npaktuke ENB, HeoxunaaHHbIN pe3ynbTaT (MpeuMyLecTso nnm
NOSIOXNUTENbHOE CBOMCTBO), NPOAEMOHCTPUPOBAHHLIN B XO4€ CPaBHUTENbHbLIX UCMbITAHWMN,
MOXET CHMTaTbCA MPU3HAKOM Hanuumnst n3obpeTaTenbckoro ypoBHs. Ecnu nposogaTca
CpaBHUTENbHbIE UCMbITAHUSA, NPU3BaHHbIE JOKa3aTb Hanuyne n3obpeTtaTenbCKoro ypoBHS,
CBSI3@aHHOIO C yNyyLleHHbIM 3¢ deKTOM pa3paboTku, cpaBHEHUE ¢ bnmxanwmnmMm aHarnoramu B
YPOBHE TEXHMKWN JOIMKHO ObITb OPraHM3oBaHO TakMM 06pa3oM, 4ToObl OHO yoeanTensHo
AOKa3bIBano, YTo npearnonaraeMmoe NpenMyLLECTBO Unu 3PdeKT CBA3aHbI UMEHHO C
XapaKkTepHON 0COBEHHOCTBLIO M306PETEHUS, OTNMYaOLLEN ero OT Grnvkanlumnx aHanoros®. Mpu
aHanmse pelaemomn nsobpeteHnem npobnembl Npeanonaraemble, HO He NOATBEPKOEHHbIE
npenmyLLecTBa N306peTeHns: He NPUHNMAIOTCSA BO BHUMaHne™.

41. B HEKOTOPbIX PUCONKLNAX CYUTAETCS, YTO [AaKe ecrin n3obpeTeHrne nonyyeHo B
pesynbTaTe OXnaaemMoro yxyaLeHus No CPaBHEHWIO C aHarnoramm B ypoBHE TEXHUKM,

48 MPEP 716.02(a).

49 Tam xe
50 Tam xe
51 PeweHna Ne Ne T 231/97 n T 192/82. Cm. Takke maTepmansl o npaktuke Asctpanum u APOUC.

52 PeweHnsa Ne Ne T 197/86, OJ 1989, 371; T 234/03 n T 378/03.
53 PeweHns Ne Ne T 20/81, OJ 1982, 217 n T 561/94.
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HedyHKLMOHaNbHOro U3MEeHEeHNsi aHanoroB UM NPOCTO BbiGopa 13 6onbLLIOro Ynucna
BO3MO>XHbIX PELLUEHWI, HO B pe3yrnbTaTe Takoro U3MeHeHus Unmn Bbibopa obHapyxmBaeTcs
HeoXuaaHHOEe NPEeMMYLLECTBO, M306peTaTeNbCKUA YPOBEHb MOXET OblTb NMPU3HaH>,

[MpeodoneHue npakmu4yeckux 3ampyOHeHUL

42. CornacHo npaktTuke cygoB ABCTpanuu, ecnm caMmo pelleHne 04eBUAHO, HO ero
npakTuyeckasi peanusauns cBsidaHa ¢ 3aTpygHEHUs MU, a NpeoorneHne Takux 3aTpyaHEeHUI
TpebyeT onpeneneHHbIX N306peTaTenbCKUX PELLEHNIA, 3TO MOXET OblTb OCHOBaHMEM Ans
NPU3HaHMA Hanuums n3obpeTaTenbckoro ypoBHs. W HaobopoT, ecnu «kakas-To npobrnemMa
KOHCTPYKTUBHOIO MCMOSHEHWSI... [MPU peanu3aumm TEXHUYECKOro peLleHmst] ... nerko morna ool
ObITb peLleHa nbbiM crneunannucToM B AaHHOW obnacTy, ... crneayeT cumtaTb Takoe coveTaHune
04eBMOHbBIM»®®, AHaNornYHbIM 06pa3om, cyabl FepMaHnM cYMTaloT, YTO Hapsay ¢ APYrMM
hakTopamMu OOMKHbI yYMTbIBATLCA XapakTep, MacwTab 1 nocneacTBust TPYAHOCTEN, MOTYLLMX
BO3HUKHYTb NpWU peanu3auumn peLleHmnsi, puck Toro, YTo Takue TPYAHOCTU 3HAYNTENbHO
YCMNOXHSIIOT pELLEHNE 3aaum Unu AenatT ee pelLleHne HEBO3MOXHbIM, a TaKKe BPeMS,
3aTpaTbl CPeACTB M 0GbEeM YyCUnuii, HeOGXOAMMbIX AN peLleHus NpoGnemsbI®®,

HeoxudaHHO npocmoe peweHue

43. Tlo MHEHMIO OOHOI0 N3 HEMELIKNX Cya0B, TO 06CTOATENBLCTBO, YTO 40 AaTbl Nogauyun uUnu
AaTbl IpUopUTETAa 3asiBKN HN OOWH CMELUManncT He NpULLIEn K TEXHNYECKOMY PELLEHMIO,
no3BonsoLEeMy nony4vyaTb (M3BECTHbIN) MacCcoBbIN NPOAYKT HOBbIM, Bonee NpocTbiM U
3KOHOMWYHbLIM CNOCOOOM, KOTOPbIV PacKpbIT B 3asiBKke, OnpapabiBaeT NPeanosiokeHne o
HanMuYnn n3obpeTaTenbCKOro YpoBHS, XOTS NOTPEOHOCTL B TAKOM PELLEHMN AABHO
oltywianack®’. AHanornyHbiM o6pa3om, B COOTBETCTBUK ¢ npakTukon EMB, B Tex cnyyasix,
Korga peyb naeT 06 06n1acTn TEXHUKN, uMeroLLen 6onbLloe KOMMEPYECKOEe 3Ha4YeHne 1
npuBneKawLLen 3Ha4YnTENbHOE BHUMaHNE, NPOCTOTA NPEAfIoKEHHOro peLeHNst MOXeT BbITb
NPU3HAKOM Hanmunsa n3obpeTaTenbCcKoro ypoBHs. Takum ob6pasom, TPYAHOCTb NOMy4eHUs
NPOCTOro peLleHnsi, He CHKaILEero Ka4yecTBa NPoayKTa, MOXET YKasblBaTb Ha Hanuyune
n3obpeTaTtenbckoro ypoBHs®®. OHako 3To NpeanonaraeT OTCYTCTBUE B YPOBHE TEXHUKM KaKMX-
nnbo 3NeMeHTOB, YKasblBalOLWMX HA NPeaIoKeHHOe peLleHune.

CENEKTMBHbLIE N3OBPETEHNA
Obuwue sonpocnl

44. CenekTnBHoe nsobpeteHne obbl4HO NpeacTasnseT cobon, Hanpumep, BbIGOP
KOHKPETHbIX 35IEMEHTOB, NOAMHOXECTB UIM YacTen MHTepBasioB, BXOOALIUX B cocTaB bonee
KPYMHbIX MHOXECTB UM MHTEPBArioB, M3BECTHbIX U3 YPOBHSA TEXHWKM, HO HE PaCKpPbITbIX
cneumanbHo. PykoBoacTBO Mo nateHTHon akcnepTtuae ENMB rmacut, 4To «06bEeKT CENEKTUBHOIO
n3obpeTeHna oTnuyaeTcsa oT Grvkanmx aHanoroB B YpOBHE TEXHMKM TEM, YTO OH
npeacraenseT cobon BbibpaHHbIe NOAMHOXECTBA UIM YacTU MHTEPBaNoB». AHaNOrMYHbIM
o6pasom, cornacHo PykoBOACTBY MO nateHTHOM akcnepTu3e Kopenckoro BegomcTtaa
nHTennektyaneHon cobcteeHHocTn (KBUC), cenektnBHoe nsobpeteHmne — aTo nsobpeTteHue,

54 Pewenns Ne Ne T 72/95 n T 939/92. Cm. Takke matepuanbl o npaktuke CuHranypa n CoegnHeHHOro
KoponesctBa n pasgen «CenekTMBHbIE M306peTEHMS» HACTOALLEro JOKYMEHTA.

55 Tetra Molectric Ltd v Japan Imports Ltd [1976] RPC 541, 581.

56 BGH, X ZR 27/04 (2007) — Stahlblech, GRUR 2008, 145; (12) BGH, X ZR 141/10 (2013) - PNGase F, IBRRS
2014, 0612; (13) BGH, X ZR 148/11 (2016) — Zbliakiediagnoseverfahren, GRUR 2016, 1027.

57 BGH, | ZR 156/54 (1957) — Polstersessel, GRUR 1957, 543.

58 Pewenusi Ne Ne T 106/84, OJ 1985, 132; T 229/85, OJ 1987, 237; T 9/86, OJ 1988, 12; T 29/87, T 44/87,
T528/89n T 73/95.
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KOTOpoe npeanonaraeT BblOOp eANMHUYHOrO 06bEKTa U3 POAOBOr0 MHOXECTBA, PACKPbITOrO B
YPOBHE TEXHWKM, BKITtOHas BbIOOp 0O6bEKTOB, KOTOPLIE HE ObINM onpeaeneHHbIM 06pa3om
PacKpbITbl B CCbINIKaxX Ha M3BECTHbI YPOBEHb TEXHUKUN B KAYECTBE OCHOBHbIX 311EMEHTOB®®,

45. ceneKkTUBHble N306peTeHNs MOryT NpU3HaBaTbCst NAaTEHTOCNOCOOHBIMM HE3AaBUCUMO OT
CYLLLECTBOBAHUS 3NIEMEHTOB YPOBHS TEXHUKW, ONpeAerieHHbIX Ha 6onee obwem pogoBom
YPOBHE, 1 B 3TOM CIly4ae OLeHKa NaTeHTOCNOCOBHOCTN NPOBOAMNTCS OTAENBHO B KaXKAOM
KOHKPETHOM criydae. B uenom sToT nogxon OCHOBaH Ha TOM, YTO ecrnv BCe eAUHUYHbIEe
06beKTbl B NpeAenax M3BecTHOro pofa 06bEKTOB NPU3HAKOTCS HENATEHTOCNOCOBHbLIMY, Y
nccnegosaTenen 6yaeT MeHblUe CTUMYSOB K MOWUCKY MyTel AanbHENLEero CoBepLIEHCTBOBaHMUS
06beKkToB B 0611acTn TEXHMKM, KOTopas B LIeSNIOM cYMTaeTcsl M3BecTHOW. [Mpu onpepeneHHbix
obcToATeNbCTBaX — HANPUMEP, ECNY Kakoe-To NOAMHOXECTBO UMW NOArpynna BHYTPU
n3BecTHoro 6onee obLero UHTepBana unu ananasoHa obHapyXMBaeT HeOXNaaHHoe
NPenMyLLECTBO, KOTOPOro B LIESNIOM He OXMAanu B y)ke M3BECTHOW POAOBON 0bracTy,
naTeHTHas oXxpaHa TakKoro NMogMHOXeCTBa UMK YacTUYHOTO MHTepBana MoXeT ObITb
onpaBAaHHOW Kak cnocob NpaBoMepHOro CTUMYIMPOBAHMS UCCreaoBaHUii, CNOCOGCTBYHOLLIMX
AanbHereMy TEXHUYECKOMY nporpeccy. 34ecb HeobxoaMMo noaaepkaHue LOMKHOro
HanaHca mexay CTUMYNMpOBaHNEM MHHOBaLWIA B Npeaenax yxxe U3BecTHol obnactu, u
AEeCTUMYNMPOBAHMEM MATEHTHOW OXpaHbl O4EBUAHBIX U NPeackasyeMblX 3NIEMEHTOB,
BblOMpaeMbIX U3 U3BECTHOWN 0GnacTu.

46. CenekTuBHbIE N300pETEHMSI BO3MOXHbI B JTIOO0OM 0611aCT TEXHUKA: HUKAKUX
OrpaHNYeHNn B OTHOLLEHNM CaMUX TakMx 0OnacTen TEXHUKN He BbIsIBNIEHO. TeM He MeHee,
NPeACTaBnsaeTCcs, YTO Ha NPaKTUKe CerneKkTUBHbIE M306peTeHns B OCHOBHOM BCTpeYaloTCs B
XMMUK 1 BroTexHonormn. Hanpumep, cenekTMBHOE N306peTeEHNE MOXET NpeacTaBnaTb cobom
KOHKPETHYIO rpynny COeAMHEHU C onpeaeneHHbIMN NONe3HbIMU CBONCTBAMM, KOTOPbIE He
HabnogaTca y coeauHeHun 6onee obLuero n3BecTHOro Knacca, Unm Belbop KOHKPETHOIO
MHTepBana 3HavyeHun (Hanpumep, TeMnepaTtypbl), ONpeaensoLnNX U OrPAHNYMBAIOLLNX YCITOBUS
NPOTEKaHNA N3BECTHOIO XMMMYECKOro npouecca. OHO MOXET Takke COCTOATb B BblIOOpe
KOHKPETHbIX COeAMHEHN N3 paga anbTepHaTUBHBIX COeQUHEHNIA, 0OpasyroLLmnX rpynny
MapkyLwa. BO3MOXHO, YTO 3TO OOYCNOBNEHO SKCNEPUMEHTArNbHBIM U HENPEACKa3yeMbIM
XapaKTepoM pe3ynbTaToB UCCIef0BaHMA B 3TUX 00NacTsAX, Tak Kak BONpoc 06 04eBMOHOCTH
NN HEOYEBMAHOCTM 3aIBIEHHOIO N300pPETEHNST peLlaeTcsi, B YaCTHOCTU, C Y4ETOM CTENEHU
npeacKasyeMocTn 3asiBNEHHOro n3obpeTeHnsa cneumanmcTom B JaHHOW obnacTn Ha OCHOBaHWUM
YPOBHSI TEXHUKMN®O,

47. TlockonbKy oueHKa n3obpeTtaTenbCckoro ypoBHSA B 06nacTtM XMMun — 370 OAUH U3
BOMPOCOB, NPeAnoXeHHbIX B NyHKTe 8 nokymeHTa SCP/24/3 (npeanoxeHne generaunm
McnaHuu), onucaHnsa cenekTuBHbIX M306peTeHni 13 06nacTu XxumMum, BKoYas npumMepbl 13
aTon obnactn, 6yayT AaHbl B OTAENbHOM QOKYMEHTE, KOTOPLIN OyaeT npeAcTaBrneH Ha
paccmoTpenwne MK Ha ero cnegytowen ceccnn. COOTBETCTBEHHO, HACTOSILLNIN JOKYMEHT
COAEPXUT NnLb 06Llee onucaHne npolecca OLeHKN n3obpeTaTenbCKoro YpoBHS CENEKTUBHbIX
n3obpeTeHni.

59 B PykoBoACTBe MO 9KCNepTM3e NaTeHTOB M NonesHbIX Mogenei AnoHnM roBOpUTCS, YTO «CEeNeKTUBHOE
nsobpeTeHne — aTo M306peTeHne B 061acT TEXHWKM, B KOTOPON AeicTeme, 0O0yCcnoBneHHoe CTPYKTYpOW
o6bekTa, C TpyAOoM noaaaeTcs NPOrHO3NPOBaHMIO U ONUCkIBaeTCs criegyrowumm nyHktamu (i) unm (ii):

(i) nsobpeTteHune B, BbigeneHHoe 13 n306peTeHns A, BbipaxeHHOro B nybnukaumm v 1. A. B Buae bonee
obLero onpeaeneHus u onncoiBaemoe 6onee y3kum onpefeneHnemM, BXOASALMM B COCTaB Takoro obLiero
onpegenexns, Koraa HoBu3Ha nsobpetenns B He oTpuuaeTcs nsobpeteHmem A, onMcaHHbIM B Nybnvkaumsax u
T. A. 6onee obwum onpepenennem; (i) nsobpeterHve B, BbiaeneHHoe u3 n3obpeteHns A, onmMcaHHoOro Kak
pelueHne, Jonyckarllee MHOXXeCTBEHHbIE BapuaHTbl Bbibopa.

60 Cwm.: peleHue no geny «Eisai Co. v. Dr. Reddy’s labs, Ltd.», 533 F.3d 1353, 1359 (Fed. Cir. 2008) («B Town
Mepe, B Kako 06nacTb TEXHUKM XapakTepu3yeTcsl HenpeackadyeMoCTbio, Kak 9TO 4acTo BbiBaeT B pasnuyHbIX
obnacTsix xMmuu, BbinonHeHne TpeboBaHus "onpeaeneHHOCT U Npeacka3yemMoCcTu peLleHnin”, KoTopoe
cogepxuTcs B pelueHnn cyaa no geny KSR, MoxeT 6bITe NpobneMaTnyHbIM, NOCKOmNbKY BEPOSATHOCTb
peanbHOW NpeAckadyeMoCTy NOTEHUMarnbHbIX TEXHUYECKMX PELLEHU OKa3biBAETCA HUXE).
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OueHka usobpemameribCK020 yPOBHS

48. WHdpopmauums, cobpaHHas No HEKOTOPbIM HPUCAMKLMSM, B LIeSTOM roBOpUT 06 OTCYTCTBUK
KaKMX-TO creumarnbHbIX NpaBui OLEHKM N306peTaTenbCKoro YpoBHSI CENEKTUBHbIX
N306peTEHNIA, TO €CTb B KaXO0oW U3 3TUX IOPUCONKLNIA MPUMEHSIIOTCS 06LLME NPUHLMNDI
onpeaeneHns Hanuuns n3o06peTaTenbCKoro YpoBHsA. Tem He MeHee, aAMUHUCTPaTUBHbIE
MHCTPYKUMM 1 cyaebHasi npakTuka HEKOTOPbIX CTPaH Coaep)kaT onpeaeneHHble ykazaHus B
OTHOLLEHWUWN NPUMEHEHUSI STUX OBLLMX NMPUHLIMIMOB K CENEKTUBHBLIM M306PETEHUSIM.

49. T[lpepcTtaBnsieTcs, YTO B HEKOTOPbIX CTPaHax Npu onpeaeneHny Hanumuns
n306peTaTenbCKoro YpoBHS CeNEKTUBHBIX N306peTeHni B LIeNTOM YacTo YYUTbIBAKOTCS
cnenyoLme MOMEHTbI:

0] obecneymBaeT N1 CENEKTUBHOE M300peTeHne 0CobbIN TEXHUYECKUIA pesyrnbTaT,
XapaKTEPUCTUKN UNN NPENMYLLIECTBO NO CPABHEHWUIO C aHaNoramm n3 ypoBHS
TEXHUKU;

(ii) HEeOoXnAaHHOCTb Takoro 0Co60ro TEXHNYECKOro pesynbTaTa, XapakTepUcTUKM Unm

NPerMyLLEeCTBa UNN HEBO3MOXHOCTb €ro npeackasaHusi crneumanmcTom B AaHHOM
obnacTn ncxoas U3 ypoBHS TEXHUKK.

B HEKOTOPbIX HPUCOUKUNAX TaKKe NOACHAETCA, YTO €Clnun pe3ynbTaTt ABnaeTCcA OAHOTUMHbIM
(I/IJ'IVI Ka4yeCTBEHHO O,D,HOpOLI,HbIM) C pe3ynbTaTtoOM aHasnoros, HEeOXNOaHHbIN pe3ynbTart,
obecneynBaeMbli CENEKTUBHBLIM M306peTeHVIeM, OOJIKEeH ObITb 3HAYMMbIM B KOJNIM4ECTBEHHOM
OTHOLLUEHUWN UMY UMETb BaXXHOE TEXHMYECKoe 3HavyeHne’s?,

50. B aTOli CBA3W YMCTO NPOU3BONbHBIN BbIGOP®?, NpocTol BbIGOP U3 psaaa anbTepHaTme®?,
BbIOOP Ha OCHOBE MPUMEHEHUs1 0ObIYHOro MeToAa NPob K OLNMGBOK®*, BLIGOP C NPUMEHeHeM
cneumnanncTom B JaHHOM 06nacTy 0BbIYHbLIX NPOLEAYP TEXHUYECKOrO NPOEKTUPOBaHNASS 1
BbIGOP Ha OCHOBE MPOCTOW 3KCTPAMNONALMMN U3 YPOBHS TEXHUKU®® 0BbIYHO cumTaloTCs
Heo4YeBNAHbLIM BbIDOPOM U3 psfa N3BECTHbLIX BO3MOXHOCTEN.

51. [ns oueHKn n3obpeTaTenbCKoro YpoBHSA CENEKTUBHbBIX N300pEeTEHNIN BaXKHOE 3HaYeHne
MMeeT peLleHne Bonpoca O TOM, YTO NOACKA3bIBaOT, SIBHbIM UK HESIBHbIM 06pa3omMm,
cneumnanncTy B COOTBETCTBYIOLLEN 06nacTu CCbISIKN Ha YPOBEHb TEXHWKU 1 0OLLEAOCTYNHbIE
3HaHMSA B OTHOLLIEHMM Bbibopa 3asBneHHOro nsobpeteHnd. CoOTBETCTBEHHO, BOMPOC O TOM,
«HABOAUT» M BECb YPOBEHb TEXHUKM CneumanmicTa B JaHHOW 06nacT Ha et KOHKPETHOro
BblGOpa nnn «yBOAUT» €ro OT 3TOro BbIbopa, cuntTaeTcs peneBaHTHbIM bakTopom, Hanpumep, B
npakTuke ABctpanun. AHanorMyHbiM obpa3som, ecrnv 3asBreHHoe nsobpeTeHne ¢
Hen3beXXHOCTbIO BbITEKAET N3 UBMEHEHUN B YPOBHE TEXHMKN TakuM 06pa3om, YTO cneumanuct B
AaHHOM obnacTn ectecTBeHHbIM 0b6pa3om npuwen 6bl kK naee Boibopa 3asBNEHHOrO
n3obpeTeHns («ogHOHaNpaBrneHHas cuTyauus»), Takoe M3obpeTeHne He cunTaeTcs
obnapgatoLwmm n3obpetaTenbckum ypoBHem®’. TOYHO Tak e, cornacHo cyaebHon npakTuke
CoeanHeHHoro KoponescTBa, peneBaHTHbIM Ans Bonpoca 06 04eBMAHOCTM n3o0bpeTeHuns
MOXeT ObITb 06BEM Kacca aHanoroB B YpOBHE TEXHMKM, U3 KOTOPOro Obin caenaH BblOop.

61 Cwm., Hanpumep, maTepuansl o npaktuke Kutas, AnoHun, Pecnybnuku Kopesa n CoegnHerHoro KoponescTaa.
62 Cwm., Hanpumep, maTtepuansl o npakTuke Mepmannm, CoeamHeHHoro Koponesctea 1 CuHranypa.

63 Cwm., Hanpumep, matepuansl o npakTuke Kutas, F'epmanum n ENMB.

64 Cwm., Hanpumep, matepuansl o npaktuke Kutas n ENMB.

65 Tam xe

66 Tam xe

67 Cwm., Hanpumep, maTepuansl o npaktuke CuHranypa, CoegmHeHHoro Koponesctsa u ElMB.
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52. B cTpaHax, B KOTOPbIX HEOXNAAHHbBIN TEXHUYECKUIN pe3ynbTaT, XapakTepUCTUKN Unn
npevMmMyLLecTBo, obecneynBaemMble CENEeKTUBHLIM N306peTeHneM, CHUNTAKOTCH BaXKHbIM
acnekToM JoKa3blBaHUSA ero n3obpeTaTernbCKoro YpoBHS, CyAbl HaCTO OTMEYatoT, YTO TaKom
pe3ynbTaT, XapaKTepUCTUKN UK NPeMyLLEeCTBO AOSMKHbI BblTb ACHO 0603HaYEeHbI NN UHBIM
obpasom ybeantenbHo 060CHOBaHbI B 3asiBKe Ha gaTty ee nogaun®®. Tem He meHee, AaHHbIe,
AOKa3bIBaOLLME HEOXNOAHHbBIV TEXHUYECKUI pe3ynbTaT, XapakTepUCTUKN U NPEUMYLLIECTBO,
KOTOpble 060CHOBaHbI B MATEHTHOM OnMcaHmmn, 06bIMHO MOTyT BbITb NPeACTaBEHbI
3asBuTENEM Aaxe nocre AaTtbl NoAayn 3asaBku. HekoTopble BTOPUYHbIE NPU3HAKKU, ONUCAHHbIE
BblLLE B HACTOALWEM LOKYMEHTE, MOryT 6bITb 0COBEHHO peneBaHTHbIMU OIS CeNEKTUBHbIX
n300peTeHni.

53. Kpome Toro, 06bI4HO cUMTaeTCs, YTO HEOXKNOAHHDBIN pe3ynbTaT UM NPEMMYLLIECTBA,
obecneynBaeMble CENEKTUBHLIM N30O6peTeHNeM, OOMKHbI ObITb XapakTepHbl Ansi BCEro
3asBMNEHHOro MHTepBana, a He TONbKO AN Kako-To ero YyacTtu®.

54. B CoegunHeHHbIx LUTaTtax AMepurku Bonpoc 06 04eBUOHOCTU CENEKTUBHBIX N300peTEeHNI,
Kak n Bonpoc 06 o4eBnaHOCTM NtobbIxX ApYyrnx n3obpeTeHnn, pelaeTca nyTeM NpuMeHeHns
«akrtopos 'pamay». B oTHOLWEHNN cenekTUBHbBIX N3006peTeHnn PykOBOL4CTBO MO NpaKTUKe
naTteHTHon akcnepTuabl (MPEP) TpebyeT oT akcnepToB yCTaHOBMNEHMS (hakTOB B OTHOLLEHUN:
(i) CTPYKTYpbI 3asiBNIEHHOr0 M3006peTEHMSA U aHaNoroB 13 ypoBHA TEXHUKK; (ii) oM3n4eckmx nnm
XUMNYECKNX OCOBEHHOCTEN N NOME3HbIX CBOWCTB, PACKPbITLIX B YPOBHE TEXHWUKM U JTHOObLIX
npobnem, KOTopble NPEANONOXUTENBHO PELlalTCs BCeN pogOBOM COBOKYMHOCTLIO B 06nactu
TexHuky; (iii) npegckasyemocTu pelenus; u (iv) ymcna BugoBbiX e4uHuUL, BXOOALWNX B
POOOBYO COBOKYMHOCTb.

55. Kpome TOro, xoTst aKCcnepTbl 0683aHbl y4NTbIBaTb COAEPXKaHME BCEX PENEBAHTHbIX
AOKYMEHTOB, OTHOCALLMXCS K YPOBHIO TeXHUKM, MPEP pekoMeHayeT UM yunTbiBaTb cneayoLine
MOMEHTbI, KOr4a OHW NPUCYTCTBYIOT (OPMEHTUPOBOYHbIN CNNCOK): (i) 06bem pogoson
COBOKYMHOCTM B YPOBHE TEXHUKM; (ii) HANU4Me B CCbINIKax Ha YpOBEHb TEXHUKM onpeaenieHHOro
yKa3aHUsi KOHKPETHbIX OCHOBaHW, AENCTBYIOLLNX B NOMb3Y UMK He B Nonb3y Bbibopa
3asBMEHHbIX BUAOBbIX €OUHUL, NN NOAMHOXeCTBa; (i) Hanu4Me B JOKYMEHTauMmM ykasaHui B
OTHOLLEHUWN CXOACTBA UNWN Pasnnyns CTPYKTYPHbIX NEMEHTOB (NtobbIX yKaszaHUn Ha Hanuune
KTUMUYHBIX», «MPEeNOYTUTENBHbLIX» UIN «ONTUManbHbIX» BUAOBbLIX €ANHUL, U NOOMHOXECTB
B paMKax packpbITOW pogoBOM COBOKYMHOCTK); (iV) XapaKTepuCTUKN 1 MOre3Hble CBOMCTBA
CTPYKTYPHO CXOAHbIX BUOOBbIX €4MHUL, UM NOAMHOXECTB, MMEIOLNXCS B YPOBHE TEXHUKU; U
(V) npeackasyemMoCTb TEXHOSOrMu.

56. B pamkax aTux 006Wwmx NPUHLMMNOB NTOrOBOE peELLEHME O NAaTEHTOCNOCOBHOCTH
cenekTuBHOro n3obpeteHnsa B CoeanHeHHbix LUTaTax AMepukn npuHUMaeTcs C y4eTOM BCEX
NMEIOLLMXCA OOKYMEHTanNbHbIX AAHHbIX, UCX0OA U3 Hanbornee BeCKUX AoKa3aTenbCTB 1 Npu
[IOJKHOM y4yeTe yb6eamuTenbHOCTM NoBbIX apryMeHTOB U NoObIX BTOPUYHBIX AoKa3aTenbcTs’.
[okasaTtenbCcTBa MOryT coaep>KaTbCs B MATEHTHOM OMMCaHUW B MOMEHT ero nogauu,
npunaraTbCs K 3asiBKE B MOMEHT €€ Nofayun unm nogaBaTbCs B BUAE MUCbMEHHbIX NMOKasaHuin
NN 3a8BNEHUN B KAKOW-TO OPYro MOMEHT 4O UCTEYEHMUSI CPOKa PacCMOTPEHUs 3asaBkn. YTo
KacaeTcsl CeNeKTUBHbIX N306peTeHnn, TakMM AoKa3aTenbCTBOM MOXET ObITb TO, YTO
3aaBIEHHOE M300peTEeHME NOKA3bIBAET HEOXMAAHHOE YNydLlEeHNne CBOMCTB UM CBOWCTBA, He
3adMKCMpPOBaHHbIE B YPOBHE TEXHUKN. K umcny Takmx gokasaTenbCTB MOXET TakkKe
OTHOCUTBCS 3HAYMMOCTb BblGOpa, NPOM3BEAEHHOIO N3 POAOBON COBOKYNMHOCTW.

68 Cwm., Hanpumep, maTtepuansl o npaktnke CuHranypa, Pecnybnukm Kopes n CoeguHeHHoro KoponescTaa.

69 Cwm., Hanpumep, maTtepuansl o npakTuke Hopsernn, CuHranypa, Pecny6nukn Kopes, CoegnHeHHoro
Koponeectea, CoeanHeHHbix LUTaTtoB Amepukn n EMNB. Cwm. Takke PykoBoaCcTBO NO NPOBEAEHUIO MATEHTHOM
aKkcnepTusbl AHACKOro coobLyecTBa 1 PykOBOACTBO MO NPOBEAEHMIO NATEHTHOW SKCNEPTU3bl CTPaH
LleHTpansHoi Amepuikn 1 loM1MHMKaHCcKo PecnyGnuku.

70 MPEP, 2142.
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57. Hwuxke npvBOAATCSA CBEAEHUSI O NPAKTUKE HEKOTOPbLIX CTPaH B AaHHOM o6nacTu.
AscTtpanua’

58. B peweHumn no geny «Minnesota Mining & Manufacturing Co npoTus Beiersdorf (Australia)
Ltd» (1980) 144 CLR 253 at 293) rosopuTcs, 4To «B cnyyae koMGUHaLMOHHOIO NaTeHTa
n3obpeTeHne coCTOUT B OTOOPE 3NIEMEHTOB, KOTOPbIM NO HEOBXOANMOCTU UCKIHOYaKOTCS
Apyrve BO3MOXHbIE 3neMeHTbl. Hanunune nybnukauuin, packpblBatoLmX N0 OTAENbHOCTU Takne
3MNeMeHTbl UNu apyrve BO3MOXHbIE 3rieMeHTbI, caMo no cebe He aenaeT npegnonaraemoe
n3obpeTeHne odeBmaHbiM. Heobxoammo gokasaTb O4EBUOHOCTbL camoro otbopa eguHuL 13
pa3HbIX, BO3MOXHO, MHOXXECTBEHHbIX, anbTepHatue». Ecnu pewweHne npegcrasnsaet cobom
OHY U3 HECKOMNbKMX anbTepHaTUB MU HUKAKOro crneunanbHOro MoTMBa UM OCHOBaHWUS
KOHKPETHOrO peLLEeHNs He CyLL,eCTBYET, HO MPM 9TOM OHO OBHapYXXMBaeT HEOXMAAHHOE UIN He
npeanonarasLleecs NPenMyLLecTBO, Takoe peLLeHne He ABNAETCS 04eBUOHbIM, MOCKOSbKY
cneumnanuct He caenan 6bl «NPAMOro Bbibopa B Nonb3y U306peTeHns»’2,

59. W HaobopoT, ecnu 6bl cneumnanucT B 4aHHOM obnacTtu nmen ocoboe nodyxaeHne K
NMPUHATUIO KOHKPETHOTO PEeLUEHNst UK B NOMNb3y KOHKPETHOro BbiGopa n peanusauus
KOHKPETHOrO pEeLLEeHNs Unn OCYLLIECTBIEHNE 3asiBNIEHHOro Bblbopa He CcBsid3aHa C KakKMMKU-TO
NPaKTUYECKUMWN TPYLHOCTSIMM, 3asiBNIEHHOE pelleHne He obnagaeT n3obpeTtaTtenbCckum
ypoBHEM. JTO CBA3AHO C TEM, YTO, KaK CKa3aHo, 3asiBNIEHHOE peLUEHNE «HaxXOaUTCS... Mo
NUHUK 0BbIYHOTO Noucka»’. Ocoboe NobyxaeHne NPUCYTCTBYET, ECMUN peLleHne
NOACKa3blBAETCS YPOBHEM TEXHUKMN, €CNU peLleHne noackasbiBaeTcst OOLMMKN 3HAHUAMM, ecnn
ApYrve pelleHns He NOACKAa3biBaTCA OOLMMY 3HAHMAMW UK OPYrUe peLleHnsi CBA3aHbl C
npakTU4eckumMmn 3aTpyaHeHmamu. [lokaszatenbCcTBa rapaHTUPOBAHHOCTM UMK «SIBHOM
npeackasyeMocTuy ycrexa He TpebyeTcs.

Kutan™

60. [pu onpegeneHun n3obpeTaTenbCKOro YPOBHS CENEKTUBHOMO N306peTeHNst rnaBHbIi
dhakTop, NPUHUMaEMbI BO BHYMaHNe — 3TO BEPOSITHOCTb TOrO, YTO BbIGOP AACT HEOXKUAAHHbIN
TEeXHUYecKkuin pesynbTat. Ml Hao6opOT, cenekTUBHbIE M300PETEHMS NPU3HAKTCS HE UMEIOLLIMMMU
n306peTaTenbCKoro YpoBHS B CrieayroLmnx cryyasx:

(i) wm3obpeTeHne coCcTOMT B NPOCTOM BhbIGOpE 13 psiga M3BECTHLIX BO3MOXHOCTEN UMK
psiAa OAMHaKOBO NPUEMIEMbIX anbTepHaTUB, U BbiIOpaHHOE peLleHne He
obecneyvnBaeT HUKAKOro HEOXNOAHHOro pesynbTara;

(i) mn3obpeTeHune 3aknoyaeTcs B BbIOOPE KOHKPETHLIX pa3MepoB, TeMNepaTypHbIX
AnanasoHOB UM NHbIX NapamMeTPOB U3 OrpaHNYEHHOro psiaa BO3MOXKHbIX
BapuMaHTOB, NPMYEM Takow BbIOOP MOXET ObITb caenaH crneunannucToMm B AaHHON
obnacTtu B pamkax 06bIMHON TEXHMYECKON OEeATENbHOCTM U He obecneymBaeT
HWKaKOro HEOXMOAHHOrO TEXHNUYECKOro pesynbTaTa;

(i) wn3o0bpeTeHne moxeT BbITb MONy4EeHO NyTEM MPOCTON N NPSMOKN SKCTPanonaunm
N3BECTHOMO YPOBHS TEXHUKM.

Fepmanmsa’™

m CmM. maTepuan, npeactaBneHHbIn ABcTpanuein Ha 28-n ceccum MK,

72 Aktiebolaget Hassle v Alphapharm Pty Ltd [2002] HCA 59; (2002) 212 CLR 411.

73 Elconnex Pty Ltd v Gerard Industries Pty Ltd 105 ALR 247 at 262.

74 MeToanyeckue pekomeHaaumMm nNo BONpocam NaTeHTHOWM 3KcnepTusbl, YacTb I, rmaea 4, n. 4.3.
75 CmM. maTepuarn, NnpeacTaBneHHbI FepmaHneit Ha 28-in ceccum MK
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61. W3obpetaTtenbckuin xapaktep Bblbopa MOXET COCTOATb B TOM, YTO KOHKPETHbLIN
BblGpaHHbIN MHTEpBan obnagaeT LeHHbIMM CBOMCTBaMM MO CPaBHEHMWIO C U3BECTHbLIM
WHTEepBanomM — HanpuMep, AaeT HEN3BECTHbIN paHee nnn 6onee BblpaXKeHHbI adhdekT,
KOTOPOro He Mor oxugaTb cneumanuct. C gpyron CTOPOHbI, n3obpeTaTenbCkMn YpoBEHb
MPOM3BONBLHOIO M CINy4YanHoro Bblibopa, kak NpaBumo, He NpusHaeTca’®, n 3To kacaeTcs Kak
BblGOpa Kakon-To obnactn ns 6onee LWNPOKOro NHTEpPBana, Tak U Bolbopa 0AHOM M3 HECKOMbKNX
anbTepHaTuB’’. [lanee, o6o6LuatoLlee ykasaHMe UHTepBarna 3Ha4eHUin He MOXET CYMTaTbCS
NMeLLMM n3obpeTtaTenbCKMn YPoOBEHb, ECIN BbIOOP KOHKPETHBLIX 3HAYEHUIN U3 3asiBNEHHOIO
OLHOPOOHOrO MHTEepBana 3Ha4YeHun Gbin O4eBMAHBIM ANS CneymanMcTa Ha OCHOBE YPOBHS
TeXHUKN®, Kpome Toro, BeIGOp 0QHOMO U3 HECKOSbKMX BAPUAHTOB PELLIEHMS TEXHUYECKON
npobnemsbl, ycmaTpvBaeMbIX CneunannuctomMm cpeam aHanoroB B ypoBHE TEXHUKM, HE MOXET
cunTaTbecs obnagarowmm n3odpetaTenbCkMM YPOBHEM TOSMbKO HA TOM OCHOBaHWUW, YTO Apyrue
peLleHns npeacTaBnNanncb cpeaHemMy cneunanucty 6onee noaxogawmMMmm unm
LienecoobpasHbiMun’®,

62. [lpwu pewweHnn Bonpoca 06 04EBMAHOCTM anbTEPHATUBHBIX PELLEHNIN MOXET
MCMONb30BaTLCA TaKoM BTOPUYHBIN KPUTEPUI, KaK «0BOCHOBaHHOE oxuaaHue ycnexa»o,

AnoHnsas!

63. OJkcnepTt NpMHMMAaEeT peLLeHne O TOM, YTO CENEKTUBHOE n300peTeHne obnagaet
n3o6peTaTenbCKUM YPOBHEM, €Cnv AeNCTBME CENEKTUBHOIO N306peTeHns COOTBETCTBYET BCEM
npuBeaeHHbIM HKe nyHKTaMm (i - iii):

(i) cenekTuBHOE N306peTEHNE NMEET NONE3HOE AENCTBME, HE ONMUCAHHOE B
AOKYMEHTaUMN, XapakTepusyoLen YpoBeHb TEXHUKN U T. 4.;

(i) cenekTuBHOE N3006peTeHne obecneunBaeT pesynbTaT, OT/INYHLIN OT pesyrbTaTta
n3o6peTeHuns, onpegensemoro 6onee obwmm obpa3om nnu NpeacTaBNALLEro
co60oM BbIOOP M3 HECKOMBKMX BAPUAHTOB, UM JAET KAYECTBEHHO MOEHTUYHbINA, HO
KONTM4YECTBEHHO O0Mee BbIPaXXEHHbIN pe3ynbTarT;

(i) 4pencTBue cenekTMBHOMO N30bpeTeHNA He MOXET ObiTb NpeackasaHo crneumManncTom
B J@HHOW 061acT! HA OCHOBAHNN YPOBHSA TEXHUKMN.

Mpumep: M3BECTHO, YTO COEOUHEHUS, ONMCbIBaEMblE HEKOTOPOK 0bLLern doopmynon, obnagarT
WNHCEKTULMOHBIMU CBOMCTBaMU. 3asiBNEeHHOe n3obpeTeHne oxBaTbiBaeTCs Takon obLien
opmynomn, ogHaKo n3obpeTeHne OCHOBAHO Ha OTKPbITUM OnNpeaeneHHoro coegmHeHns (06
MNHCEKTULMOHbIX CBOMCTBAX KOTOPOro HAYEro KOHKPETHO HE M3BECTHO), 3HAYNTENBHO MEHee
A00BUTOrO ANs NIOAEN B CPABHEHUN C APYTMMU COEAMHEHUAMM, ONUCbIBAEMbIMU TOW e obLuen
POpMYFoK, N COCTOUT B BbIGOpE KOHKPETHOrO COeAMHEHUS B KAYECTBE aKTUBHOIO UHIpeaneHTa
nHcekTMumaa. Hukakmx gaHHbIX, KOTOpble Aenanu Obl AeiCcTBNE 4aHHOIo CoOeAMHEHNS
npeackasyemMbiM, He cyllecTByeT. B gaHHOM criyyae 3asiBneHHoe n3obpeteHne obnagaet
n3obpeTaTenbCKMM YPOBHEM B Ka4eCTBE CENEKTUBHOIO N300peTeHums.

64. AHanornyHoiM o6pasom, ecnun pasnuune Mexay 3asiBreHHbIM N306peTeHNneM 1 YPOBHEM
TEXHWKM COCTOMT B OrpaHUYEHUN YUCIIOBOIO MHTepBana, u3obpeTeHre MoxeT obnagaTe

76 BGH, X ZR 56/03 (2007) — Injizierbarer Mikroschaum, GRUR 2008, 56.

77 BGH, X ZR 7/00 (2003) — Blasenfreie Gummibahn |, GRUR 2004, 47.

8 BGH, X ZR 100/10 (2013) — Laser-Feinabtastung, IBRRS 2014, 0122.

[ BGH, X ZR 49/94 (1996) — Rauchgasklappe, GRUR 1996, 857.

80 BGH X, ZR 50/09 (2012) — Ebastin, IBRRS 2012, 1491; BGH, X ZR 98/09 (2012) — Calcipotriol-Monohydrat,
GRUR 2012, 803.

81 PyKoBOZCTBO MO 3KCMEpPTM3e NaTEHTOB M NONE3HbIX Moaenern AnoHuun, YacTs Il, rmaea ll, pasgen 4, n. 7.2.
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n3obpeTaTenbLCckum ypoBHeM, ecnn: (i) AencTemne 3asiBIEHHOro M300peTeHnsl, He pacKpbIToe B
YPOBHE TEXHUKU, OKa3biBaeTcs 6onee BblpaXeHHbIM B OrpaHU4YeHHOM UHTepBarie YMCNoBbIX
3Ha4veHun; (ii) aencTBme 3asiBNIEHHOro M306peTeHMs OTNIMYHO MO XapakTepy OT AENCTBUS,
obecneyrBaeMoro ero aHanoramu 13 ypoBHs TEXHUKN, NN SBMISIETCA CyLLEeCTBEHHO Bonee
BblpaXXeHHbIM, HO MOEHTUYHLIM AENCTBUIO aHAIOroB U3 YpoBHS TeXHUKK; W (iii) gencteune
n300peTeHnsa He MOXET ObITb NpeAckasaHo CneumanmcTomMm Ha OCHOBAHUN YPOBHSA TEXHUKN Ha
AaTty nogayn 3asBku. [perMmMyLLecTBO CUMTAETCS BbIPaXXEHHbBIM, €CIIN OHO NPOSBISAETCA Ha
BCEM WHTepBasne YMCroBbIX 3HAYEHUN.

65. Kpome TOro, ecnu pasHuua Mexay 3asiBfieHHbIM n3obpeteHnem n Hanbonee 6nn3kMMm
aHanoramu B ypOBHE TEXHUKN COCTOUT TONbKO B HANMYUM UM OTCYTCTBMM YUCIIOBOrO
OrpaHNYeHnst 1 OHW peLuatoT obLLyo NpobnemMy, To ANs AoKa3aTenbCTBa Onpeaensiouen ponm
KONMYECTBEHHOMO OrpaHn4eHuns B obecneyeHmm Takoro 4encTenst AOMKHO CyLLIEeCTBOBATb
3HaA4YMMOE KONMMYECTBEHHOE pasnuyne B AeNcTBUM Mexay obnacTbio, 3a4aHHOM Takum
orpaHu4yeHnem, n obnacrtbio 3a ee npegenamu. OgHako gaxe ecnu pasHuua Mexay
3asBMNEeHHbIM N306peTeHnem n ero GnmxxanMmM aHanorom B YpOBHE TEXHUKN COCTOUT TOSMbKO B
HanM4Mn UNn OTCYTCTBUM YNCNOBOTO OrpaHNUYEHNS, HO OHN HE HanpaBfeHbl Ha peLleHne obLen
npobnemsbl, a obecnevymBaemoe NpeMMyLLeCTBO UMEET MHOW XapaKTep, onpeaenstowas ponb
YMCMOBOro OrpaHMYeHns He ABMNSAETCS NPUHLIMNNANBHOMN.

Pecny6nuka Kopesa®?

66. Bbibop onTMManbHOro cpeacTBa M3 coctaBa NyGNmMYHO PacKpbITbIX TEXHUYECKUX CPeacTB
9KCMepuUMeHTanbHbIM NyTEM HE CHMTaETCA pelleHnem, obnagawLmm n3obpeTtaTensckum
YPOBHEM, MOCKOSbKY BbIOOP Hauny4wero nunvn Hanbonee NOAXOAALLENO CPEACTBa U3 COCTaBa
CPeAcCTB M3 cocTaBa NyonmYyHO pacKpbITbIX TEXHUYECKUX CPEeACTB OTHOCUTCH K OObIYHOW
TBOPYECKON AeATENbHOCTU cneunanncTa B JaHHom obnactn. Ho ecnu cenektnBHoe
N306peTEHNE NOKa3bIBAET NPEMMYLLECTBO MO CPABHEHMIO C aHANOroM 13 YPOBHS TEXHUKM, OHO
MOXeT ObITb Npu3HaHO obnagatowmm nsobpeTatenbckum ypoBHeM. B aTom cnydae Bce
KOHKpETHble CpeaCcTBa, BOLEALLNE B COCTaB CENMEKTUBHOIO N300peTeHnst, 4OMKHbI
oBHapyX1BaTb NPENMYLLECTBO, OT/IMYHOE B KAYECTBEHHOM OTHOLLEHUN UM UOEHTUYHOE B
Ka4eCTBEHHOM, HO 6onee BbipaXXEHHOE B KONTMYECTBEHHOM OTHOLLEHWM.

67. B onucaHum ceneKkTMBHOro M306peTeHns OMKHO ObITb TOYHO MOKa3aHo, YTO
n3obpeteHne obecneunBaeT NPEMMYLLECTBO NO CPABHEHWUIO C aHarnoraMmm u3 ypoBHSI TEXHUKU, U
K HeMy He 06s3aTenbHO NpunaraTh AaHHble 3KCMNEPUMMEHTOB, NOATBEPXKAAKOLLMX
KONMYECTBEHHYHO BbIPaXXEHHOCTb pe3ynbTaTta. Tem He MeHee, B Criyqae CeneKkTUBHbIX
n3obpeTeHnn hapMmaLeBTUYECKOrO XxapakTepa Kak MMHUMYM X dapMaKorornyeckni apdexT
A0ImKeH ObITb ONMCaH Kak MOXHO Gonee nogpobHo, YTobbI cneunanucT B gaHHOW obnacty mor
MOHATb, YTO ATOT ApdpeKkT 0BYCrnoBNEH MMEHHO CENEKTUBHBLIM XapakTepom n3obpeteHus.

68. Ecnu nsobpeTteHne oTKNOHSAETCSA MO OCHOBAHMAM HEOUYEBUAHOCTU €ro AENCTBUS,
3asBUTENb MOXET [0Ka3aTh ero AencTene cneunanbHo, NPeACcTaBuB AaHHbIE CPAaBHUTENbHbIX
3KCNEePUMEHTamNbHbIX UCCNea0BaHWA.

Pecnybnuka Mongosa®

69. B cny4ae cenekTuBHbIX N306peTeHnn n3obpeTeHne cHMTaeTCa NMEeLLIMM
n3obpeTtaTenbCckuii ypoBeHb, ecnu oHo: (i) npeactasnsieT cobon BeiGop B pamkax cnocoba
NPOM3BOACTBA KOHKPETHbLIX TEXHUYECKMX NapaMeTpoB, ONUCbIBAEMbIX Kak U3BECTHbIW MHTepBar
3Ha4YeH, JaloLWnn HeOXNOaHHbIN pe3ynbTaT B Xo4e npoLecca NpoMs3BoACcTBa UnNu B
CBOMCTBax nony4aemoro npoaykra; unu (i) npeacrtaBnsieT cobon BeiGOp COeaUHEHNI N3 OYEHb

82 PykoBoacTBo no nateHTHom akcneptmae KBUC, n. 6.4.1.
83 Cm. maTepman, npeacraBneHHbin Pecnybnukon Mongoa Ha 28-1 ceccun MK,
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6onbLwon rpynnbl, obecnevnBaoLLmMii HEOXNAAHHbIE NpenmyLecTBa. M HaobopoT,
cenekTnBHoe n3obpeTeHne He cunTaeTca obnagarowmm nsobpeTaTtenbCkUM YPOBHEM, ECIN:
(i) oHO MOXeT BbITb NOMYYEHO KaK peLleHne XMMNYeckon unu Grnonornyeckon npodnems,
cocrosiee B BbIbope KOHKPETHOro KOMMOHEHTA U3 MHOTMX KOMMNOHEHTOB, YXe
NOMb30BaBLUMXCSA OXPAHOM, NPW YCITOBUW, YTO BbiOpaHHbLIN TakuM 06pa3omM KOMMOHEHT He
obecneunBaeT 0CoBbIX CBONCTB UNU pPe3yrnbTaToB N0 CPaBHEHUIO CO MHOXECTBOM, 13 KOTOPOro
OH u3bpaH; unu (ii) peweHne npobnembl CBA3aHO C BbIGOPOM COOTBETCTBYHOLLENO N3BECTHOMO
MaTepuana u/unm ocyLecTBeHneM onpeaeneHHbIX KOHCTPYKTUBHBLIX U3MEHEHWI MO
npasunam, Kotopble camu no cebe ObinNn N3BECTHBI.

WcnaHunsa®

70. HeoueBnaHbIn BbIOOP unun BoIOOP U3 MHTEPBaNa N3BEeCTHbIX BO3MOXHOCTEN (Hanpumep,
B pamKax KOHKPETHbIX YCrNoBUI MPOM3BOLACTBEHHOrO npoLecca, Taknx Kak Temnepartypa u
AaBreHne, Unun B npegenax u3BeCTHOM LWKarbl) MOXeT obnagaTtb nsobperaTensCkMM YPOBHEM,
€Cnn Takow BbIbop MMeN HEOXMAAHHbIV pe3ynbTaT C TOYKM 3peHns ahpekTMBHOCTM nNpoLiecca
UM CBOMCTB UTOroBoro npoaykta. B peweHuun no geny ECLI: ES:APM:2013:4725 cypa ykasan,
YTO B Crfly4ae CenekTMBHOro nateHTa HeobxoamMmo AokasaTb, YTO M3obpeTeHne obecneunT
peanbHOe N 3HaYMMOe U3MEHeHNe UM MHon adpdeKTe,

CoeavHeHHoe KoponescTtBo® n Cunranyp®’

71. CornacHo npaktuke CoeanHeHHoro KoponescTsa, ecrnv 13 ypoBHS TEXHUKU O4EBUOHO,
YTO COBEPLLEHME KAKOrO-TO Lara Ha OCHOBE YPOBHSI TEXHUKM MOXET obecneynTb ycnex,
peLLeHne MOXET ObITb MPM3HAHO N300pPETEHMEM TONBKO B TOM CITy4ae, ECNN OHO ABNSAETCH
TOMNbKO O4HMM U3 MHOTMX BO3MOXHbIX HanpaBneHnn, 1 ypoBeHb TEXHUKM HE AaeT OCHOBAHWI
cuuTaTh, YTO AaHHOE HarnpasneHne MOXeT okasaTbesa 6onee nepcnekTMBHbIM, YeM apyrue.
Heno «O esponevickon 3asaske Bayer AG (Baatz's)» ([1982] RPC 321) kacanocb
Oe3yrnepogHon KonnpoBarsbHOM dymaru, B KOTOPOW BbINn NPUMEHEHBI MUKPOKaNcymbl U3
KOHKpPETHOro nonmmepa, obnagasLlero y>xe n3BecTHblM CBOMCTBOM 00pa30BbIBaTh NSEHKY Ha
TEKCTUMBHOW, KOXXaHOW, LLEPCTSHON N METaNINM4Yeckon noBepxHocTn. [axe HECMOTPSA Ha TO,
YTO peub LA O CMEXHON 061acTN TEXHMKU, HE BbIITO OCHOBaHUI OXnaaTb, YTO UCMONb30BaHNE
WMEHHO 3TOro MaTepuana obecneumT ynyJdleHHbl pesynbtaTt (No4TBEP)KAABLUNNCA JaHHbIMU
CpaBHUTENbHbIX 3KCNEPUMEHTAMNbHbIX UCCIEA0BaHMI), NO3TOMY KOHKPETHLIN BbIGOP 13
OrPOMHOIO YMCna BO3MOXHbIX BapuaHTOB Obln Npu3HaH HEOYEBUOHLIM.

72. Korga cyn paccmatpuBaeT oopmMyny nsobpeTeHns, KoTopasi MoXeT CBUOETENbCTBOBATb
O CEeneKTUBHOM M306peTeHnmn, NePBMYHOE BO3paXXeHne no Bonpocy o6 nsobpetatenbCckom
YPOBHE A0SMKHO ObiTb OCHOBAHO Ha NPUHLMNAX, NPUMEHEHHbIX B PELLEHUSIX MO AernaM
Windsurfing/Pozzoli (nckntovas criyqam, korga Bblbop HaCTONbKO O4EBUAEH, YTO B 3TOM HET
HeobxoaumocTn). Ecnun nsobpeteHne MoxeT COCTOSATb B caMOM Bbibope, cnenyeT 3agatb
BOMPOC O TOM, ABMSieTCA N n300peTeHne BKNagom B ypOBEHb TEXHUKN, HEM3BECTHBIM 40 3TOro
MOMeEHTa, Unu nNpeacTaBnseT coboi NPoCcTo NPou3BoNbHbLINA BbiGop®. Ecnu peyb naet o
Npoun3BOSIbHOM BbibOpe, peLleHne Npu3HaeTcs O4EBUAHbBIM.

73. BblHOCA peweHne no geny «Generics [UK] LTD (t/a Mylan) v Yeda Research and
Development Co. LTD & Anor» [2013] EWCA Civ 925, anennsiuMoHHbIN Cy4 3akniounn, 4Yto
BbIOOP U3 aHaNoroB B YPOBHE TEXHUKWN, KOTOPbIV ABMASIETCS YNCTO NPOU3BOSTbHBIM U HE

84 Cm. maTepuarn, npeactaBneHHbIn Micnannei Ha 28-n ceccum MTKI.

85 ECLI: ES:APM:2013:4725: Magpuackuin okpy>xHom cya, cekums 28. MNoctaHoeneHue Ne 71/2013, nata
noctaHoeneHus: 04/03/2013 r., anennsaunoHHoe nponssoacTeo Ne 708/2012.

86 PykoBOACTBO NO nNpakTuke nateHTHoW paboTsl, n. n. 3.88, 3.89, 3.91, 3.91.1, 3.92 1 3.93.

87 PykoBoacTteo no nateHTHon akcneptude BUCC, n. n. 4.83, 4.85 1 4.88

88 [aHHbI noaxog Gbin MCNoNb30BaH anenmnsiLMoOHHLIM Cy4oM Npu paccmMoTperun gena «Dr Reddy’s
Laboratories (UK) Ltd v Eli Lilly & Co Ltd» [2010] RPC 9.
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onpaBAbIBAETCS HUKAKUM MONE3HbIM TEXHUYECKMM CBOMCTBOM, CKOPEe BCEro A0MKeH ObiTb
Npu3HaH o4eBUAHbIM, NOCKOSbKY OH He obGecrneymBaeT peanbHOro Nporpecca B TEXHUKE.
Kpome Toro, cyq 3asiBui, YTO TEXHUYECKUIA pe3ynbTaT, KOTOPbIN He 06GOCHOBAH NATEHTHbLIM
OMMCaHMEM, HE MOXET YUYUTbIBATLCS NMPU PeLLeHMN BONpPOoca O Hann4nmM n3obpeTtaTenbekoro
ypoBHsi. Cyq Takke OTMETWI, YTO eCnin NpeanosiaraeMbiii Bknazg B ypOBEeHb TEXHWUKU
npeacTaBnseT cobor TEXHUYECKUIA pe3ynbTaT, KOTOPbIA He ABMAETCA OOLLMM NPaKTUYeCKn ans
BCeX OOBEKTOB, onpeaensieMbiX MyHKTOM DOPMYibl, OH HE MOXET MCMOoMb30BaTbCs AN
BbIHECEHMS CY)XAeHMs 06 oueBnAHOCTM n3obpeTeHusi. B aTux obcTositenscTBax doopmyna
n306peTeHnst AormKkHa NGO orpaHNYnBaTbLCS 06 BLEKTOM, NpeacTaBnsoWmUM coboit Bknaa B
YPOBEHb TEXHUKM, NTMOO HEOGXOAMMO BbISIBUTH MHOWM TEXHUYECKUIA pe3ynbTaT, KOTOpbIV
onucbIBaeTCs BCEMU NMyHKTaMn popMyribl.

74. XoTsa ob6beM knacca 0OHLEKTOB, ANIEMEHT UMM 3EMEHTbI KOTOPOro Obinn BbiGpaHbl, He
BaXXeH A5 peLleHns Bonpoca 0 HOBU3HE CENEKTUBHOIO N306peTeHnst, OH MOXET ObiTb BaXKHbIM
OIS peleHns Bonpoca o ero oveBngHocTtu (3aseka Du Pont de Nemours &c (Witsiepe’s),
[1982] FSR 303, c. 310). Kpowme ToOro, cnegyet yunTbiBaTb TEXHUYECKYIO 3HAYMMOCTb
napamMeTpoB, Ha OCHOBaHMM KOTOPbIX NPOM3BOAUICS BbIOOp NpoaykTa unu cnocoba.

75. HewnseecCTHbI TexHUYeCKUin ahdheKT (TO eCTb BbISIBIEHHOE NPEUMYLLLECTBO UMK
YCTPaHEHHbI HeQoCTaToK), NPUBOAMMBIN B 0OOCHOBAHME CENEKTUBHOIO N300peTeHns, AOMKEH
ObITb SICHO ONNCaH U MHbIM 06pa3om 060CHOBaH (HanNnpUMep, OH AOIMKEH ObITb BUAEH U3
pe3ynbTaToB UCMbITaHWUA, NPeACTaBNeHHbIX B 3asiBKE) B MATEHTHOM ONUCaHUN B MOMEHT
nogayu 3asiBkn. [lokasatenbcTBa, NpeacTaBneHHble No3aHee, MOryT UCNONb30BaThCs Kak
AOMNONMHUTENbHOE NOATBEPXKAEHME pe3ynbTaTta UnNmn Toro dhakta, YTo OH ABnsieTcs obwmm ans
BCex 06bEeKTOB, OXBaTbiBaeMbIX (POPMYIOoN N306peTeHNs, HO HEOXMAAHHbIA AOMOMHUTENBHbIN
pe3ynbTaT, He OMUCaHHbIV B NATEHTHOM OMNUCaHWUK, HE MOXET ObITb OCHOBaHNEM
[eNCTBUTENBHOIO NPUTA3aHNSA Ha NPUOPUTET CeneKkTUBHOro n3obpeteHns®. Ecnn onvcaxne
NOMy4YEeHHOro NpenMyLLecTBa OTCYyTCTBOBAsIO B MATEHTHOM ONMCcaHuKn Npy nogade 3asiBku1, ero
Henb3s Aob6aBWTb NO3gHee, MOCKOMbKY, BBUOY CUHEPreTUYeCcKoro xapakrepa AencTBus,
He3aBUCMMO OT TOro, GbINI0 NN Takoe NPEMMYLLIECTBO NOATBEPKAEHO «3IKCNEPUMEHTAMMU,
npoBeAeHHbIMM Nocne AaTbl NaTeHTa, OHO HE MOXET MCMOSb30BaTbCA AN NOATBEPXKAEHNS
OYEBUOHOCTU UM HEOYEBUOHOCTN N306pETEHNA. .. 1 ObiNo 6Gbl COBEPLLUEHHO HEBEPHO
MCNonb3oBaTb CBEAEHWS, NONyYeHHbIE No3aHee, AN 060CHOBaHNA CKOPPEKTMPOBAHHOIO
NpUTA3aHNs Ha NpuopuTeT»=,

76. Tem He MeHee, nocreaytlLlee NpeacTaBreHne AoKasaTenbCTB OTCYTCTBUSI TEXHUYECKOTO
CBOWCTBa Unun pesynbTaTta, KOTOpoe NpeAnonaranocb B NaTEHTHOM ONMcaHUM Npu nogade
3asBKM, AOMNYCTUMO, MOCKONbKY TakMe JoKasaTenbCTBa OnpeaensioT TONbKO CaMo
n306peTeHne, a He HanuyMe UM OTCyTCTBUE Y HEro n3obpeTaTenbcKoro ypoBHa L.

77. AwnanornyHo npaktuke cynos CoeanHeHHoro KoponescTtBa, cyabl CuHranypa cyurator,
4YTO ecrnun n3obpeTteHne npeacTaBnaeT cobor ogHy U3 MHOTMX BO3MOXHbIX anbTepHaTyB, a B
YPOBHE TEXHUKN HET HUKAKMX NPU3HAKOB NpenMyLLecTBa OQHOM KOHKPETHOW anbTepHaTuBbl No
OTHOLLEHUIO K OPYron, nsobpeteHne MoxXeT ObiTb NPM3HAHO HeoYeBUAHbIM. YTOOLI ObITh
NPU3HaHHbIM HeoYeBUAHbIM, (i) BbIGOP AOMmKeH 6biTb HE MPON3BOSBbHLIM, @ ONPaBAbIBATLCH He
N3BECTHbIM paHee TEXHUYECKUM pe3yrnbTaTtoMm; U (i) TEXHUYECKUn pesynbTar,
onpasAblBaoLLMI BbIOOP 3aABIEHHON rpynnbl 0O6bEeKTOB, JOIMKEH ObITb TakMM, YTO €ro
NPOSABIEHNss MOXXHO 06OCHOBaHHbLIM 06pa3oM OXxuaaTb NPakTUYeckn AN Bcex BbIbpaHHbIX
06bEKTOB.

89 CM. Glaxo Group Ltd’s Patent [2004] RPC 43.

90 N3 3asBnexus Ox. Dxenkoba npyu paccMoTpeHun dena o nateHTe «Richardson-Vicks Inc.» [1995] RPC 568,
c. 581.

o1 Generics [UK] LTD (t/a Mylan) v Yeda Research and Development co. LTD & Anor [2013] EWCA Civ 925.
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78. CornacHo MeToanyeckuMm pekoMeHgaumnsam agMUHUCTPATUBHbBIX BegomcTB CuHranypa, B
cryyae cenekTMBHOrO M306peTeHUst TEXHUYECKMI pe3yrbTaT MOXET ObiTb NMPUHSAT BO BHUMaHNe
TONbKO B TOM Clny4ae, ecnv noaTBEepXXaaeTcsl, YTO OH Obin YyNOMSIHYT B MATEHTHOM ONUCaHUK
npu nogade 3asBku. [lokaszaTenbCTBa, NpeacTaBfieHHble NO34Hee, MOryT UCMONb30BaTLCS AN1s
noaTBEPXXAEHMSI HEM3BECTHOIO TEXHUYECKOro pesyrbTaTa Unn Toro akta, YTo HEOXWUAaHHbIV
TEXHUYECKMI pe3ynbTaT NPosiBMsieTCs BO BCEM 3asiBNIEHHOM UHTepBarne 3HavyeHui. OgHako
HEOXWaaHHbIA LONOMNHUTENbHbIA 3 EKT, HE ONUCAHHbIV B MATEHTHOM ONUCAHWUK, HE MOXET
CNYXUTb AENCTBUTENbHBIM OCHOBAaHNEM MPUTSI3aHUS HA NPUOPUTET CENEKTUBHOMO
n3obpeTenHuns.

CoeavHeHHble WTatel AMepunkn®?

79. TlputssaHne Ha NAaTEHTOCNOCOBHOCTb KOHKPETHOrO COEANHEHUS, EANHUYHOIO 06bEeKTa
NN NOOMHOXECTBA, BXOASILLErO B POOOBYH COBOKYMHOCTb OOBEKTOB B YPOBHE TEXHMKMY,
paccmaTpuBaeTCs TOYHO Tak Xe, Kak 1 nodoe apyroe nputa3aHne, NnogaBaeMoe Ha OCHOBaHUN
n. 103 pasgena 35 Csoga 3akoHoB CLUA (ycnosue HEOYEBUOHOCTN), TO €CTb UCXOAs M3 (haKTOB
KOHKPETHOrO Criy4as ¢ y4eToM Bcer cymmbl ob6ctoaTenscts. Cam no cebe akT, 4yto
3asBNIEHHbIV €OUHNYHBIN OOBEKT UM MOOMHOXECTBO BXOAUT B POAOBYHO COBOKYMHOCTb,
OMUCAaHHYI0 B YPOBHE TEXHMKU, HE SIBNSIETCA AOCTATOYHBIM NEPBUYHBbIM JOKa3aTeNbCTBOM
04eBMAHOCTM U306peTeHUS.

80. CornacHo MPEP, Hagnexawmi aHanna o4eBUOHOCTN N300peTEHNS BKITHOYAET Tpu aTana.
Bo-nepBbix, aKkcnepTbl A0MKHbI NPOBEPUTL M306pETEHNE HA HanNMYne NEPBUYHbBIX MPU3HAKOB
HenaTeHToCcnocobHOCTM B cBeTe «dakTopoB [(pamax». [Npun Hannuum Ccbinkn Ha YpoBEHb
TEeXHMKN, onucbiBatoLen 6onee obLmi Knacc 06 bLEKTOB, aKCNepTam cnegyeT yCTaHOBUTD:

(i) ctpykTypy 60nee obLiero knacca, packpbiTOro B YPOBHE TEXHUKU, N CTPYKTYPY JH0ObIX
BXOASALLMX B HEMO M KOHKPETHO OMUCaHHbIX €ANHUYHBIX OO bEKTOB NN NOAMHOXECTB;

(i) nobble manMyecKme UM XMMUYECKNE XapakTEPUCTMKM M NONe3HbIE CBOMCTBA, PacKpbIThbie
Ans 6onee obulero knacca, a Takke nobble Npeanonaraemble pakTopbl, OrpaHnYMBaoLLmMe
MOfe3HOCTb BCEro Knacca, 1 nobble NpobnemMsbl, ANa peLeHnsa KOTOpbIX NPeANONOXNTENbHO
npeaHasHa4veH Takom obwmi knacc obbekTos; (iii) npeackadyemocTb TexHonornu; u (iv) 4icno
BXOAALLMX B KNAcC egUHNYHbIX OOBEKTOB C yHETOM BCEX BO3MOXHbIX BapUaHTOB.

81. [locne BbiABNEHNA CTPYKTYpbl bonee obLiero knacca 06beKTOB, PpacKpbITOro B ypOBHE
TEXHUKN, N CTPYKTYPbI JIOObLIX BXOOALMX B HETO Y KOHKPETHO OMUCAHHbIX €OUHUYHBIX OOBbEKTOB
NN NOAMHOXECTB 3KCMNEPTY creayeT CPaBHUTb 3TU CTPYKTYPbl U ONPeAenvTb X pasnuyus.
JKcnepT OOMKEH onpeaennTb, bbino nu 3aseneHHoe nsobpeteHue B LIENoM, TO eCTb
BblAeneHne 3asiBIeHHOro eaMHNUYHOro obbekTa nnm NOAMHOXECTBA U3 PacKpbITOM B YPOBHE
TEXHMKN POAOBON COBOKYMHOCTMK, OMEBUAHBIM AN cneumnanucTa, obnagatowero o6bl4HOM
KBanudukaLmen B 3Ton 06nacTn TEXHUKN. IKCNepT AOMKEH NPUHATbL BO BHUMaHWE BCe
peneBaHTHbIE YKa3aHWs, COAEPKaLLMECS B YPOBHE TEXHMKN, BKIHOYAs CReaytoLme MOMEHTHI,
€Cnn OHM NPUCYTCTBYIOT (OPUEHTUPOBOYHbIV NEPEYEHD):

- obbem pogoBoro knacca 06bLEKTOB, PACKPbITOrO B YPOBHE TEXHUKM;

- YKa3blBaeT 11 YPOBEHb TEXHUKW onpeaeneHHbIM o6pa30|v| Ha KOHKpPETHbIE
OCHOBaHWA B NONb3y Bbl60pa 3asABMNEeHHOro eAnHNYHOro obbekTa unm
noamMHoXXecTtBa UM NpPoTUB TaKoro Bbl60pa;

- Hanuyne B ypOBHE TEXHUKN YKa3aHUN B OTHOLLEHUWN CTPYKTYPHOIO CXOACTBA U
pasnuumn (NbbIX yKasaHWn B OTHOLLEHUN KTUMUYHBIX», «NPEANOYTUTENBHbBIX» NN
«ONTUMAnbHbIX» €OUHNYHBIX OO BEKTOB MM NOAMHOXECTB B COCTaBe pacKpbITOM
POLOBOWN COBOKYMHOCTW);

92 MPEP, 2144.05 n 2144.08
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- XapaKTepPUCTMKM U MONe3Hble CBOWCTBA CTPYKTYPHO CXOAHbIX €AUHUYHbIX 0O bEeKTOB
MY NOOMHOXECTB, ONUCaHHBIX B YPOBHE TEXHUKU;

- npencKkasyeMoCTb TEXHONOInu.

Hu o0gWH 13 3TUX MOMEHTOB MO OTAENBHOCTN HE MOXET CIY>KUTb OCHOBAHUEM A1 OTKIOHEHUS
NPUTA3aHNS Ha MPUOPUTET MO COOBPAKEHNSIM 04EBUOHOCTMU.

82. Y10 KacaeTcs YMCMEHHbIX AnanasoHOB, TO €CNK 3asBMNeHHble AnanasoHbl YaCTUYHO
nepekpbIBalOTCA C AuanaszoHamu, PackpbiTbIMU B YPOBHE TEXHUKWU U COCTaBNSAOT UX YacTb,
CYLLIECTBYIOT NepBUYHbIE OCHOBaHUA AN BbiBoAa 06 o4eBMAHOCTU. Pasnnumsa KoHueHTpauum
nnn TemnepaTypbl 0O6bIMHO HE MOTYT CYXXUTb apryMeHTOM B MOJSb3y NaTeHTOCNOCOBHOCTH
06bekTa, oxBaTblBAEMOro 06LUM onncaHneM, MMeLLMMCH B YPOBHE TEXHUKU, €CNN He
AOKa3aHO, YTO 3HaYEHUs KOHLEHTpauun unmn temnepaTypbl UMeIOT KPUTUYECKUA XapaKTep.
Tak, Hanpumep, cya ykasan, 4to «[E]cnu obime ycnosus, onucbiBaemble 3asBNEHHbIM
n300peTeHneM, pacKkpbiTbl B YPOBHE TEXHUKU, BbISIBIIEHNE ONTMMarnbHbIX Un Havbonee
TEXHOMOIMMYHbIX AMana3oHOB 3HAYEHUI MPU NOMOLLM OBbIYHbLIX SKCNEPUMEHTOB HE NMeeT
Xapaktepa n3obpeTeHna»®. Tem He MeHee, 3asiBUTENb MOXXET OMPOBEPrHYTb NEPBUYHbIE
apryMeHTbl 06 04eBMAHOCTM M300pETEHMS, JOKA3aB KPUTUYECKMI XapaKTep COOTBETCTBYHOLLENO
AnanasoHa Unu rnokasas, YTO CBEOEHUS U3 YPOBHS TEXHUKM HE YKa3biBalOT HU B KakuX
CYLLIeCTBEHHbIX acrnekTax B CTOPOHY 3asiBNIEHHOro n3obpeTeHuns.

83. YTo KacaeTcsa AokasaTenbCcTs, NPUBOAUMBIX B ONPOBEP)KeHMEe J0BOA0B 06 04EBUAHOCTH,
AeicTByloLme 3aeck obLme npaBuna NpUMeHNMbI U K CENEKTUBHBIM N306peTeHnsam®. Ecnu
npeacTaBneHbl NepBUYHbIE apryMeHTbl 06 04E€BUOHOCTU M306PETEHUS, BPEMS ONPOBEPXKEHUS
TaKMUX apryMeHTOB Npu MOMOLLM APYTUX apryMeHTOB MW 0Ka3aTeNbCTB NepexoamnT Ha
3asgBuTens. B cnyyae nx cBOEBpeMEHHOro NpeacTaBneHns MoryT NpUHMMaTbCS BO BHUMaHNe
NMUCbMEHHbIE NMOKa3aHUsA UMY 3asiBNEHUS, CoAepXKallme Taknue gokasaTenbCcTBa, BKIoYas
OM1CaHHbIE Bbllle «BTOPUYHbIE COOBPaXeHUs». Takum obpasom, B Criyyae CenekTUBHbIX
N3006peTeHNsIX AokasaTenbCcTBa, NPMBOANMbIE B ONPOBEPXKEHME AOBOAOB 06 04EBMAOHOCTY,
MOryT BKMOYaTb CBUOETENbCTBA O TOM, YTO 3asiBNEHHOe u3obpeTeHue obecneunBaeT
HEeOXWAaHHOEe Yry4ylleHNe CBOWCTB UMK CBOWCTBA, HE OMUCAHHbIE B YPOBHE TEXHUKN. OHK
MOTyT TaKke BKINoYaThb JOKa3aTeNnbCTBO KPUTUYECKOrO XapakTepa BbiOpaHHOro MHTepBana
3HaAYEeHUN.

84. [okasaTtenbcTBa MOryT BXOAUTb B COCTaB MAaTEHTHOro ONucaHusi, NogaBaemMoro BMecTe ¢
3a8BKoN, unu 6biTb NpeacTaBneHbl C COBNIAEHNEM YCTAaHOBMNEHHbLIX CPOKOB B KGKON-TO APYron
MOMEHT BPEMEHW B MEPUOA PACCMOTPEHNS 3asBKN. PelleHne o 3Ha4MMOCTU TEX UMM NHBbIX
00bEKTUBHBIX JOKA3aTeNbCTB NPUHUMAETCS B KaXKAOM KOHKpeTHOM criydae®. MpasoBoii
NPVHLMN «nepeBeca AoKa3aTenbCcTB» TpebyeT, 4Tobbl NpuBOANMbIE AOKa3aTenbcTBa Obinu
Gonee ybeguTenbHbIMK, YEM OKa3aTeNbCTBA, NPMBOAUMbIE B NOMNb3Y MPOTUBOMNOSOXHOWN
nosvuun. OBnacTtb NpUMEHEHUA OOBEKTMBHBIX 4OKA3aTENbCTB HEOYEBUAHOCTM M300pETEHMS
AormkHa ObITb comamepuma ¢ 06nacTbio 3adBEHHOrO N306peTeHnst, B NOAAEPKKY KOTOPOro OHM
npueoaATca®®. Hanpumep, nokasaTenbCTBa Hannums HEOXMAAaHHbIX Pe3ynbTaToB Heo6XxoaNMO
NpoBepsITb Ha NpeaMeT MX NPOSsIBMEHNSI BO BCEM 3asiBIIEHHOM UHTepBarne.

AHackoe coobLecTBo, cTpaHbl LieHTpanbHon Amepuku 1 JlomuHukaHckas Pecny6nmka®’

93 Cwm. peno «Aller», 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955).

94 Cwm., B yacTHocTn, MPEP 716.01 n 2145.

95 MPEP, 2041.

96 MPEP, 716.02(d).

97 PykoBOACTBO NO NpOBEAEHMIO NATEHTHOW 3KCNepTnabl AHACKOro coobLuecTsa 1 PyKOBOACTBO MO NpOBEAEHMIO
NaTeHTHOWN 3KCNepTu3bl CTpaH LleHTpanbHom AMepukn 1 JJoOMUHUKAHCKOM Pecny6nmku.
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85. B cny4vae cenektuBHbIX N306peTEHUIN — HAaNpUMep, NOArpynnbl COeAUHEHWNI, BbIOpaHHOM
n3 6onee obLLEln 1 LUMPOKOW rPpynMbl paHee pacKpbITbiX COEOUHEHUI — Hannuune
n3obpeTaTenbCKOro YpoBHsI NPU3HAETCA, ECNU BCE COEQUNHEHUSI NOATPYNMbl JEMOHCTPUPYIOT
TEXHUYECKMI pe3ynbTaTt UM CBOMCTBO, KOTOPbIE HE OMNUCaHbl B YPOBHE TEXHUKN U ABMASIOTCS
HeoXngaHHbIMK. B 3TOM cnyyae Takon HeOXMOAHHbIA TEXHUYECKU pesynbTaT UM CBOMCTBO
AOIMKHbI AEMOHCTPMPOBATbL BCE BblibpaHHble coeanHeHus, Bxoaawme B nogrpynny. CoTpyaHmku
BegomcTB NC 06s13aHbl KOHKPETHO BbIABMATL CXOACTBO M Pasnumuns Mexay 6numkanwmmm
aHanoramu B ypOBHE TEXHVKU U 3asiBfIEHHbIMW BUOOBLIMY €4MHULAMMU UM NOAMHOXECTBaMK,
BKMOYas yCTaHOBMNEHWE CXOACTBA CTPYKTYPbl, XapaKTePUCTUK N NOMNE3HbIX CBONCTB.

EBponelickoe nateHTHoe BeaoMcTBO%®

86. Ecnu 3asBneHHoe n3obpeTeHne npeactaBnseT cobon NOAMHOXECTBO UNK noarpynny,
BblOpaHHbIE X BNvKanwnX aHaroroB B YPOBHE TEXHUKK, U Takown BbIoop o6ycrnoBneH
KOHKPETHBIM TEXHUYECKUM PEe3yNbTaToM, MPUYEM HE CYLLECTBYET HUKAKUX YKa3aHUN,
CnocobHbIX NoAckasaTb crneunanncTy B AaHHOM 06nactu UMeHHO 3ToT BbIGop, ero
n3obpeTtaTenbCKkmii YpoBEHb NpU3HaeTcs. TexHUYeCcKUin pesynbTaT, NPOSABSIOWNACA B
npegenax BbIOpaHHOro MHTepBana, MOXET Takke COBNagaTh Mo XapakTepy C pe3ynbTaToMm,
AocTuraeMbiM B 6onee LWMPOKOM N3BECTHOM UHTEPBare, HO OH AOMKEH NPOSIBNATLCS B
HeOXnaaHHO 3HAYMTENBbHON CcTeneHn. [ns yCTaHOBNEHWUS Hanu4mnsi M3obpeTaTenbCKoro YpoBHS
Heo6xoauMOo onpeaenvTb BEPOATHOCTb TOFO, YTO CNeUManucT B JaHHOW obnactu caenan 6ol
Takou BbIGOp mnun Beibpan 6bl MHTEPBan, YaCTUYHO NEPEKPLIBAKLLMIACS C ONUCAHHBIM
WHTEpBasnom, B pacyeTe Ha pa3peLLeHne COOTBETCTBYIOLLEN TEXHNYECKON Npobnembl nnm Ha
nosfy4yeHne Kakoro-To yrydlleHms unu npemmyliectsa. Ecnuv oTBeT aBnseTcst oTpuuaTenbHbIM,
CUMTaETCH, YTO 3asiBNEHHbIN 0OBbEKT 0bnagaeT n3obpeTaTenbCKUM YPOBHEM.

87. HeoXunpaHHbIN TEXHWMYECKUA pe3ynbTaT SOMKEH NPOSABMASATLCS BO BCEM 3asiBIIEHHOM
WHTepBane 3HayeHun. To, YTO OH AOCTUraeTCs TOSbKO B KAKOW-TO YacTu 3adBNEHHOro
WMHTepBana, 03Ha4aeT, YTo pe3ynbTaT, KOTOPbIA NMOKa3bIBAET 3asIBIIEHHbLIN OOBHEKT, HE pellaeT
COOTBETCTBYIOLLYYIO MpoBnemy.

88. B PykoBoacTtee no nateHTHoM akcrneptnse ENB npuBogatca cnegyowme npumepsi
oYeBMOHOro Bolbopa 13 psiga M3BECTHbIX BO3MOXHOCTEN, HE 0bnagatowero n3obpetaTenbckum
YPOBHEM:

(i)  wn3obpeTeHne cOCTOUT B NPOCTOM BbIOOpE 13 psida paBHOBEPOATHbIX aNbTEPHATUB,;

(i)  m3obpeTeHMe 3aknoyaeTcs B BbIOOpE KOHKPETHBIX pa3mMepoB, TeMnepaTypHbIX
ANana3oHOB UIM UHbIX MapaMeTPOB U3 OrPaAHUYEHHOIO HTEPBana BO3MOXHOCTEMN,
N OY4EeBMAHO, YTO Takue napameTpbl MOrnM ObiTb NONyYeHbl 0ObIYHLIM METOAOM
npo6 1 ownboK Nnn B xoae 00LIYHOM TEXHNYECKOWN OEATENBHOCTY;

(iif)  m3obpeTeHMe MOXET BbITb NOMy4EeHO NPOCTOM IKCTPanonsaunen N3 U3BECTHOro
YPOBHS TEXHUKM;

(iv) wmn3obpeTeHne cOCTOUT B MPOCTOM BbIGOPE KOHKPETHBIX XUMUYECKNX COEANHEHNI
UM KOMNo3mumin (BKNtovasi cnnaebl) U3 Gonee wnpokon obnactu;

(v) wn3obpeTeHne HensbexxHbIM 06pa3oM BblTEKAET U3 YPOBHS M Pa3BUTUSA TEXHUKM U HE
npegnonarano Belbopa 13 psga BO3MOXHOCTEN (CUTyaumnsa «OQHOHaNpaBneHHOro
OBVKEHUS).

98 PykoBoacTtBo no nateHTHon akcnepTtuse ElNB, yactb G, rnasa VI, 12. CMm. Takke PekomeHaaTenbHble
maTtepwuarsl nNo BornpocaM nateHTHon akcneptnasl APOUC, paspen 3.7.15 n maTtepuansl, npeacTtaBneHHble
Hopserunen Ha 28-1 ceccum MIMKT.
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NMPOBINEMHOE N3OEPETEHUE

89. [pencTtaenseTcs, YTO NOHATME «NPOONEMHOro N306pPETEHNSA» B OCHOBHOM MCMOSb3yeTcs
B T€X HOPUCAMKLMAX, rae cama hopmynmpoBka Npobnembl NpM3HaeTCs O4HMM M3 LIaroB

B onpeneneHnn Hanmuna n3obpeTtaTenbckoro ypoBHA®., 3TO NOHATUE OTHOCUTCS K CUTyaLUsM,
Korga Bknag nsobpeTeHnsi B ypOBEHb TEXHUKN COCTOUT B BbISIBNIEHUN camon Npobrembl 1 Korga
peLleHne CTaHOBUTCA O4EBMAHBIM Nocne hopmMynmpoBkM Npobnemsl, HO He BbiNo oYeBNAHLIM
N3 YPOBHSA TEXHUKM camoro no cebe.

90. OnpegeneHHas cygebHasi npakTuka B OTHOLLEHUN Taknx n3obpeTeHun HakonneHa ENMB.
B cBoewm pewennn Ne T 2/83 AnennsumoHHas nanata ElNB ykasana, 4Tto «BbiiBNeHWe paHee
He 0CO3HaHHOW NpobreMbl MOXET B onpeferieHHbIX 06CcToaTenbCcTBax ABNATLCS
NaTeHTOCNOCOBHbLIM OO BLEKTOM, AaXe ecrin 3asiBNEeHHOE peLLeHre Npu peTpoCnekTUBHOM
PacCMOTPEHUW BbIMMSAUT TPMBMANbHLIM U CaMoo4eBUAHLIM», Mo MHeHUIO NanaTbl, BONpPoC
06 n3o6peTaTenbCkoM ypOBHE COCTOUT HE B TOM, Npounssen nu 6bl cneymanuct B JaHHON
obnacTtn cooTBETCTBYIOLLEE U3MEHEHNE, a B TOM, Npou3sen N Bbl OH ero B pacyeTte Ha
nonyyeHve onpeaeneHHoro ynyyweHns unu npenvyLiectea. PesynbtaT nameHeHus He 6bin
npeackasyemM, 1 UMEHHO NO3TOMY 3asiBNIEHHOe U3MeHeHue obnagaet n3obpeTtaTenbCckum
ypoBHeM. Cyq Takke npuLlien K BbIBOAY, YTO B OCHOBE 3TUX COOBpaXKeHUn NexuT
npeanonoXeHne o TOM, YTO HECOBEPLLEHCTBO U3AEeNUs, U3BECTHOro U3 YPOBHS TEXHUKU, He
0CO3HaBarocb B YPOBHE TEXHWKM Ha AaTy npuoputeTa 3asaBkuol,

91. B cBoem 6onee nosgHeM pelwweHnn AnennsdunonHada nanarta EMNB nogteepauna, yuto
dopMynmpoBKa paHee He OCO3HaAHHON NPOBEMbI MOXET NPU onpeaeneHHbIX 06CToATENbCTBAX
ObITb NATEHTOCNOCOBHBLIM 06BbEKTOM?,

92. B gpyrux cny4asix, kacaBLUMXCsi NPoBNeMHbIX M306peTeHunin, AnennsaumnoHHas nanaTa
nosicHaANa cnenyulee:

- NnocTaHoOBKa HOBOW Npobnembl He SIBMAETCS BKINagoM B M306peTaTenbCkuil YpoBEHb
peLLeHnsl, ecrim oHa Morna GbiTb CopMyNMpoBaHa CpeaHUM CneunanucToM B
AaHHon obracTn®?;

- cnegyet UMeTb B BUAY, YTO NOCTOAHHAs paboTa no yCTpaHeHuio HeJoCTaTKoB,
npeogoneHnto AedeKkToB U yCOBEPLLUEHCTBOBAHMNIO U3BECTHbIX YCTPONCTB W/Unun
n3genuin — 3To HopMarnbHasa OesaTerbHOCTb cneLlmanncTa B COOTBETCTBYHOLLEN

obnactni®;
99 Hanpvmep, 0fHUM 13 BaXKHEWLLMX 3TANOB NPUMEHEHNS MeToaa «Npobnema-peLueHme» SBnseTcs
yCTaHOBMEHNE «OGBEKTUBHOW TEXHUYECKOW NPoBrembl», peliaemMon n3o0bpeTeHnem (CM. JOKYMEHT
SCP/22/3).

100 Pewwenusi Ne Ne T 2/83, OJ 1984, 265; Cm. Takke pelueHne Ne T 225/84, C60opHUK cynebHOM npakTukm
AnennsaumoHHbix nanat ElMNB, yacTsb |, rmasa D, n. 9.10.

101 Pewwenune Ne T 2/83, n. 8.

102 Pewwenne Ne T 1641/009 ot 22 mionsa 2014 r. B gaHHOM criyyae AnennsiuMoHHasi nanarta Takke ykasana:
«Mockonbky hopMynunpoBka Npobrnembl HEOYEBMOHA, €€ PELLEHNE TAKKE HE MOXET ObITb O4EBUAHBLIM, AaXe
€CNnu NMpU peTPOCTNEKTUBHOM PaCCMOTPEHUUN U MOCTIE BbISBNEHUS NPO61eMbl OHO BbIMMSANT TPMBUATBbHLIMY
(n.n.3.26n3.2.7)

103 PeweHunst Ne Ne T 109/82, OJ 1984, cTp. 473.

104 Pewenns Ne Ne T 15/81, OJ 1982, 2; T 195/84, OJ 1986, ctp. 121.
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- peLueHne npobnemsl nyTem NpPoCcToro rnomcka crnocobos NpeoaoneHuns
3aTpyaHEHWUI, BO3HMKAOLWWMX B XoAe 06bl4HOM paboThl, He nMeeT
nsobpeTaTenbcKoro xapakrepal®, 106,

93. Kpome TOro, BLIHOCA peLleHne no gpyromy geny, AnennsunoHHas nanata ENB
noayepkHyna, YTo BbisiBNeHMe 0Obl4HbIX TEXHUYECKNX Npobrem, CoCTaBnsitoLwee OCHOBY
06bI4YHON OEeATENbHOCTU YCNOBHOIO cneumanucTa B TOW Unm nHon obnacTtu, Takon Kak
yCTpaHeHue HeaoCTaTkoB, ONTUMU3aUnNsa napameTpoB uUnm obecnevyeHne aKOHOMUM 3aTpat
SHEPrn NN BPEMEHU, He MOXET CYMTaTbCA UMetoLLMM n3obpeTaTenbckuii xapakTepl®’. Takum
06pa3om, 0CO3HaHME TEXHNUYECKON Npobnembl MOXET BHOCUTb BKNaz B 3o0bpeTaTenbCKyto
AEeATENbHOCTb TOMNbKO B BECbMa UCKNIOYMTENbHBIX 06cToATEeNbCTBaX. OaHako ecnu 3assBuTenb
BCe Xe XenaeT UCXOAUTb U3 yTBEPXKAEHMS O TOM, YTO ero n3obpetarenbckoe AencTeme
COCTOSINO B OCO3HAHMM TEXHUYECKON Npobrembl, peLueHme KOTOpon NpeanosioXMTENbHO ObiNo
04YeBUAHbIM, MUHUMasbHBIM TpeboBaHMEM SABNSETCS ACHOE N OAHO3HAYHOE U3NOXEHME 3TON
TEeXHUYecKoln NpobnemMsbl B 3asiBke B MOMEHT ee noaa4n'®e,

94. Tlo MHeHuto cygoB ABCTpanuu, nsobpetaTenbCcknii YypoBEHb MOXET NPUCYTCTBOBATb,
ecnu: npobrnema 6bina n3BeCTHa, NpUYMHa Npobrembl Ha gaTy NpMopuUTETa 3asiBKM Obina
Hen3BeCcTHa, 1 n3obpeTtartenb BbiBUM NPUYMHY NPobnemMbl, TO eCTb ee «pearbHbli
xapaktep»'%. CornacHo pelieHuto no geny «Winner & Anor npotres Ammar Holdings Pty
Ltd»!1°, «oco3HaHue peanbHOro xapakrepa npobnemb 6bino N3obpeTaTenbCKUM AeNCTBUEM, U
nocne Toro, Kak 3To Aenctane 6bino COBEPLUEHO, OKa3arnoch, YTO pelleHne MoxeT bbiTb
Nofy4eHo NyTeM NpoBeAeHUSA OYEBUAHBLIX SKCMEPUMEHTOB». Takum obpasom, ecnu
n3obpeTtaTenbckoe eNCTBUE COCTOUT B ONpPeAeneHMn peanbHoro xapakrepa camomn
npobnemsbl, CYNTAETCH HEBAXXHbIM, UMENW N MECTO KaKune-TO NocreayLlime AencTBus
n3006peTaTenbCKoro YpoBHS, HanpaereHHble Ha ee pelueHnel!l. B peleHumn no aeny «Winner &
Anor npote Ammar Holdings Pty Ltd» cyq ykasan, 4Tto ecnu nsobpeTteHne coctout B
BbISIBIEHMM peanbHOro xapakrepa npobnemsbl, 3T0 AOMKHO ObiTb ACHO U3 NATEHTHOrO
onucanuna!?, Cyq Takke npuLlen K BbIBOAY, YTO €CINY XapakTep NpobremMbl o4eBUAEH OIS
crneumanucTa B COOTBETCTBYIOLLEN 00nacTn, n3obpeTaTtenbckoe AENCTBME HE MOXET
3akno4yaTbes B BbiiBNeHUM npobnemblit®. Kpome Toro, ecnv xapaktep npobnembl o6cyxaaercs
B MCTOYHMKAX, BXOOSALMNX B YPOBEHb TEXHUKM, Npegnonaraemoe BbigBrieHne npobnembl He
MOXeT obnagaTb n3obpeTaTensckuM ypoBHeM! 4,

95. B PykoBoacTtse rno naTeHTHOW akcnepTuse BegomMcTBa MHTENNEKTyansHOM
cobctBeHHocTn CoeaumHeHHoro KopornescTtea (UKIPO) yka3aHo, 4To «|[...] ecnu BHOBb
BO3HUMKLIAA npobnema peLuaeTcsi nyTeM UCMNONb30BaHNS MMEIOLLMXCA PECYPCOB OYEBUAHBIM
cnocobom, nsobpertaTtenbCkMi ypoBeHb OTCYTCTBYET (ecnum Tonbko cama npobnema 6bina

105 Peluermne Ne T 532/88.

106 Y3Ke nocne NpuHATUSE 3TUX peLLeHnin ANennsaLuMoHHbIEe NanaTbl ykasbiBanu B cBOUX pelueHmsx Ne Ne T
630/92, T 798/92, T 578/92, T 610/95, T 805/97 n T 1417/05, 4yto cama no cebe chopmynupoBka npobnemsl
He npuaaeT 3asBreHHOMY 06bekTy n3obpeTaTenbCKMX CBOMCTB. TeM He MeHee, n3obpeTaTenbCKnii YpoBEHb
Obin npusHaH B peweHmax Ne Ne T 135/94, T 540/93 (aBepubl KNETOK Anst AOMAaLUHUX XXUBOTHbIX) U
T 1236/03 Ha (TOM €) OCHOBaHMN HEOYEBMAHOCTIN camon hopmMynmpoBkn npobnemsl. Cm. «CynebHasa
npakTnka AnennsaumoHHbix nanat EMB», yacte |, rmaea D, n. 9.10.

107 Peluermne Ne T 971/92.

108 PewweHns Ne Ne T 43/97, T 1417/05.

109 Pasnen 2.5.3.6 PykoBoacTBa no naTeHTHON npakTuke: «30bpeTeHne, cocTosiLiee B BbisIBNEHUM "peanbHoro
xapaktepa" npobnembl».

110 Wellcome Foundation Pty Ltd v VR Laboratories (Aust) Pty Ltd (1981) 148 CLR 262 at 281 (Aickin J).

111 Pasgen 2.5.3.6 PykoBoacTBa No naTeHTHOW npakTuke: «/306peTeHne, CocTosiLLee B BbISBNEHUM "pearbHOro
xapakrepa" npobnembli».

112 Winner & Anor v Ammar Holdings Pty Ltd 24 IPR 137 at 141.

113 Tam xe, IPR 273, c. 295.

114 Pasnen 2.5.3.6 PykoBoacTBa no naTeHTHON npakTuke: «/306peTeHne, cocTosiLee B BbisIBNEHUM "peanbHoro
xapakTtepa" npobnembi».
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BMNepBLIe BbisiBrieHa n3obpetatenem). Ho ecnu nsobpertaTtens paspeLunn JaBHO OCO3HaAHHYHO
npobnemy cpeacteamu, KOTOpble APYrMe MOrfv UCNosb30BaTh, HO HE UCMONb30Banu, HanMyne
n306peTaTenbLCKoro YpoBHS MOXET ObiTb NpusHaHo!,

[KoHew, gokymeHTa]

115 «Minnesota Mining and Manufacturing Co v Rennicks (UK) Ltd» [1992] RPC 331 (uutupyeTcs B pasgene
3.47 PykoBoacTBa no nateHTHou akcneptuse UKIPO).



