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AOMNONHUTENIBHOE NCCNEOOBAHUE MO BOMNPOCY Ob N3OBPETATEJNILCKOM
YPOBHE (HACTb I)

HokymeHm nodzomoeneH Cekpemapuamom

BBEAEHWE

1. Ha aBaguatb BTOpOW ceccum MocTostHHOro komuTeTa no nateHTHomy npasy (MKMMT),
coctosBLenca B XXeHese 27 — 31 utonsa 2015 r., KomuteT ob6cyann noAroToBrEHHOE
CekpeTapuaTtom nccnegosaHme ob nsobperarensckoM ypoBHe (AOoKyMeHT SCP/22/3).
WccnepoBaHue kacanoch onpeaeneHns cneumanucta B COOTBETCTBYHOLEN obnacTu,
MEeTOAO0NOrMn, NPUMEHAEMbIX NPU OLEHKe N306peTaTenbCKoro ypoBHSA U BEMUYMHbI
n3obpeTaTenbCkoro ypoBHsA. Ha cBoen gBaguatb ceabMoK ceccun, coctosBLuencs B YKeHese
11 — 15 pekabps 2017 r., MK npuHan peweHne o ToMm, 4To CekpeTapumaT NoaroToBUT
AONONHUTENBHOE UCCneaoBaHMe no Bonpocy 06 n3obpeTtarensckoM ypoBHe, yaenus ocoboe
BHMMaHue Bonpocam, NpeasioKeHHbIM K pacCMOTPEHUIO B NyHKTe 8 AokyMeHTa SCP/24/3
(npeanoxenusa generaumm Ncnanun). B lMNMyHkTe 8 gokymeHTa SCP/24/3 ykasaHbl cnegylowue
BOMPOChI, KOTOpble Mornu 6bl cTaTh NpegMeToM uccnegosaHus/uccnegosaHmn Cekpertapumara:
(i) obwimne 3HaHMA: nx codeTaHne co cBeaeHnammn ob ypoBHe TexHukK; (i) coyeTaHme: npocToe
COBMeLLieHne unu cnHepretTnyeckun adpdekT; (iil) onacHOCTb PETPOCNEKTUBHOMO afiIEMEHTA B
aHanuse; (iv) BTOpUYHbIe Npu3Hakn; (NpoTuB) CenekTuBHble n3obpeTenuns; (Vi) npobnemMHble
n3obpeTteHns; u (vii) oueHka nsobpetaTenbCKoro ypoBHs B obnactu xumum (popmyna
n3obpeteHna MapkyLua, S3HaHTMoOMepbI U T. 4.).

2. B atou cea3u CekpeTtapumaT Hanpasun rocyaapctBaM-4rneHam 1 permoHanbHbIM
naTteHTHbIM BegomMmcTBam nucbmo C. 8728 ot 9 dpespansa 2018 r. ¢ npeanoxeHnem HanpaBuTb
B MexayHapoaHoe 610po NpyMeHsieMble UMW PYKOBOACTBA U CNPaBOYHMKN MO BONpoOcam
NaTeHTHOW 3KCMepTu3bl, a Takke pestome Hanbonee 3Ha4YMMbIX CyAeBHbIX Aen unu
NHTepPnpeTUpyoLWnX CyaebHbIX peLleHnin No NPeArioKeHHbIM K paCCMOTPEHUIO Bonpocam As
MOArOTOBKM TAKOro MCCrNefoBaHUS.
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3. YuutbiBasa ceBefeHus, NpeacTaBrieHHble rocyaapcTBaMu-4rneHammn U permoHanbHbIMm
naTeHTHbIMW BeJOMCTBaMM B OTBET Ha nucbmo C. 8728, CekpeTapuat noarotoBusl
AONONHUTENBHOE UCCneaoBaHMe No Bonpocy 06 n3obpeTtarenbLCckoM ypoBHe, coaepxalleecs B
HacTosiLeM JOoKyMeHTe. B fononHuTensHOM nccnegosaHvm, npeactaBieHHOM Ha
paccmoTpeHue gaguaTtb BocbMon ceccum MKII, ocHOBHOM akueHT caenaH Ha Bonpocax (i) -
(iif), ynomsaHyTbIX B NyHKTe 1 Bbilwe. MccnegosaHme/uccneoBaHus o octarnbHbIM BONpocam
6yayT npeAcTaBneHbl HA pacCMOTPeHue cnepytollen ceccum (cneayrowmx ceccun) MK,

4, [aHHoe JononHUTenbHOE UccnefoBaHMe onupaeTcs Ha npeablayllee nccnegosaHue,
cogepxalleecs B fokymeHTe SCP/22/3, n oBa aTu AOKyMeHTa cnefyeT YntaTb COBMECTHO.

OBWWNE 3HAHUA: NX COYETAHME CO CBEAEHNAMU OB YPOBHE TEXHUKU

Cnieyuanucm e coomeemcmesyrouiel obnacmu, npedwecmeyrouwul ypos8eHb MEXHUKU U
obuwjue 3HaHus

5.  3asiBrneHHoe M300peTeHne NpU3HAETCs MMEIOLNM N300peTaTenbCKMIA YPOBEHL, €CIN C
y4eTOM NPeALLECTBYIOLLEro YPOBHA TEXHMKN Ha COOTBETCTBYIOLLYIO ATy OHO He ABMnsieTcs
04YeBMOHbIM A48 cneynanucTa B COOTBeTCTBYOWen obnactn. Cneynanuctom B
COOTBETCTBYHLLEN 06n1acTn 06bIYHO CYUMTAETCH YCNOBHOE MU0, UMEIOLLEE CPEOHION
KBanudukaumnio B COOTBETCTBYHOLLEN 0b6nacTu 1 nvetoLlee npeacrasneHme 06 obLmMx 3HaHMAX
nnu obnapatollee obLMMM 3HAHUSMM B TaKoii 061acTW Ha COOTBETCTBYIOLLYIO AaTy .
O6nagaHve obLWMMKN 3HAHNAMUN NPUHLMNNANBHO BaXXHO ANS BbINOMHEHUSA CNeLManMcToM B
COOTBETCTBYHLLEN 06nacT Bcex ero 063aHHOCTEN, TakNX KaK YTEHUE U NMOHUMAaHNE
NaTEeHTHbIX 3asiBOK UIM NOHMMaHWE U KOMMEHTUPOBAHNE LUTMPYEMbIX MaTtepuanos no
NpeALIECTBYIOLLEMY YPOBHIO TEXHUKN®.

6. Bo MHOrMMX OPUCONKLMSIX NPEALIECTBYHOLLMA YPOBEHb TEXHWUKN MOXET BOMIOLLATLCS B
COOTBETCTBYHOLLMX OBLLNX 3HAHUSIX, KOTOPbIE HE 06513aTeNbHO 3aUKCMPOBaHbI NMMCbMEHHO U
TpebyoT 060CHOBaHNS TOMNLKO B TOM Crlydae, eCnv oHK ocnapusatoTcs”. MockonbKy npu
OLieHKe M306peTaTenbckoro YpoBHS AOMKEH YYMTbIBATLCS BECh YPOBEHb TEXHUKMU,
CYLLECTBOBABLUNIA 4O COOTBETCTBYIOLLEN AaThbl, B LIeNIOM, BKIoYasi Bce obLine 3HaHus
crneuuanucTa B AaHHoON obnacti®, Takue obLuue 3HaHUs — 3TO BaxHas 4acTb
COOTBETCTBYHOLLErO NPeaLeCcTBYHOLLEro YPOBHSI TEXHWUKU, HA OCHOBE KOTOPOIo MPOUCXOaNT

WHdpopmaumsi, npeactaBneHHasi rocygapcTBamMmmn-4rieHaMmy U pernoHanbHbIMY BeAOMCTBaMU, UMEETCS B
nonHom o6beme Ha BebcariTe anekTpoHHoro dopyma MK no agpecy:
http://www.wipo.int/scp/en/meetings/session_28/comments_received.html.

Onpepenexve NOHATUSE «CNELManuCcT B COOTBETCTBYHOLLIEN obnacTuy nmeetcs B fokymeHTe SCP/22/3.
PykoBOACTBO NoO naTeHTHOM akcnepTm3e BegomcTBa nHTennekTyansHon cobctBeHHOCTN CoeAMHEHHOTO
Koponesctea (UKIPO), n. 3.29. B PykoBOACTBE MO NAaTEHTHOM 3KkcnepTr3e BegomcTea no MHTENNEKTyanbHON
cobcrBeHHocTM CuHranypa (BUCC) pgarotest cnegyowmne NosiCHEHMS B 3TOM OTHOLLEHNU: «2.24 - ObnagaHve
06LWMMMN 3HAHMSIMK B COOTBETCTBYHOLLIEN 061acTn TEXHUKM — OOHO U3 Hanbonee BaxHbIX TpeboBaHUN,
npenbaABseMbIX K YCIIOBHOMY CMeLuanucTy B COOTBETCTBYHOLLEN obnacTu. MoxHO yTBepxaaTb, Y4TO B
3HaYUTENBHOM CTENEHM UMEHHO 3TO U SIBNSIETCA 0COOEHHOCTBLIO CneLmanncTa B COOTBETCTBYHOLLEN obnacTu.
Mpu ocMbICNeHHOM MHTEPRpPETaLMK NaTEHTHOrO ONUCAHUS CneLmanucT B COOTBETCTBYHLLEN obnacTu
onMpaeTcs MMEHHO Ha 3TV 3HaHWUS, U UIMEHHO OnNupasch Ha 3T 6a30Bble 3HAHUA U B UMEHHO B 3TOM
KOHTEKCTe cneumanvcT B COOTBETCTBYHOLLEN 0b6nacTn aHanM3npyeT CBe4eHUs O NpeaLecTByOLWEM YPOBHE
TexHukn. (Cm. PykoBOACTBO No naTeHTHou akcneptmnse BUCC, pasgen E, n. 2.25).

Cwm. peluenne T939/92 AnennsaumnoHHbIx nanaTt EBponerickoro nateHTHoro Begomctaa (EMB). Cwm. Takke
PykoBoACTBO NO NaTeHTHON akcnepTude AQPUKaHCKON perMoHanbHOM OpraHnsaumnm UHTENNEKTyansLHon
cobcrBeHHocTn (APOUC), n. 3.7.2.

° SCP/22/3, nyHkT 99.
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oLieHKa n3obpeTaTenbckoro ypoBHs®. B 3akoHogaTenscTBe Actpanuu u MNanya-Hoeoii MBuHen
cofepxartcs onpegeneHHble NornoXeHus o HeobxoANMOCTH ydeTa 0BLUX 3HAHWI NPU OLEHKe
n306peTaTensCKoro ypoBHs'.

7.  MNopobHO TOMy, KaK MpU pacCMOTPEHMM BONPOCA O HaNMYnM y 3asiBNEHHOro n3obpeTeHns
n3obpeTaTenbCKOro YpoBHsI 4ONYCKAeTCa coveTaTb KOHUENUMM, COAepKaLunecs B ABYX UK
HECKOMbKNX JOKYMEHTaxX 13 NpeaLlecTBYOLEro ypoBHS TEXHUKM, NPU OLLEHKE
n3obpeTaTenbCKkoro YpoBHS MOXHO Takke coveTaTb ob6Lmne 3HaHUA B TOM M nHom obnactu
TEXHMKN C KOHLENUUAMK, COAEPXKALLMMNCA B ABYX UMM HECKOSTbKUX AOKYMEHTaX (CM.
cnegyrowmnn Huxe pasgen «CoyeTtaHme: NpoCToe COBMELLEHNE NN CUHEPTreTUYECKUIA
appekT»). Cneumanuct B COOTBETCTBYIOLLIEN 061acTM MOXET codeTaTb 0OLMeE 3HaHUS C
KakMM-TO APYrMM 3N1EMEHTOM (3neMeHTaMmn) NPEALLECTBYHOLLETO YPOBHS TEXHUKN, UCMONb3YS
CBOI ODObIYHYHO NN CPEaHIo KBanuuKkaumio B 3Ton 06nacTn Ha COOTBETCTBYHOLLYIO AaTy.

Umo makoe obujue 3HaHuUsI?

8. O6Lume 3HaHMs — 3TO 3HAHWS, KOTOPbLIMM OONaaaeT cneumanncT B CBOEN KOHKPETHOM
TexHuyeckoi obnactn®. CornacHo pelueHunio AnennsumoHHbIX nanaTt Esponeiickoro
nateHTHoro Begomctia (ENB), 370 3HaHWS, KOTOPbLIMU OMbITHBIA CNELNAanMCT B KOHKPETHON
obnacTtu gomkeH obnagaTtb UK, NO KparHen Mepe, ObiTb 0OCBEAOMITEHHBLIM O HUX B TaKOW
cTeneHu, 4Tobbl 0BpaTUTLCS K HUM NpU HeobxoaumocTw®.

9.  O6LMe 3HaHNSA MOTYT MMETb Pa3HbIe UCTOYHUKN N He 0653aTenbHO npeanonaraoT
Ny6GnMKaLmio KOHKPETHOTO IOKYMEHTa B KOHKPETHYIo gaTy. Kak oTmeyanoch BbilLe,
yTBEPXKAEHME O TOM, YTO T€ UMK MHble 3HAHUSA NPEACTaBNAT coboit ObLLUMe 3HAHMS, JOMKHO
NoATBepPXAaTbCA AOKYMEHTaNbHLIMU CBUAETENLCTBaMU (HanpuMep, y4eBHKOM) TOMLKO B TOM
crnyyae, ecnu aTo yTeepxaeHue ocnapusaeTtca’®. B CuHranype B 6onbLIMHCTBE CryYaes
yTBEPXAEHME O TOM, YTO Ta UMK MHAs MHPOPMALMSA BXOOUT B COCTAB OBLLMX 3HAHWIA, AOIHKHO
noATBepXAaThca AOKYMEHTammn'™ .

Cwm. Hanpumep, PykoBoACTBO MO NnaTeHTHOW akcnepTu3e BegomcTea nHTennekTyansHon co6CTBEHHOCTH
Pecny6nukm Kopesi (KBUC), yacTb 3, rmasa 3, pasgensl 4 u 5, n PykoBoACTBO NO NaTEHTHOW 3KCnepTu3e
AnoHckoro nateHTHoro Begomcta (AlNB), yacTs I, rnaea 2, n. 2.2.

Mo 3akoHogaTenscTBY ABCTpanuu oTCyTCTBME N306peTaTensckoro ypoBHA MOXET ObiTb YCMOTPEHO Ha
OCHOBaHMK OfHWX TONbKO 06Lwux 3HaHui (Minnesota Mining & Manufacturing Co v Beiersdorf (Australia)
Limited (1980) 144 CLR 253).

Cwm. Hanpumep, MaTepuan, npeacTaBneHHbln ABCTpanven, n pewenne T932/92 AnennsumoHHbix nanat EMNB.
B matepuane, npeactaBneHHoMm ABCTpanuen, roBOpUTCS, YTO obLLue 3HaHUSI — «3TO UCMONb30BaHUE TOrO,
YTO M3BECTHO UMW NCNOMb3YeTCs NUUamMn, 3aHATBIMY B COOTBETCTBYIOLLEN obnactu agesitenbHocT. OHn
npeacTaBnstoT coboi 6asoBble 3HaHWSA 1 ONbIT, JOCTYMHbIE BCEM NMLAM, 3aHATLIM B Takon obnactu
AEeATENbHOCTU, NPU MPUHATAN PELLEHWNIA O CO30AHNUN HOBbIX U3OENNIA UNN YCOBEPLLEHCTBOBAHUN CTapbIX, U UX
cnepyeT NOHMMAaTb Kak 0BLLYH COBOKYMHOCTb 3HAHWI, UCMOMNb3yeMbIX TEM UMW MHbIM Nuuomy; B n. 3.29
PykoBoacTtea no nateHTHom akcneptmde UKIPO B aTon cBA3M yka3biBaeTcs: «[...] Bo MHOrmMx cnyyasx obwue
3HaHWs BKIOYaIOT OOLLEeAOCTYMNHYI0 OTpacneBylo NMTepaTypy UNn OTpaXakTcs B Takon NutepaType, KOTOpyHo
crneumanucT B AaHHON obnactv formkeH o6blYHO MMETb Mo PYKOW, Mpu3HaBas ee CaMOn CyLLeCTBEHHOW 1
aocTtoBepHomn uHdopmauuen» (Cm. Takke Minnesota Mining & Manufacturing Co v Beiersdorf (Australia)
Limited (1980) 144 CLR 253); B PykoBoacTse no nateHTHow akcnepTnse BUCC, pasgen E, n. 2.25, obwme
3HaHWs ONpeaensaiTCa Kak TeXHMYecKas nogrotToska cneumanuncra.

CM. peleHne T766/91 AnennsumoHHbix nanat ENMB.

Cm. maTepuansl, npeacrasneHHble Hopserven Ha aBaguate BocbMon ceccuu IMKIMM, a Tarke PykoBoacteo
no naTeHTHow akcnepTuse ENMB, yacTe G, rmaea VI, n. 3, n/n 3.1. B matepuane, npeacrtaBneHHoM VicnaHuven,
B 3TOW CBSA3M AaeTcs creayrolee oGbscHeHue: «lMockonbKy npegnonaraeTcs, YTo cneuvanucT B
cooTBeTCTBYIOLEe obnacTn obnagaet HeobxoaMMbIMY 6a30BbIMU OBLLETEXHNYECKMMMN 3HAHUAMMU,
MO3BONALLMMN eMy cO34aTb M30OpeTeHe B COOTBETCTBYIOLLLEN 061acT TEXHWKM, IKCNEPT He JOMKeH
TpeboBaTb NpUBEAEHUS KaKMX-TO BblAEpXKeK U3 y4eOHUKOB Unu MHbIX NOAOBHBIX N30aHNiA, cogepaLlmx
NOSICHUTENbHBIN MaTepuarn, KOTOpLIA B MPUHLMME SABNSIETCS 06LLEN3BECTHBIMY.

PykoBoacTteo no nateHTHom akcneptude BUCC, pasgen E, n. 2.32.

10

11



SCP/28/4
cTp. 4

10. TlMncbmeHHas nHdopmauus, HanpumMep, OCHOBHbLIE CMPABOYHUKM, Y4EOHMKN 1
MOHOrpaduun No COOTBETCTBYIOLLEMY BONPOCY, MOXET CUMTATLCA NPeAcTaBnsioLlen obwue
3Hanus'? ' 2. CornacHo Hopmam ETMB, npusHaHme KHUrin usgaHmem obLyecnpaBoyHoro
xapakTepa He 3aBWUCUT OT A3blka, Ha KOTOPOM OHa onybnmkosaHa™.

11. K obwum 3HaHMAM 0ObIYHO HE OTHOCAT coAep)KaHWe NaTeHTHOM LOKYMEHTauun, XoTs
€CINKN KaKOM-TO NaTeHT LLUMPOKO U3BECTEH UMK PErynsapHoO y4nTbiBaeTCd cneunanmcTamm B
[laHHOW 06nacTn, OH MOXET CYMTaTbCS YacTbio 06LLUMX 3HaHUIY. To e kacaeTcs Hay4HbIX
ny6nMKa|_|,vu7|16. Tem He MeHee, B HEKOTOPbIX 0COBbIX Cny4vasix, eCnun n3obpeTeHne 0THOCUTCA K
Hay4Hon obnacTtu, ABMAIOLWENCA HACTONbLKO HOBOW, YTO COOTBETCTBYOLLME TEXHUYECKME
3HaHMS NoKa OTCYTCTBYIOT B y4eBHMKaXx, cogepXaHne HaydHbIX Un naTeHTHbIX NyGnnkaumm
TaKKe MOXET CUMTATbLCS ANEMEHTOM 0BLLUMX 3HaHWIA® . Kpome Toro, B coctaB 00LLMX 3HAHWI
MOXeT BXOAWUTb HAabop NPOMbILLNEHHbIX CTaHAapToB™.

12. Y10 KacaeTcsa Hay4HbIX NyONMKaUWMi B LLENIOM, B PYKOBOACTBAX MO NATEHTHOW SKCNepTmnse
HEeKOTOpPbIX BEAOMCTB NPUBOAATCS CCbINKMU Ha pelueHune no geny «British Acoustic Filmsy, B
KOTOPOM 6bINo ykasaHo: «[...] 4ns gokasatenbCcTBa TOro, YTo Kakme-To CBeAEHUsi BXOOAT B
cocTaB ObLKNX 3HAHWI, Mano NokasaTb, YTO OHM Oblnn oNyGIMKOBaHbI B CTaTbe UM Cepumn
cTaTten B Hay4YHOM XXypHar, He3aBMCUMMO OT NOMYNSPHOCTU UK TUpaXa TaKoro XypHarna, ecnu
HEeT AaHHbIX O TOM, YTO Takasa nNybnukaumsi B LLENOM npuHaTa cneumanuctamm B Tom obnactu
TEXHUKM, K KOTOPOWN OHa OTHOCUTCSA. KOHKpeTHble cBegeHMUs], ONyOnNMKoBaHHbIE B HAY4YHOM
N30aHUKM, He CTAHOBATCS OOLWMMN 3HAHUSIMU TOSIbKO MOTOMY, YTO N3AaHNE UMEET LUMPOKYIO
ayaumTopuio, U [...] bonbLluion Tupax. Takve cBegeHWUst CTAHOBATCS OOLMMMN 3HAHUSIMU TOMNbKO B
TOM cny4ae, ecnm oHM 06LLEN3BECTHbI 1 NPUHMMatOTCA 6e3 BonpocoB 6OMbLUMHCTBOM
crneumnanucToB AaHHOM obnacTu; ApYrMMu CroBamu, KOrga OHU CTAHOBSATCS YacTbio obLLen
COBOKYMHOCTW NX 3HAHUIN, OTHOCALLUXCH K 3TON obnactu»™®.

13. Takke cumTaeTcsi NpU3HaHHbIM, YTO CrEeUMannCTbl He 063aTeNbHO AOMKHbI
«CO3HaTenNbHO yaepXknBaTb B NamMsT» O6LLME 3HAHUS: CYLLECTBYIOT NyGrnMKaLmm, K KOTOPbIM
OHU perynsipHo o6pallarTCs, He 3anoMuHas Ux, U KOTopble BCE e BXOAAT B COCTaB 0bLLnX

12 Cwm. Hanpumep, PykoBoacTteo no nateHTHon akcneptnse BUCC, pasgen E, n. 2.25, matepuwansi,

npeactaenenHble Hopserven, Nicnanven n CoeguHeHHbIM KoponeBcTBOM Ha ABaALaTb BOCbMOM ceccum
MK, a Takke pewenve T171/84 AnennaumoHHbIx nanat EMNB. B PykoBoacTBe No naTeHTHOM aKcnepTu3e
ElNB nosicHsieTcs, 4TO COOTBETCTBYIOLLME CBEAEHMS COAEPKATCA B TAKUX U3AAHUAX MOTOMY, YTO YXKe
COCTaBnsAOT 00LMe 3HAHWSA, @ HE CTAHOBSITCH OOLLMMU 3HAHUSIMU B pe3ynbTaTe NOsIBNEHNS B TAKUX U3LAHUAX
(vactb G, rmasa VI, n. 3, n/n 3.1)

B aton cBsisu B MaTepuane, npeacraBneHHoM ABCTpanuen, ykasbiBaeTcs cnefyiollee: «aBnsetcs
NPU3HAHHLIM, YTO OHWN HE OrpaHMYMBaOTCA MaTepuanamm, KOTopble MOXHO 3aMOMHUTb, HO BKITOYAOT U
MaTepuarnbl, O CyLLEeCTBOBaHUM KOTOPbIX M3BECTHO M HA KOTOPbIE perynsipHO CCbINatTcs — Hanpumep,
CTaHOapTHbIE TEKCTbI, YHUBEPCUTETCKME YYEOHMKN 1 Cneumann3MpoBaHHbIE OTpaceBbIE XXypHanbl (4eno
«ICl Chemicals & Polymers Ltd npotus Lubrizol Corp», 45 IPR 577).».

Cwm. peluenne T426/88 AnennauunoHHbix nanat ENMB.

Cwm. Hanpumep, MmaTepuansl, NpeacTaBneHHbie ABcTpanuen, Hopeernei u Vicnanneii Ha aBaguaTb BOCbMOM
ceccun [NKIM, PykoBoacTtso no nateHTHon akcneptuse UKIPO, n. 3.32, PykoBoACTBO MO NaTeHTHOM
akcnepTnse ElMB, yacte G, rnaea VI, n. 3, n/n 3.1, n PykoBoacTteo no nateHTHon akcneptuse BUCC, pasgen
E, n. 2.25.

CM. Hanpumep, matepuarsbl, npeacraeneHHble Hopeernen n Micnanmnen Ha geaguatb BocbMow ceccum MKIM
n PykoBoacTtBo no nateHTHon akcnepTtuse ENMB, yacte G, rmasa VI, n. 3, n/n 3.1.

Tam xe.

Cwm. PykoBoacTtBo no nateHTHon akcneptuse UKIPO, n. 3.30.1, n PykoBoacTBO NO NaTEHTHOM 3KCnepTuse
BWCC, pasgen E, n. 2.32.

Cwm. pelueHune no geny «British Acoustic Films» (53 RPC 221 at 250), umtupyemoe B PykoBoacTse no
nateHTHou akcneptmse UKIPO, n. 3.32 n B PykoBoacTtse no nateHTHon akcneptuse BUCC, pasgen E, n. 2.25,
a Takke MaTepuan, npeacTaBneHHbIn ABCTpanuen.
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sHaHuii®®., BwmecTe c Tewm, «[T]o, 4TO MOXET ObITb HaNAEHO B pe3yrnbTaTe TWaTeNnbHOro Nomcka
— 3TO He TO e camoe, YTO «obLLUMe 3HaHUA»>  [paMOTHbIN CneLunanvcT AoIKeH ymeTb 6e3
0COObIX YCUNNIA HAaWTK COOTBETCTBYHOLNIA pasaen (pasgenbl) cnpaBoyHuka. MpocmoTp nodtn
BCEWN nuTepaTtypbl, ONMCbIBaOLEN YPOBEHb TEXHUKN, NMPU3HAETCH HeoNpaB4aHHO CTPOIUM
TpGGOBaHVIeMZZ. Kpome Toro, HargeHHast nHdopMaumsa 4omkHa ObiTb OOHO3HAYHOW U
AonycKkaTb HENOCpeACTBEHHOE MCMONb30BaHNE 6e3 KakMx-iMbo COMHEHMIN NN AanbHENLINX
U3blCKaHUI>.

14. CornacHo 3akoHy o naTteHTax ABCTpanuu, obLme 3HaHUsi He OrpaHMYMBaKOTCS OBLLMMK
3HaHUSIMK, UMELMMUCS B 3Tol cTpaHe. C apyroi CTOpoHbl, pelleHne cyga CoeamHEHHOro
KoponeBcTBa rnacuno, YTo CBEAEHNs!, cYUTaOLLMECS OOLLMMN 3HAHUSIMU, AO0MKHbI ObITh
TakoBbIMU B CoeauHeHHom Koponesctee?.

15. B AnoHun n Pecnybnuke Kopee o6LWMMM 3HAHMSIMW Ha3bIBaKOT CBEAEHMS/TEXHOMOIMNIO, B
LiefIoM M3BECTHbIE CneumanucTam B COOTBETCTBYHOLLEN 06nacTy, BKITHOYas LUMPOKO U3BECTHbIE
TEXHNYECKNe CBEAEHUS U LUMPOKO NPUMEHsieMble TexHUYeckne ceeaennsi.  «lLnpoko
N3BECTHbIMN TEXHUYECKUMUN CBEAEHNSIMU» HA3bIBAOTCA TEXHUYECKNE CBEAEHUS, ABMAIOLLMNECS
00 Een3BeCTHBIMN B COOTBETCTBYIOLLEN 06riacT TexHnkn. OHu BKMto4varoT, Hanpumep (i)
TeXHUYeckne ceefeHust, ourypupyroLine Bo MHOMMX OKyMeHTax unu Beb-ctpaHuuax,
XapakTepuayoLmx NpeaLecTBYOLWMIA YPOBEHb TEXHUKK; (ii) TEXHUYECKNE CBEAEHMS, LUMPOKO
n3BeCTHble B oTpacny; (iii) TexHn4yeckne cBedeHUsl, XopoLLO U3BECTHbIE B TOM MeEpE, B KAKOW UX
HE HY>KHO MNMKCTPUPOBaTh Npumepamu. «LLIMpoko NpuMeHsieMble TEXHUYECKME CBEAEHUS» —
3TO LUMPOKO U3BECTHbIE TEXHNYECKME CBEAEHNS, UMEIOLLVE LUIMPOKOE NpuMeHeHne?.

16. B HeKkoTOpbIX CTpaHax B COCTaB OOLUMX 3HAHWIA TaKKe BKINOYalT HETPAOULMOHHbIE
27
3HaHuna"".

20 Cwm. PykoBoacTtBo no nateHTHon akcneptuse BUCC, pasgen E, n. 2.25, PykoBoacTBO No naTeHTHOM

akcneptuse UKIPO, n. 3.32, a Takke maTepuan, npeacTaBneHHbln ABCTpanven Ha ABaguaTte BOCbMOW Ceccum
MKMA.

Cwm. maTepuan, npeacTaBneHHbln ABCTpanuen Ha ABaauaTe BocbMoln ceccum MK, cogepkallmii cebifiky Ha
peleHue no geny «Aktiebolaget Hassle un Astra Pharmaceuticals Pty Limited npotus Alphapharm Pty Ltd»
(51 IPR 375 at [72]-[73)).

Cwm. pewwenne T171/84 AnennauunoHHbix nanat ENMB.

Cwm. pewwenne T149/07 AnennsauunoHHbix nanat ENMB.

B yacTHOCTH, B peLLeHnn roBopuIioch: «3TO CBA3AHO C TEM, YTO, HE3AaBUCKMMO OT TOro, NAET NN peyb O
AeNCTBMTENbHOCTN eBponelckoro nateHTa (ana CoeguHeHHoro Koponesctsa), unu nateHta CoegnHeHHOro
KoponeBcTBa, peyb naeT o npaee, AelcTBytoLLEeM Ha Tepputopumn CoeamHeHHoro KoponescTa. CBegeHus o
npenLecTBYOLLEM YPOBHE TEXHUKN MO, KOHEYHO, ObITb OnybnnkoBaHbl B N0OON CTpaHe MUpa, HO A He
AyMmato, 4TO 3TO OTMEeHsieT 06513aHHOCTb rpynnbl CAELManuCcToB paccMaTpuBaTh 3T CBEAEHUS Tak, Kak ecnu
©Obl OHM GbINK ony6nmkoBaHbl B CoeauHeHHoM KoponeBcTtBe. A He Aymato, Uto OyAeT MMeTb 3Ha4YeHue ToT
daKT, YTo Kakme-To cBeaeHus ABJTAKTCA oOWmMK 3HaHUAMM, Hanpumep, B Kutae, ecnv oHu He ABJIAKOTCA
0o6LWmMK 3HaHMsAMK 3aeck. Cutyaums morna 6bl 6biTe MHON, ecniv Obl BCe Nuua, cBeayLumne B KOHKPETHOW
obnactu TexHuku B CoeanHeHHom KoponeBcTBe, Gbinv 3HakoMbl ¢ cuTyaumen B Kutae». Cm. geno
«Generics (UK) Ltd (t/a Mylan) npotus Warner-Lambert Company LLC»([2015] EWHC), untnpyemoe B
MaTepwuarne, npeacrtaBneHHoM CoeanHeHHbIM KoponeBcTBOM.

B PykoBogcTee no nateHTHOW akcnepTtuse AlMNB, rmaga 2, n. 2.2, panee nosacHsaeTcs: «[T]takum obpasom,
0o0LMe 3HaHMSA BKITHYAKT METOAbI SKCNEPUMEHTASbHbIX UCCIIeA0BaHUN, aHANMTUYECKNE 1
NPOV3BOACTBEHHbIE METOAbI, TEOPETUYECKNE TEXHUYECKME 3HAHMS U T. A., B TOW Mepe, B KaKoll OHM B LIeNIoM
W3BECTHbI CNELMAnUCTy B COOTBETCTBYIOLLEN 06nacTi. Bonpoc o ToM, N3BECTHbI 1 B LIENIOM T€ UMK UHblEe
TEeXHUYECKNE CBEAEHUS CNEeLManmCcTy B COOTBETCTBYHIOLLEN 06nacTy, peluaeTcsl UCXoast He TOMbKo U3 obbema
TEXHUYECKOW [OKYMEHTALMKN, OCBELLAIOLLEN TaKkne TEXHNYECKUE CBEAEHUS], HO U U3 TOTO, CKOSIbKO BHUMaHUS
yOEensanochb TakMM CneunanmncToM TakmMm TEXHUHECKUM CBEOEHUSMY.

Cwm. PykoBoacTtBo no nateHTHon akcneptuse KBUC, n. 4.2.1, n PykoBoAcTBO No naTeHTHOW akcnepTunse AlB,
rnaea 2, n. 2.2.

B nene «Apimed Medical Honey Ltd npotue Brightwake Ltd», [2011] EWPCC 2, [2011] RPC 16, nateHT
Kacarcs Xvpypruyecknx noBsi3oK Ans 3aXUBIMEHWS paH, coaepxallmx mea v reneobpasytowmii areHt. Cya
peLunn, 4YTo, XOTS Ha AaTy npuoputeTa NuLb HEMHOTME CNeLnanmcTbl B 06nacTy 3aXMBneHnus paH Mornm bl
ycMaTpuBaTb Kakoe-TO KINMHUYeckoe Oyayliee Ans NnevYeHns paH npy nomMoLum Meaa, 3To 06CTOSTENLCTBO HE

[Footnote continued on next page]
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17. TlocTeneHHbI pocT 06 bEMOB KOPNOPATUBHbBIX U CNELMAnNM3NPOBaHHbIX 3HAHWIN, TO €CTb
3HaHW, AOCTYMHbIX TONBLKO B NpeAenax TeX Uy UHbIX OpraHmM3aunin Unm KOMNaHun nnm
M3BECTHbIX NULLb HEBOMBLLIOMY YACNY CNELMANUCTOB, AENAET pasnMyeHne Mexay oowmmm
3HaHMAMU N YPOBHEM TEXHUMKWN BCe Bonee n 6onee npobnemaTtndHbiM. [laxke ecnun Kakon-To
npu3Hak, akT Unm KOHLUENUMs N3BECTHbI HEGOMBLLOMY YMUCAY ML, OHU MOTYT CYATATLCA
3NeMEeHTOM OBLLMX 3HAHWUI TONBbKO B TOM Cry4ae, eCcriv MOXXHO NoATBEPAUTL, YTO OHM U3BECTHDI
3HAYUTENBbHOMY OOMBLUMHCTBY CNELMANUCTOB B COOTBETCTBYHOLLEN 06MacT 1 NPU3HaKTCS
nmn?®. Tem He MeHee, B ApYrvX Cy4asix, CMOTPSA MO TOMY, O KaKo TEXHOMOTMM naeT peyb,
obnagaTensamm obLIMX 3HAHWI MOXET BbITb OTHOCUTENBHO HEBOMbLLIOE YNCIO cneLnanucTos™.

18. BaxHo Takke NPOBOAUTb pasnuyme Mexay ooLuMmn 3HaHUSAMU 1 OBLLLEAOCTYNHBIMM
3HaHUAMU. Te UnNn NHble CBeAEHUA HeNb3a CYNTaTb ANIEMEHTOM OBLLMX 3HaHUI TOMBKO Ha TOM
OCHOBaHWU, YTO OHU BXOASIT B COCTaB OGLLECTBEHHOTO AOCTOSIHUS .

COYETAHVE: MPOCTOE COBMELLEHUE VMU CUHEPTETUYECKUIA QOOEKT
lNpuHyun usobpemameribCKO20 ypo8HS U codemaHue

19. B kauecTBe 06Liero npuHumMna, n3obpeTeHme B LENOM NPU3HAETCA O4EBUOHBIM, ECIN
nobor anemMeHT (31eMeHTbI) NMPEeALECTBYIOLENO YPOBHS TEXHUKMA NN OBLLNX 3HAHWIA
cneumanucta B COOTBETCTBYOLLEN 06nacTy mor Obl NoAcKkasaTb TakoMy crneuuanucTy B aaTy
nogayun 3asiBkv (Mnu, B COOTBETCTBYIOLLMX CNy4dasix, B 4aTy npuopuTteTa) MAet co3gaHus
3as1BJIEHHOIO M306pEeTEHMSA NyTEM 3aMELLEHNS, COYETAHUSA UM BUAOU3MEHEHUST OOHOTO UM
HGCKOJ‘I;KMX TaKMX 3NEMEHTOB MpPeLLIECTBYIOLLErN0 YPOBHSA TEXHUKM C Pa3yMHON BEPOSITHOCTbIO
ycnexa™ .

20. [pwv pelLeHnm Bonpoca O Hann4mm n3o0bpeTaTenbCKoro YpoBHs (B OTIINYME OT HOBU3HBI)
A0NyCTUMO 06beanHATL CoAepXaHne ABYX UM HECKOMbKNX JOKYMEHTOB, XapaKTepUayroLLmnx
NpeaLecTBYOLWNIA YPOBEHb TEXHUKM, HAMPUMEP, Pa3HbIX OMyONMKOBaHHbLIX MATEHTHbIX 3aSBOK
WM NaTEHTOB, NPU YCNOBUM, YTO Takoe 06beanHeHMEe Obino Gbl 0O4EBUAHBIM AN cneunanucTa
B AaHHOM obnactu. [onycTumo Takke coveTaTb HECKOMbKO MAEW, COAePXXaLlnxcsi B O4HOM n
TOM Xe JOKYMEHTE, ONUChIBaOLLIEM NPeLLECTBYIOLLMIA YPOBEHb TEXHUKX, HANPUMep, B OOQHOW
KOHKPETHOW KHUre, eCNM UMEKTCA pa3yMHble OCHOBaHUS A5 YCTAHOBMNEHUS CBA3WN MEXAY
TaKVMM Y4acTSMM CNeLManMcTom B AaHHon obnactn®.

21. B HeKoTOpbIX IPUCOMKLUUSAX COYETAHNE 3NEMEHTOB NPeLEeCcTBYIOLWEro YPOBHA TEXHUKN
4acTo MMeHyeTcs «Mmo3anKkom». PaccmaTpusas geno «ASM Assembly Automation Ltd npoTtus
Aurigin Technology Pte Ltd», cyg npusHarn, 4To «npu pelueHnn sonpoca 06 04eBUAHOCTU
AonyckaeTcs co3gasaTtb "MO3auKy" U3 COOTBETCTBYHOLLNX JOKYMEHTOB, €CIIN OHA MOXEeT ObITb
co3gaHa nuuom, NUWEHHBIM BoobpaxeHus 1 nsobpetatenbcKoro TanaHta (CMm. geno

[Footnote continued from previous page]

OTMEHSIET TOro dhakTa, YTo 3Ta MAEs BXOAMUT B COCTaB 00Lmx 3HaHun. CM. PyKOBOACTBO MO NaTeHTHON
akcnepTtnse UKIPO, n. 3.32, n PykoBoacTtBo no nateHTHOW akcneptnse BUCC, n. 2.30.

Oeno «Beloit npotue Valmet» (Ne2) [1997] RPC 489 Aldous L.J., uutnpyetcs B PykoBoacTse no naTteHTHON
akcneptnse UKIPO, n. 3.33.

Cm. maTepman, npeactasneHHbii CuHranypom. BmecTe ¢ Tem, cornacHo peweHuto T475/88 AnennsaumoHHbIX
nanat ElNB, ogHokpaTHas nybnvkaunsi 06bIMHO HE MOXET CUMTATbCSA OOLLUMUN 3HAHUAMU.

PykoBopacTBo no nateHTHon akcneptuade BUCC, pasgen E, n. 2.26.

Cwm. Hanpumep, PykoBoacTteo PCT no npoBeAeHno MexXayHapoaHOro novcka v MexayHapogHom
npegBapuTensHOM akcnepTuasbl, n. 13.09.

Cwm., Hanpumep, PykoBoacTBo No nateHTHou akcneptuae ElNB, yactb G, rmasa VII-16, n. 6, n CnpaBo4HuK no
BOMPOCaM 3KCMepTM3bl NaTEHTHbIX 3asABOK A1 BEAOMCTB NPOMbILLNIEHHOM COOCTBEHHOCTM CTpaH
LieHTpanbHon Amepukn n JommHukaHckon Pecnybnvku, n. 7.6.
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«Technograph npoTus Mills & Rockely» [1972] RPC 346)*. AnanorunuyHbiM o6pasom, B aene
«J. Mitra And Co. Pvt. Ltd. npotue Kesar Medicaments And Anr», cyg noctaHoBumn: «97. [...]
CocTtaBneHne Mo3ankm U3 oTAeNbHbIX JOKYMEHTOB MW NPeaLEeCTBYOLWMNX TEXHUYECKMX
peLleHnn JoMyCTMMO TOMbKO B TOM CIlydae, eCrin MOXHO [oKa3aTb, YTO cneunanuct, paboTas ¢
KOHKPETHbIM JOKYMEHTOM, 06paTuncst 6bl K KAKOMY-TO APYroMy AOKYMEHTY, YTOObI AONOMHUTL
cBefeHus, NonyyYeHHble n3 nepsoro. [...] Mpu peweHnn Bonpoca 06 04eBNOHOCTH, B OTNIMYME
OT HOBU3HbI, JOMYCTUMO COCTaBNSATb «MO3aWKy» U3 COOTBETCTBYIOLLNX JOKYMEHTOB, HO 3TO
AomkHa ObITb MO3aurka, KOTOPYHo MOr Obl COCTaBUTb YENOBEK, NULLIEHHbLIA BOOOpaXXeHust 1
TanaHTta nsobpertartensa»’’.

Obuwue 3HaHus u coyemaHue

22. Tlpw oueHke n3obpeTaTenbCKOro ypoBHsI TEXHUYECKOrO pPeLLEeHNs cneumanmcT B
COOTBETCTBYIOLLEN 0651acTU MOXET codeTaTb naeu, coagepXxawmecs B OAHOM UM HECKOSTbKUX
AOKYMeHTax, C 06LLMMM 3HaHUSIMU, Kacarowmmmncsa aton obnactn. Hanpumep, coveTtaHune
AOKYMEHTa, OTpakatoLwero ypoBeHb TEXHUKN, C U3BECTHbIM Y4EOHUKOM MM aBTOPUTETHbLIM
cnoeapem, 6yaeT Npu 0BbIYHBLIX YCIOBUAX CYMTATLCA O4EBMAHBLIMS". [1OCKOMbLKY CneuuanvcT B
COOTBETCTBYIOLLEN 0briacTn Bcerga nogpasymeBaeT obLume 3HaHus, OH byaeT
NHTEpPNPEeTUPOBaTh NOGON JOKYMEHT, OTPaXKatoLWMA YPOBEHb TEXHUKN, B CBETE OOLLMX 3HAHWUN,
N3BECTHbIX EMY Ha COOTBETCTBYIOLLYIO AaTy, TO eCTb Ha AaTy nogayum (M npuopuTeTa) 3asiBKM
Ha n3obpeTenne®. B aToii cBa3u nogpasgen 7(2) 3akoHa o naTeHTax ABCTpanuu NpsiMo
rnacuT, YTo «npu cpaBHEHMM n306peTeHns ¢ 6a3on AOKYMEHTOB, XapaKTepU3yoLLMX
NpeALlecTBYOLWMIA YPOBEHb TEXHUKW, HAnu4ymne y Hero n3obpetaTenbCcKoro YpoBHs He
Npu3HaeTCcs TOMbKO B TOM Criy4ae, ecriv oHo 6bino 6bl o4eBMAHBIM ANS cneyvanvcta B
COOTBETCTBYIOLLEN ob6nacTn B cBeTe 06X 3HAaHUI, CyLLeCcTBOBaBLUMX (B MATEHTHOM cdepe
NN BHE ee) 40 AaTbl NpMopuTeTa COOTBETCTBYIOLLErO N300peTeHns, He3aBMCUMO OT TOrO
paccMaTpuBalOTCS N Takne 3HaHWS M30NTMPOBAHHO UM COBMECTHO C MHdopMaLmen,
ynomuHaemon B nogpasgene (3).» B nogpasgene 7(3) ykasbiBaeTcs, YTO Takon MHopMaLumen
angaetcs: (i) nobor oTaenbHbIN 3NeMEHT MHPOPMaLMM O NPEALIECTBYIOLEM YPOBHE TEXHUKN;
unu (i) coyetaHme nobbix OBYX UM HECKOSTbKNX 3NIEMEHTOB MHOpMaLMM O NpeaLlecTBYIOLLEM
YPOBHE TEXHMWKWN, KOTOPbIE, COrMacHoO pa3yMHOMY NMpeanofnoXeHuto, A0 AaTbl npuopuTeTa
COOTBETCTBYIOLLEN 3asBK/M MOr Obl CBA3aTb Mexay cobow cneumanucr.

KombuHauuoHHoe uzobpemeHue 8 uesiom

23. [pu onpeaeneHun n3obpeTaTenbCKOro YpoBHS 3asiBlieHHOe U306peTeHne 06bIYHO
paccMaTpuBaeTcs B LeNoM. JTOT NPUHLMI NPUMEHSIETCS U NPU OLIEHKe N306peTaTenbCcKoro
YPOBHSI TEXHUYECKMX PELLEHWIA, COMETAIOLNX ABE MUITN HECKONbKO KOHLIENLMIA, OCHOBaHHbIX Ha
NpeaLwecTBYOLLEM YPOBHE TEXHUKU. Takum o6pas3om, faxe ecnu Kaxaas KoHUenuus,
OCHOBaHHas Ha NpeaLwecTBYIOLLIEM YPOBHE TEXHUKM, paccMaTpuBaemas cama no cebe,
oueBMaHa ons cneuvanucta B JaHHou obnacTtu, TpeboBaHme 0 HanMunMmn n3obpeTaTenbCKoro
YPOBHSI BbINOSHAETCS, €CNK OT cneuuanicTa B AaHHON obracTu Hemnb3s Obino oxuagaTh Takoro
06beaNHEHNS HECKOBbKMX KOHLIEMLMIA, OCHOBAHHBIX Ha NPeLLEeCTBYIOLLEM YPOBHE TEXHUKN® .

33
34
35

ASM Assembly Automation Ltd v Aurigin Technology Pte Ltd [2009] SGHC 206.

J. Mitra And Co. Pvt. Ltd. vs Kesar Medicaments And Anr. on 22 February, 2008 (Delhi High Court).

Cwm. Hanpumep, PykoBoacteo PCT no npoBeaeHWio MeXAyHapoaHOro noncka n MexayHapoaHom
npeaBapuTenbHOM akcnepTuabl, n. 13.13.

MaTtepwuan, npeactaBneHHbI ApreHTMHON Ha ABaauaTtb BocbMon ceccum MKITM.

Cwm., Hanpumep, PykosoacTteo PCT no npoBegeHnio MexXayHapoaHOro noncka n MexayHapoaHowm
npenBapuTensHoi akcnepTu3ael, n. 13.13, a Takke CnpaBoYHUK NO BONPOCaM 3KCNepPTM3bl NaTEHTHbIX 3a8BOK
Ansi BEAOMCTB NPOMBbILLIEHHON cOBCTBEHHOCTU CTpaH LieHTpansHon AmMepukn un [loMyHmnkaHcko PecnyGnvku,
n.7.2.1.
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24. Takum obpasom, He0OBXO0ANUMO CreanTh 3a TeM, YTODbI CyLLIECTBO 3asiBIIEHHOIO
n300peTeHns He onNpeaensanochb TONbKO HA OCHOBE MCKITHYEHMS U3 ero OPMYIbl M3BECTHbIX
NPU3HAaKOB, NMOCKOMbKY CyLLECTBO 3asiBNIEHHOro N3006peTeHns MOXET COCTOSITb B KOHKPETHOM
coueTaHun obbekToB>®. Cyabl FepmaHnm Takke NPUHUMANU PELLIEHUS!, COrNacHO KOTOPbIM
04EeBMOHOCTb N300pETEHNs], COMETaOLLEro HECKONMbLKO NPU3HAKOB, He AoKa3biBaeTCca hakToM
OYEBUOHOCTU KaXA0ro OTAeNbHOro npusHaka camoro no ce6e®. CooTBeTcTBEHHO, aKCnepTu3a
AOIMKHA MPOBOANUTLCA C YY4ETOM O4EBUAHOCTU NPEaIOKEHHOrO COYETaHNS U He
OrpaHNUMBaTLCS OLIEHKOM OTAENbHbIX NPU3HAKOB UMK YaCTUYHbBIX KOMBUHAaLMIA™.

BeposimHocmb coemeweHuUs creyuanucmom OOKYMeHmMo8, COCMassisitolux 351eMeHMbI
npeduwecmeyroweao ypo8HsI MexHUKU

25. LleHTpanbHbIM BONPOCOM YCTaHOBMNEHUSI M306peTaTenbCKoro YpoBHA KOMOMHALMOHHBIX
N3006peTEHNI ABNSIETCH, BO3MOXHO, PELLUEHNE BOMPOCa O BEPOATHOCTU COBMELLEHUS
cneunanMcTomM B COOTBETCTBYHOLLEN 06nacTu AByX unu 6onee aneMeHTOB NpeaLwecTBYOLErO
YPOBHS TexHMKN. CneayeT OTMETUTb, YTO BONPOC O BEPOATHOCTM COBMELLEHUS CeLManmcToM
B COOTBETCTBYIOLLEN 061acTN pasHbiX 3N1EMEHTOB NPEALLECTBYHOLLErO YPOBHA TEXHUKN — 3TO
YyacTb paccMoTpeHus 6ornee obLiero Bonpoca 06 04EBNOHOCTM 3asiBIIEHHOIO n3obpeTeHuns. B
3TOM CMbICIe Npu peLleHnn Bonpoca 06 n3obpeTaTenbCkoM YpoBHE KOMOUHALIMOHHbIX
N300peTEHNN NPUMEHSIOTCA TE XXe 00LLIME NPUHLMMBLI U KPUTEPUN OLIEHKN N300peTaTenbCKoro
YPOBHS NN O4EBUOHOCTM.

26. [Moaxon OOHOrO U3 NAaTEHTHLIX BEAOMCTB K PeLLeHUI0 BONPOCca O BEPOSITHOCTY
COBMELLIEHNS CMIELManMcToM B COOTBETCTBYIOLLEN 06n1acTi ABYX unu Gonee CyLecTBEHHO
Pa3NNYHbLIX 3NIEMEHTOB CBEEHMNI O MPEALLECTBYIOLLEM YPOBHE TEXHUKW, COCTONT B TOM, YTOBbI
pekoMeHA0BaTh 3KcnepTam obpallaTth MaBHOE BHUMaHWe Ha npobnemy, CTosLyo nepes
crneumanncToM B JaHHOI 06nacTu, onpeaensisi, C y4eToM xapaktepa 3Tol Nnpobnembl, MMetoTCs
NN y cneumanncTa B JaHHON 06nacTy pa3yMHble OCHOBaHUS (M1 Kakue-To MOTVBbI) AnA
COBMeLLEHUNS TakuUX cBeaeHUin™: .

27. Tak, B PykoBoacTBe nNo naTeHTHOM dKkcnepTu3e EBponenckoro nateHTHOro Be4oMcTBa
roBOpUTCS, YTO B paMKax NPUMEHeHMs noaxoaa «npobnema-pellueHme» onyCTUMO codeTaTb
cBefeHus, onyonmkoBaHHblE B O4HOM MITM HECKONbKUX LOKYMEHTaX, YacTu AOKYMEHTOB NN
Apyrve anemMeHTbl NPeaLWecTBYOLWEro YPoBHSA TEXHUKKN (Hanpumep, nybnuyHoe ncnonb3oBaHmne
n300peTeHns B NPOLLSIOM UIM 3HaHWSI OBLLETEXHUYECKOrO XapakTepa, He CyLecTByoLne B
neyaTHOM BMAE) C GNMKANLLIMMK K HUM 31EMEHTaMM NPEALLECTBYHOLLETO YPOBHS TEXHUKM.
OpHako TOT gaKT, YTO Ans nosnyyYyeHnss HeobxoaMMOro codeTaHus NpM3HakoB TpebyeTtca
06beanHNTL Bonee Yem OA4MH OOKYMEHT C ORVKanLWMMN K HEMY 3fleMeHTaMm
NPeALlecTBYOLLEr0 YPOBHS TEXHUKN, MOXET OblTb CBMAETENLCTBOM HanmMuns
n3obpeTaTenbCKkoro YpoBHS — Hanpumep, Korga 3asBneHHoe n3obpeTeHne — aTo He NPOCTOM
arperaT npu3Hakos™’.

28. [pwu peleHnmn Bonpoca 06 04EBNOHOCTM COMETAHMS KOHLENUUIN, COAEepKaLLMXCH B ABYX
WITN HECKOMbKUX CYLLECTBEHHO Pa3HbIX df1ieMEHTaxX NPeALLECTBYIOLWEro YPOBHSA TEXHUKN,

38 CnpaBo4YHUK NO NaTeHTHoM akcnepTnse Begomctea MIC Asctpanuu, n. 2.9.2.2.

% Cwm. BGH, X ZR 87/65 (1968) — Betondosierer, GRUR 1969, 182; BGH, X ZR 62/79 (1981) —
Kautschukrohlinge, GRUR 1981, 736; BGH, X ZR 115/96 (1998) — StoRwellen-Lithotripter, GRUR 1999, 145.
0 BGH, X ZB 9/79 (1980) — Tomograph, GRUR 1980, 984; BGH, X ZR 46/78 (1981) — piezoelektrisches
Feuerzeug, GRUR 1981, 341; BGH, X ZR 19/79 (1981) — First- und Gratabdeckung, GRUR 1981, 732.
CnpaBoYHUK NO NaTEHTHOW akcnepTnse Begomctea NC AecTpanuu, n. 2.5.2.5.5A.
Cm. Takke CrnpaBoYHMK NO BONPOCAM 3KCNEPTM3bl MATEHTHbIX 3asiBOK 4151 BEAOMCTB NMPOMBbILLIIEHHON
cobcTBeHHOCTM cTpaH LleHTpanbHo Amepukn u [lomuHukaHckorn Pecny6nuku, n. 7.6, PykoBoacTBO no
nposeaeHuto akcneptussl KBUC, pasgen 7, n PykoBoAcTBo No nateHTHoun akcneptuse APOUC, n. 3.7.9.
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HEeKOTOpble NaTeHTHble BeAOMCTBa peKOMEeHOYIOT 3KCnepTamMm nNnpMHMMaTb BO BHUMaHne
pas3niM4Hble MOMEHTbI. K Takum MOMeHTaMm OTHOCATCS, B YAaCTHOCTH, cnepymowne:

() [OenaroT nu xapakTep u cogepxaHne KoHuenuun 6onee nnm meHee BEPOSATHLIM UX
coYeTaHue cneumnanmcTom B COOTBETCTBYHOLLEN obnacTw.

Hanpumep, npu oueHke n306peTaTenbekoro YpoBHS KOMOUHALMOHHBIX M306peTeHni
cregyeT yyYuTblBaTb, OTHOCATCS N KOHLENUMMW K aHaNOrMYHbIM, CMEXHbIM UMK
yaaneHHbIM Apyr OT Apyra obnacTam TexHuku™,

B Lilenom npu3HaeTcs Takke O4eBUAHLIM COYETaHNE KOHLIEMLIMIA, COAePXaLLMXCS B ABYX
[OKyMEHTaX, OfIMH U3 KOTOPbIX COAEPXMT OUYEBUAHYIO N GECCMOPHYIO CCbINKY Ha Apyron*.
OpHako Ana NpeabsBIeHNs BO3PaXEeHU B OTHOLLEHUN N306peTaTenbCKoro YpoBHS,
OCHOBAHHOTO Ha TaKOW «OYEeBUOHOCTY COYETaHUs», B JOKYMEHTE He 0653aTensHO
[OIMKHa NPUCYTCTBOBATL ABHAs cebinka™.

(i) KakoB o6bem paboTbl, HeO6X04MMOM ANs BblAENEHMA OTAENbHbIX NyGnukaunn ns3
BCEro MaccvBa AoKyMeHTaumm®.

Huvikakoro npeaenbHoro Yncna anemMeHToB MHpopMaumm, KoTopble MOryT 06beanHATLCS
Npu NpeabsiBNIEHUN BO3PAXEHNsI 06 OTCYTCTBMM M300peTaTenbCKOro ypoBHSI, He
cyuwectByeT. OGN NPUHLUN COCTOUT B TOM, YTO YeM DoribLle YNCITO NPU3HAKOB,
KOTOpble He0b6X0AMMO 06 BEANHNTL, TEM BhbILLE BEPOSITHOCTb HanMuns
nsobpeTartensckoro ypoeHa' . HeobxoaMMocTb MCNONb30BaHWS GOMBLLLOMO KONMYECcTBa
CCbITOK Ha NpeaLecTBYOLWUA YPOBEHb TEXHUKN MOXET YKa3blBaTb HA BEPOSITHOCTb
NPUCYTCTBMS B @aHanuU3e HeonpaBAaHHOrO PeTPOCNEKTUBHOTO anemeHTa’™,

(i)  Hanwuune B 0gHOM M3 3NEMEHTOB MHOPMaLMN MPU3HAKOB, UCKITHOYAKOLLNX
COYEeTaHNE HECKOIbKMX 3NIEMEHTOB MHGOPMAaLMKN O NPEALLECTBYHOLLEM YPOBHE TEXHUKU
49

Hanpumep, ecnm coyeTaHve AByXx OnyBnMKOBaHHBIX 3MEMEHTOB, paccMaTpUBaeMbIX B
COBOKYMHOCTU, Ha NpaKTUKe 3aTPyAHEHO BCNeACTBUE BHYTPEHHER HECOBMECTUMOCTU UX
PaCKPbIThIX MPU3HAKOB, CYLLLECTBEHHbIX AN N306peTeHns, TO codeTaHne Takux
311eMEHTOB CMeLManucToM B AaHHOM 06nacTy 0B6bI4HO HE CHUTAETCS YEM-TO
04eBUAHLIM™.

(iv) ObLweTexHnyeckme Nnpobnembl COOTBETCTBYIOLLEN 06NaCTN TEXHWUKU, a Takke
TeHOEHLMN Pa3BUTUSA TEXHUKU 1 3aNpOChl MPOMbILLIIEHHOCTH.

43
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Cwm., Hanpumep, PykoBoaCcTBO Mo NaTeHTHOW akcnepTnse EBponerickoro naTeHTHOro BeAOMCTBa, YacTb G,
rnaea VII-16, n. 6, PykoBoacTteo no nateHTHon akcneptuse UKIPO, n. 3.43, PykoBOoACTBO MO NaTeHTHOM
akcneptnse APOUC, n. 3.7.9, n PykoBoacteo PCT no npoBefeHvto MexayHapoA4HOro noucka u
MeXayHapOAHOW NpeaBapuTenbHOWM aKkenepTnasl, n. 13.12.

PykoBoacTteo no nateHTHon akcneptuae UKIPO, n. 3.43; PykoBoacTtBo no nateHTHoW akcneptuse APOUC, n.
3.7.9.

PykoBogacTteo no nateHTHon akcneptude BUCC, pasgen H, n. 4.42.

PykoBoacTtBo no nateHTHoM akcneptuae UKIPO, n. 3.43.

PykoBopacTBo no nateHTHon akcneptude BUCC, pasgen H, n. 4.46.

PykoBopacTBo no npoBeaeHuto akcneptuasl KBUC, Pazgen 7. Cm. Takke pasgen 4aHHOro JOKYMEHTa,
NOCBSLLEHHbIN HEJONYCTUMOCTU PETPOCNEKTUBHOIO aHanuaa.

Cwm., Hanpumep, CnpaBoYHKUK NO NaTeHTHON akcnepTuse Begomctea NC AscTpanum n PykoBoacTBO Mo
nateHTHou akcneptuse UKIPO.

Cwm., Hanpumep, PykoBoacTBO No nateHTHou akcneptuse ElMB, yactb G, rmasa VII-16, n. 6, n PykoBoacTtso no
nateHTHou akcneptuse UKIPO, n. 3.43.
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CornacHo npakTUKe OHOro NaTeHTHOro BEAOMCTBA, KOr4a 3KCrepThl onpeaensioT
n3obpeTaTenbCKUi yPOBEHb TEXHNYECKOrO PeLleHns MyTeM CoueTaHns pasnmnyHbIX
31EMEHTOB NPe/LIECTBYIOLLErO YPOBHA TEXHUKM, OHW MOTYT YUYMTbIBATh, B YACTHOCTY,
obLeTexHnYeckne NpobnemMbl COOTBETCTBYIOLLEN 0BMAcTV TEXHUKM, a Takke TeHAEHLN
Pa3BUTUA TEXHWUKN 1 3aMPOChl MPOMbILLMEHHOCTU ",

(v) Bospact gokymeHTauum.

Hanunuune ctaporo onvcaHus cnocoba peLleHns UMEHHO TO NPoBreMbl, KOTOPYHO
NPM3BaHO PeLLNTb N306peTeHne, NO3BONAIOLLErO CNeLuaniucTy cpasy OLeHUTb ero
3HayeHMe MOXeET OblTb BECKMM OCHOBaHUEM OJ151 IPEAbABNEHUS] BO3PAXKEHUS MO
KpUTEPUIO o4eBNaHOCTU® . OgHaKo BO3pacT JOKYMeHTa cam no cebe He 03HajaerT, YTo OH
HEe MOXET CMY>XMTb OCHOBAHWEM AN BO3PAXEHUS MO KPUTEPUIO o4eBUAHOCTU . Kaxapiil
3MEeMEeHT NpeaLlecTBYIOLLErO YPOBHS TEXHUKN LOIMKEH OLLEHMBaTbLCS Takum 06pa3oM, Kak
ecnu 6bl Ha COOTBETCTBYIOLLYIO AaTy nofdayn (Unu aaTy NpMopuTeTa) OH paccmaTpuBarncst
BrepBble.

(vi) Mpenmywectaa.

MpenmyLiecTBa NpMMeEHEHUs N300peTEeHNsI NO CPABHEHWUIO CO CChIfTKaMW Ha
NpeaLecTBYOLWNA YPOBEHb TEXHUKM YKa3blBAtOTCA B PYKOBOACTBAX MO NATEHTHOMN
SKCNEPTM3E HEKOTOPbIX MATEHTHbLIX BEAOMCTB B Ka4eCTBE OHOro M3 bakTopoB, KOTOpbIE
MOryT CBMOETENbCTBOBATL O HANMYMmM n3obpeTaTenbckoro ypoBHs. Hanpumep, ecnm
npeMMyLLecTBa No CPaBHEHMIO C NPEALLECTBYIOLLMM YPOBHEM TEXHUKN OTBEYAIOT
npuBeaeHHbIM Hke yernosuam (i) unu (ii) u npeBbIWaoT T€ BO3MOXHOCTU, KOTOPbIX
MOXHO OXMAaTb UCXOASt U3 YPOBHSA TEXHUKM, UX cnedyeT cuntaTtb hakTtopamum, KoTopble
MOryT CBUAETENbCTBOBATL O HANMYMM n3o6peTaTenbckoro ypoBHs: (i) 3asiBneHHoe
N306peTeHNE NO3BONAET NOMYYNTb PE3ynbTaT UHOTO XapakTepa, Yem pesynbTar,
obecneynBaembliin NpeaLEecTBYOLWUM YPOBHEM TEXHUKM, U CNELMannCT B JaHHON
o6nacTn He MOXET OXuaaTb pesynbTata 3asBEeHHOro N306peTEHNsST UCXOAS! U3 YPOBHS
TEXHUKM HA MOMEHT nodaym 3aseku; unu (ii) 3asasneHHoe n3obpeTeHne No3BonsieT
NonyYnTb pe3ynbTaT TOro Xe XapakTepa, HO ropasfo 6onee 3HaYUTENbHBIN B
KONMYECTBEHHOM OTHOLLEHUN, YeM NPEeALLECTBYHOLLNA YPOBEHb TEXHUKN, N CNELManucT B
AaHHOM 06n1acTn He MOXET OXMAaTb NONyYeHUs pesynbTaT 3asiBNIEHHOro n3obpeteHuns
MCXOAS N3 YPOBHSA TEXHWKM HAa MOMEHT rnodaun 3assku.>

(vii) WpeT nu peyb 0 kOMBUHALMK UM NPOCTON arperaumm NpusHakos (CM. pasgen
«KomburHaumsa B OTNMYME OT COBMELLLEHMS UMW arperaummn» HXe).

29. B PykoBogctBe no naTteHTHOM akcnepTmse [focygapcTBEHHOro BegomMcTBea
nHTennektyansHon cobcteseHHocTn Kntasa (SIPO) Takke ykasbiBaeTcs, YTO Npu onpeaeneHun
n3obpeTaTenbCKOro ypoBHs KOMOUHALMOHHOIO n30bpeTeHns obbl4HO cneayeT NpUHUMaTh BO
BHMMaHue criegyowime dakropsbl: (i) 0bHapyXmBatoT N Takne codeTaemMble TEXHUYECKNE
Npu3HaKky1 OYHKUMOHAMNbHYIO B3aMMOOBYCNOBNEHHOCTb; (ii) COXHOCTb MX COMeTaHus;

(iii) ntoBble TeXHUYECKNe MOTUBLI AN COMETaHWUS 3NeMEeHTOB NpeaLecTBYOLWEro ypoBHS
TexHUKM; (ivV) TEXHNYECKMI pe3ynbTaT KOMBUHMPOBaHMA 1 T. A.°°

51

o PykoBopacTBo no npoBeaeHuto akcneptuasl KBUC, pasgen 7.

YnomuHaHue 3asiBkum komnaHum «Jamesigns (Leeds) Limited» ([1983] RPC 68) B PykoBoacTBe No naTeHTHOW
akcneptnse UKIPO, n. 3.38

Oeno «Brugger v gp. npotuB Medic-Aid Ltd» ([1996] RPC 635), umtnpyemoe B PykoBoAcTBe No NaTEHTHOWM
akcnepTtnse UKIPO, n. 3.39

Cwm., Hanpumep, PykoBoacTBo no nateHTHou akcneptuse AMNB, vacte I, rmaea 2, pasgen 2, n. 3.2.
PykoBoacTtBo no nateHTHon akcneptuse SIPO, yacTe Il, rmaea 4, n. 4.2.

53
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30. B cBsaA3u c BONpOCOM 0 BEPOSITHOCTU OTKPLITUS 3as8BfIEHHOrO N306peTeHNsT CNeLnanmucTom
B COOTBETCTBYHOLLEN obnacTu cyq B 'epmaHum ykasarn, 4To ecnv cpegHuin cneumanmncT Takke
Mor 6bl NPUITK K TaKO KOMBUHaALMM NPU3HAKOB, N306peTaTenbCKMn YpoOBEHb OTCYTCTBYET, HO
ecnn Takon cneumanuct mor 6bl co3gaTb n3obpeTeHre Nyb NoTeHUManeHo,
n3obpeTaTenbCKuUin ypoBeHb NPUCYTCTBYET .. Takum o6pa3oM, n3obpeTaTenbCkuin YpoBEHb
NOATBEPXOAEeTCA, eCnNun NpeanoXeHa KOMOUHaUNS ABYX Pa3fMyHbIX TEXHUYECKUX pPEeLLEHUN,
3(phEeKTUBHOCTb KaXaoro N3 KOTOpbIX AOKa3aHa Ha NpakTuke, u bnarogapsa aTomy Obino
AOCTUrHYTO KaKoe-TO KOHKpeTHOoe npenmyLlectso. [lpu aToM, ogHako, nsobpetartenbCckuin
YPOBEHb HE NMOATBEPXKOAETCH, €CNN N300peTeHne 3akmnyaeTcsl B NPOCTOM COBMELLEHUN
crneumanucToM pesynbTaToB AeiCTBUA UX NPU3HAKOB®'.

31. Kpome Toro, nockosnbKy npu oLeHKe N306peTaTenbCKoro YpoBHS «04EBUOHOCTb
06beanHeHMs» OBYX I HECKONbKUX KOHLENLUUIA onpeaensieTcs C TOYKU 3peHns creuuanucTa
B JaHHOW 06racTu, ero MoTMBaLmst K UISMEHEHMIO KOHLLEMLMIA, UMEIOLLMXCSA B NpeaLlecTByoLwem
YPOBHE TEXHUKM, He 0Bs3aTenbHO CoBNagaeT ¢ MOTMBaLMEN 3asiBUTENS, KOTopas NpuBena K
CO3[aHuIo 3asiBNEeHHOro N3obpeTeHust. Kpome Toro, 4OKYMEHTbI, OnucbliBatoLLne
NpeaLwecTBYIOLLNIA YPOBEHb TEXHUKM, He 06a3aTenbHO OOMKHbI NOACKA3biBaTb coYeTaHue,
koTopoe Aarno 6bl TO e caMoe NPeVMYLLLECTBO UK pe3ynbTaT, KOTopble Oblfn OTKPbITbI
3asBuTeneM. MNpeawecTBYOLWMIN YPOBEHb TEXHUKN MOXET NoACKasbiBaTb MO 3asiBNIEHHOIO
N306peTEeHNs], HO AN MHOM LIeNW UNn ANs peLleHnst VHON Npobrnemb! e,

32. BepxosHbli cyg CLUA, paccmaTpumBas geno «KSR International Co. npotue Teleflex Inc.»,
NOATBEPAUS NPUHLMNbI, CHOPMYNMPOBaHHbIE B €ro NpeueaeHTHOM peLleHnn, CornacHo
KOTOPbIM «[C]loYeTaHne N3BECTHbIX 3N1IEMEHTOB M3BECTHLIMM CNOCOBaMn CKopee BCEro SBMseTCS
OYEBUOHBLIM, €CIIM OHO JaeT NULLb NPeackasyeMble pesynbTaTtbi»>.. Takum o06pa3om, npu
onpegeneHnn 04eBMAHOCTM COMETAHMSA U3BECTHBIX 3NIEMEHTOB pearibHbI BONPOC COCTOUT B
TOM, «SIBNSAETCS N1 YCOBEPLUEHCTBOBAHME YEM-TO BONbLUMM, YeM NpeackasyeMoe
MCNOMNb30BaHME 3NIEMEHTOB NPEALLECTBYHOLLENO YPOBHSA TEXHUKN B COOTBETCTBUN C UX
N3BECTHLIMN PYHKLMAMU» .,

33. CornacHo npaktuke BegomcTtea no nateHtam n toBapHbiM 3Hakam CLUA (BIMT3 CLUA),
OOHO M3 «Kraccu4eckmx» 060CHOBAHWUI 3aKnioveHnst 00 04EBUOHOCTU N300pPETEHUS — 3TO TO,
4YTO MMENO MECTO COYETaHNE 3NIEMEHTOB NPEALIECTBYHOLLENO YPOBHSA TEXHUKN N3BECTHLIMU
cnocobamu Ana nonyyeHns npeackasyembix pedynstatos®. [MpumeHsst 3to o6ocHOBaHMe,
3KCNepTbl AOMKHbI 3adhMKCMpOBaTh CreayoLMe BbiBOObI:

()  BbIBOA O TOM, YTO NPEALLECTBYIOLLUNA YPOBEHb TEXHUKN BKIHOYAnN KaXkabln 13
MYHKTOB (pOpMYIibl 3aSIBIIEHHOrO N306peTeHNs, XOTA U He 06A3aTenbHO B BUAE OOHOTO
AOKYMEHTa, ONUCLIBAIOLLIEro NPeALLECTBYOLNA YPOBEHb TEXHUKN, N YTO €ANHCTBEHHAsA
pasHuLa Mexay 3asiBNeHHbIM n306peTeHneM 1 YpOBHEM TEXHUKM COCTOUT B TOM, YTO €ro
3neMeHTbl He Bbinun hakTudeckn obbeanHeHbl B O4HOM JOKYMEHTE, ONUCbIBaOLLEM
NpeALlecTBYOLWNIA YPOBEHb TEXHUKW;

(i) BbIBOA O TOM, YTO CpeaHUN CNeLmnanucT B COOTBETCTBYIOLLEN obnacty mor 6bl
00beANHNTL SNEMEHThLI Tak, Kak 9TO cAenaHo B 3asiBIEHHOM N300peTeHNN, NMPY MOMOLLIN
N3BECTHbIX CNOCOBOB, 1 YTO B TAKOM COYETaAHUN KaXKAbIN N3 HUX NPOCTO BLINOMHAET TY e
camyto (pyHKLMIO, KOTOPYHO OH BbIMNOSHAET cam no cebe;

%6 BGH, | ZR 117/54 (1956) — Wasch- und Bleichmittel, GRUR 1956, 317.

57 MaTtepwuan, npeactasneHHbl fepmaHvent Ha gBaguatb BocbMown ceccum MK,

%8 PykoBoacteso PCT no npoBeaeHno MexayHapo4HOro noucka u MexayHapoaHon npeaBapuTenbHON
akcnepTnsbl, n. 13.13.

%9 KSR International Co. v. Teleflex Inc. (KSR), 550 U.S. 415-16, 82 USPQ2d at 1395.

&0 Tam xe, 417, 82 USPQ2d at 1396.

61 CnpaBoYHMK MO BONpocam naTeHTHow akcnepTussl (MPEP), §2141.
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(iii) BbLIBOA O TOM, YTO CPEOHUN CNEeUnanucT B COOTBETCTBYHOLLEN 0bnacTy noHsAs Obl
NpeAcKasyeMoCTb pe3ynbTaToB TaKOro COYETaHUS; U

(iv) nobble gononHUTENbHbIE BbIBOAbLI, HEOOXOAMMbIE B COOTBETCTBUM C TpeboBaHNAMMN
«(paKTUYECKMX UccrnegoBaHuii Fpamay, ¢ y4eToM akTu4ecknx obCcToaTenbCTB, Ans
060CHOBaHKSA BbiBOAa 06 04eBMAHOCTU 306peTeHns®.

34. W HanpoTuB, eCnun NpeaMeToM n3006peTeHns ABMNSETCS CoMeTaHe SNEMEHTOB,
3a8BMTENM BNpaBe NpeacTaBUTb AaHHbIE UK apryMeHTbl, AoKasbiBaloLme, YTo: (i) cpegHuin
cneunanucT B COOTBETCTBYHOLLEN 06nacTy He Mor B6bl 06beANHNTD 3NIEMEHTLI M300peTEeHUS
N3BECTHbIMK criocobamu (Hanpumep, B CUIy TEXHMYECKUX TpyaHocTen); (ii) coueTaemble
3NeMEeHTbI HEe MPOCTO BbIMOSTHAOT Ty XXe (PYHKLUMNIO, KOTOPYHO KaXXabl M3 HUX BLINOSHSAET caM Mo
cebe; unu (iii) pe3ynbTaThl 3asIBNSEMOro CoveTaHNst OKa3anuch HeoXnaaHHLIMU®,

KombuHauus 6 omnaudue om coeMew,eHus unu agpeaayuu

35. O6uiee npaBumno rnacuT, YTo NPUMEHUTENTBHO K KOMOUHALNMOHHOMY N306peTeEHNIO
HEBEpPHO yTBEPXXAATb, YTO, pa3 OTAEeNbHbIE COMeTaeMble NpU3Hakn, paccmaTpmBaemMble camm
no cebe, N3BECTHbI UM O4YEBUOHbI, O4EBUAEH N BECb OOBEKT N306peTeHnsa. Tem He MeHee,
Korga o6BbEKTOM M300peTeEHMS ABNSETCA NPOCTOe «COBMELLIEHME UMK arperaumsi Npu3HakoB», a
He X NOANMHHasi KOMOMHaUMs, ANs AOKa3blBaHUS TOrO, YTO NPOCTOE COBMELLIEHNE MPU3HAKOB
He obecneunBaeT n3obpeTaTenbCKOro YpoBHS, JOCTAaTOYHO Noka3aTb, YTO OTAESbHbIE
NpuU3Haku, B3ATble camm no cebe, oueBUaHbI ANS CneunanvcTa B AaHHoi obnactun®.

36. Pag TexHn4ecKknx NnpusHakoB NPU3HaeTCs HacTosWwen KomomHaumen NnpmusHakos, ecnm
dyHKUMOHaNbHOE B3auMOAENCTBUE NPU3HAKOB 06ecneymBaeT COBOKYMHbIA TEXHUYECKNIA
pe3ynbTaT, KOTOPbIA OTNIMYAETCH OT CYMMbl TEXHUYECKUX PEe3YNbTaTOB OTAENbHbIX MPU3HAKOB
(Hanpumep, nNpesbiwaeT ee). Opyrmmu crioBamun, B3aMMOLENCTBUE OTAENbHbIX MPU3HAKOB
AOSPKHO AaBaTth cuHepreTmdeckun acpdekt. Ecnm Takon cuHepreTudecknin agodekT
OTCYTCTBYeT, MMEEeT MeCTO NpocTas arperaums npusHakos®. B aToi ceasn BepxosHbiii cya
McnaHum noctaHoBun: «PaccmoTpeB cOOTBETCTBYOLME COOOLWEeHNs O Aerne, nanata npuHana
pelleHne 0 TOM, YTO ncxogHast opmMyra HOBOro nateHTa (To eCTb OCHOBHas dhopmyna
n3obpeTeHns, Ha KOTOPOKM OCHOBaHbI NocneyoLwme nNyHKTbl opMynbl) npeacrasnsana codomn
He NPOCTO COBMeELLEHMNE MPU3HaAKOB, ONUcaHHbIX B oKyMeHTax D1, D2 n D3 u oTpaxaroLmx
npegwecTByHOLNIN YPOBEHb TEXHUKN, @ HEYTO Ka4eCTBEHHO NMHOE, XapaKTepusyioLleecs
HOBW3HOII 1 N306peTaTenbCKM YpoBHEM»®®,

37. B0 MHOrux HopuMCcaMKUMAX NPUHLUMNNANbHOE 3HaYeHne ansa npu3HaHms n3obpeteHuns
HaCTOALLMM KOMOMHALMOHHBIM N306peTeHNEM ABNAKOTCA MNOHATUSA «B3aMMOLENCTBUSA» UMK
«B3aMMOCBA3N» COYETAEMbIX MPU3HAKOB U «CUHEPreTUYECKNn apdekT» nx codetaHma. Ta xe
MbICITb COOEPXUTCH U B BbIPAXKEHUN «3NIEMEHTbI, B3aUMOAENCTBME KOTOPbIX JaeT eAUHbIN
pe3ynbTaT», KOTOpPoe NPUMEHSETCA B NPaKTVKe OHON CTpaHbl®’. UTo kacaeTcst 3Ha4eHms

62 MPEP, §2143.

63 MPEP, §2141.

64 Cwm., Hanpumep, Pykosoacteo PCT no nposefeHWo MexayHapoaHOro novcka v MexayHapogHom
npeaBaputenbHoun akcneptu3abl, N. 13.05, PykoBoacTteo no nateHTHoW akcnepTuse ENMB, yacTte G, rnasa VII-
16, n. 7, CnpaBOYHMK MO BOMPOCAM 3KCNEPTM3bl MATEHTHbLIX 3a8BOK ANs BEAOMCTB NPOMbILLITEHHOM
cobcTBEHHOCTM cTpaH LleHTpanbHon AMepukn n [lomuHmnkaHckon Pecnyonuku, n. 7.2.1 n PekomeHgaumm no
naTteHTHou akcneptmnse APOUC, n. 3.7.17.2.1.

Tam xe.

EBponetickuin ngeHtudpukaTop cynebHix aen (ECLI): ES:TS:2010:1365: BepxoBHblii cya, OTaeneHne cnopos,
Mappuvackas cekums Ne 3, gata: 25/03/2010, pelueHvne anennsiLuMoHHOM uHcTaHumu No. 1444/2009.
CnpaBoYHMK MO BONpOcaM naTeHTHoW akcnepTusbl KaHagbl, 15.02.04.

65
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TEPMMHA «CUHEPTUN», B pelueHnn TexHmnyecknx AnennsumnoHHeix nanat ENB ykasbiBanocs:
«[lBa npr3Haka B3anMOLENCTBYIOT CUHEPreTUYEeCKMM 00pa3om, ecinm nx yHKLUK
B3aMMOCBSI3aHbl U Aal0T AOMNOMHUTENbHBIN pe3ynbTaT, NPEBbILLALWNA CyMMY pe3yrbTaToB
KaXxgoro 13 npusHakos camoro no cebe. HegoctaTo4HO TOro, 4To6bl NPU3HAKKU peLuan ogHy u
TY Xe TexXHU4ecKyto npobnemy unu 4tobbl pesynbTaT ux genctasns Obln 0gUHAKOBLIM 1 AaBar B
COBOKYMHOCTU YBEMMYEHHBIN, HO Ka4YECTBEHHO NPexHUi pesynbtat»®. Mpu paccmoTpeHun
aena «SABAF SpA npotue MFI Furniture Centres Ltd» cyabsa Takke npusHan, 4to, 4Tobbl
3agaBaTtb BOMPOC O HANMUYMKU Y TEXHUHECKOrO peLLeHnsa n3obpeTtaTenbCKoro ypoBHs, crieqyet
CHavana pewwunTb, B YeM COCTOUT n3obpeteHme. B yacTHOCTM, NepBbIn War CocTouT B
onpegeneHnn Toro naeT nu pedb 06 og4HOM M306PETEHUN UMK, C TOUKN 3PEHUSA HANNYKUA
n3obpeTaTenbCKoro YpoBHS, 0 ABYX Unu bonee nsobpeterHnsax. Ecnu gea obbekTa
B3aMMOAENCTBYIOT APYr C APYroMm, T. €. eCru MeXay HUMU UMeeTCsa CUHepreTu4eckoe
AencTeue, oHU NpeacTaBnsaoT cobon eamHoe M306peTeHne KOMOMHUPOBAHHOIO AEUCTBUS, U
HOpMa 3akoHa 06 M306peTaTenbCKOM YPOBHE NPUMEHSIETCS K uaee nx o6beanmHeHns ™.
[lokasaTenbCcTBa TaKOro CUHEPreTU4eCcKoro AeNCTBMS OOMMKHbI ObITb NpeacTaBeHbl Npu
nogaye 3asiBki. [pyrumu cnosamu, B JAHHOW CUTyaumMu AN AOKa3biBaHWUST HANn4ms
n300peTaTenbCKOro YpoBHSI HENb3si UCNOMNb30BaTh HUKAKMe AoKa3aTenbCTBa, NpeacTaBreHHble
nocne Nogayn 3asiBKu.

38. Kpome T0ro, B peLueHuun no «gena o nateHte Glaxo Group», [2004] RPC 43 no sonpocy o
CuHepreTnyeckoM adpdpekte cya ykasan cnegywoulee: «Ecnu cnegyet npegnonaraTb
CUHepreTn4ecknii apekT, OH AOIMKEH OXBaTbIBaTb BCE INIEMEHTLI M306pEeTEHUS U
OnucbIBaTbLCS B MATEHTHOM onncaHun. B gaHHOM NaTeHTHOM ONMCaHUK He ONUcaH HUKaKowm
achbdekT, He BbiTEKaOLWMN eCTECTBEHHBIM 06PAa30M 13 CBONCTB ABYX 3IEMEHTOB COYETaAHUSA.

39. [JokasaTenbCTBO HaNMYUA HEOXKNOAHHOIO CUHEpPreTnyeckoro adpdekta npu
B3aMMOLENCTBUM ANIEMEHTOB M300peTeHns He coobLLaeT codeTaHNo ATUX ANTIEMEHTOB
n3obpeTaTenbCKOro YpoBHS, €Cnv Takoe coyeTaHue Bbino o4eBnaHbIM Ang cneumanucta. B
YaCTHOCTW, €CNN COMEeTaHNe ABYX KaTeropmii akTUBHbIX BELLLECTB U3BECTHO, TO 3aMeHa
BeLLeCcTBa O4HON unu gpyron kateropmm 6onee HoBbIM U 3 PEKTUBHBIM BELLLECTBOM B pamkax
TaKoro coyeTaHusi Bpad N ByaeT Npr3HaHoO MMEILLIM M306peTaTenbCKuin YypoBEHb .

40. Kpome TOro, ecnv cuHepreTn4eckmi appekT coueTaHms aNeMeHTOB He NpeBbIlaeT
a(hpeKT aHaNOrM4yHOro coMeTaHus, M3BECTHOMO N3 YPOBHA TEXHUKN, TAKOW CUHEPreTU4ECKUi
apbdekT He paBHOCUINEH J0Ka3aTeNnbCTBY N300peTaTenbCKOro ypoBHS TAKOro COMeTaHus.

B peweHun T 492/99 NIPRO yka3sbiBanocb, 4To KOMOMHMPOBAHHOE NPOTUBOBOCMANUTENBHOE
BELLECTBO, ONMMCAHHOE B OCHOBHOW 3asiBKe, HE AaBarno HUKaKUX MPEenMYyLLECTB MO CPaBHEHUIO C
YPOBHEM TEXHUKK, U, TakuM 06pa3om, npeanoxeHHas popmyna He obnagana
n3obpeTaTensLCkuM ypoBHeM ' .

41. B oTnvuMe OT HAaCTOALMX KOMOMHAUNOHHbBIX N3006peTeHWI, 3asBNeHHOEe N3obpeTeHne
npeactaenseT cobon NpocToe COBMELLEHWE UITN COeAMHEHNE N3BECTHbBIX YCTPOWCTB Unn
NPOLIECCOB, €CINN OHM AEeNCTBYIOT 0ObIYHBIM ANSA HUX 06pa3oM U MEXAY HAMU HEe BO3HMKAeT
HWKaKOro Heo4eBUAHOro YHKLMOHaNbHOro B3anmogenctens (Hanpumep, annapat ans
npou3BoAcTBa konbac, COCTOALMIA N3 M3BECTHOM MACOPYOKN N N3BECTHON HAMOSTHUTENBHON
MaLLUVHbI, PpacrofnOXeHHbIX nocnep,oaaTeano)n. McnaHckuin cyg nocTaHoBWIL, YTO «B
COOCTBEHHOM MOSICHEHUW 3KCNepTa NOAYEPKUBAETCS, UTO KaXabI U3 3TUX ABYX 3NIEMEHTOB

€8 Pewenne T1054/05 TexHunyeckmx AnennsaunoHHblx nanat ENMB.

69 SABAF SpA v MFI Furniture Centres Ltd [2005] RPC 10.

o Heno o nateHTe Glaxo Group [2004] RPC 43 u geno o nateHTe koMmnanum Richardson-Vicks [1995] RPC 568.

s PykoBopacTBo no nateHTHoM akcneptude BUCC, n.8.167.

& PykoBoacteo PCT no npoBeaeHuio MexayHapo4HOro noucka v MexayHapoaHou npeasaputenbHom
akcnepTussbl, N. 13.14(c), PykoBoacTBo no nateHTHom akcnepTtuae ENB, yactb G, rnaea VII-24, n. 2.1, u
MaTepwuan, npeacTtaBneHHbIn VcnaHnen Ha aBaguaTe BocbMon ceccum MK,
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BbIMOSHSIET CBOK HEOOXOOMMYHO OYHKLIMIO N MEXAY HUMMW HE BO3HUKAET HUKAKOMO
CuHepreTn4yeckoro acpdekta nnm koMbuHauum Knaccos, XoTa ob6a OHKU NTOrMYECKN CBSA3aHbI Un
nx B3ammogencTene obecneumsaeTt paboTy U3genus B LEnoM, U Kaxabli U3 HUX NposiBnseT
KaXKabl N3 NPU3HAKOB, 3aaHHbIX €ro KOHCTpyKumen. Unu, nHadve rosops, cam [oH Ncaak

noaTBepXAaeT, YTO 3TO NPOCTO arperaT U COBMELLIEHNE 3MEMEHTOB» .

42. AHanorn4HbiM 00pasom, cornacHo npakTuke, npumeHsiemon B KaHaae, o6bekT
N300peTeHns NpU3HaeTCst NPOCTbIM COBMELLLEHMEM 3NIEMEHTOB, ECINU KaXKabIA U3 HUX
BbINOSIHAET CBOK COOCTBEHHYIO (DYHKLUMIO, U NPU YAArNeHUM OGHOMO U3 3N1IEMEHTOB OCTarlbHbIe
anemeHTbl NpogosKanu 6bl BbINOMHATL CBOM COBCTBEHHbIE hyHKUMK. Ecnn n3obpeteHne
npeactaensieT cobon TONbKO COBMELLEHNE YacTen UNn N3BECTHbIX YCTPOMCTB U Kaxkaas 4acTb
NI YCTPONCTBO paboTaeT TOMbKO TakK, Kak MOXHO Obifo 6bl oxkngatb, ecnv 6bl OHM
Ncnonb3oBanuch No OTAENbHOCTU, UX COEANHEHNE — 3TO HE HacTosILLAas KOMOUHaLMS, a NPOCTO
arperauusi yacten. laTeHTocnocobHoe n3obpeTeHne He MOXET OblTb OCHOBAHO Ha
COBMELLEHUN paHee N3BECTHbIX 3NeMeHToB .

43. AHanormyHbiM 06pa3om, paccMmaTpuBasi 06CTOATENBCTBA, NPY KOTOPbIX M306peTeHne
npusHaeTcsa oveBmaHbIM, BepxoBHbi cya CLUA ynomsaHyn B cBoem pelwleHun no geny KSR gea
npeueneHTa, UnniCcTpUpyoLwme codeTaHne N3BeCTHbIX ANIEMEHTOB, AatoLLee TOMNbKO
npenckasyemble pesynbTathl. [pu paccmoTpeHmn gena «Anderson’s-Black Rock, Inc. npoTus.
Pavement Salvage Co.» cya ykasarn, 4To ABa paHee CyLleCTBOBaBLUME AfieMeHTa Npu ux
06beanHEHM He genanu HMYero CBepx Toro, YTo oHn aenanu 6ul, paboTtasd No OTAENbLHOCTU U
nocnepoBatenbHo’>. B gene «Sakraida npotus AG Pro, Inc.» cya npuwen K BbIBOAY O TOM,
YTO KOrga n3obpeTeHne COCTOUT NPOCTO B ONpeaesieHHOM PacnofoXeHUM N3BECTHbIX
9NEMEHTOB, B paMKax KOTOPOro KaxAdbli U3 HUX BbINOMHAET TY e PYHKLUMIO, KOTOPYO OH
BbIMOMHSAMN A0 9TOro, U 3T0 HE AaeT HMKAKoro pesynbTarta, NPeBbIatowero To, Yero MoXHoO
BbIn10 6bl OXMAATL OT TAKOro PACMOSIOKEHUS, CO4eTaHNe NPU3HAETCH O4eBUAHBIM'®.

44. TlaTeHTHOe 3aKOHOAATENbCTBO HEKOTOPbLIX CTPaH BOOOLLE HE NpU3HaeT n3obpeTeHnem
COBMeELLIEHNEe NN NPOCToe arpermpoBaHne n3BecTHbIX n3obpeTeHun. Tak, B pasgene 3(f)
3akoHa o0 nateHTax MHOMM roBopuTCs, 4TO MPOCTOE COBMECTHOE PacrnosioKeHne, NHoe
pacnonoxexHve unu oyénmposaHne N3BeCTHbIX YCTPONCTB, KaXK4oe U3 KOTOPbIX (PYHKLUNOHUPYET
N3BECTHbIM 06Pa3oM 1 HE3aBMCMMO OT APYroro, He aBnseTca nsobpeteHnem. Hanpumep,
NMPOCTOE pacrnorioXeHne psaoM U3BECTHbIX 0ObEKTOB, B paMKax KOTOPOro KaXkabl BbINOMHAET
CBOI COOCTBEHHYO (PYHKLMIO HE3AaBMCMMO OT OCTalbHbIX, HE ABMSETCA NaTeHTOCNOCOBHOM
kombuHaumei’’. Koraa ABa MM HECKOMBKO 311eMeHToB Npubopa Unm yCTpoNcTBa N3BECTHBI U
coBMeLLatoTcsa 6e3 kakoro-nnbo B3anmoaenctenst npun nx paborte, cnegyeTt cumTaTh, YTO OHU
BNV N3BECTHBI paHee’®. Tem He MeHee, ecrn N3BECTHble 0BBLEKTDI, PACMONOXEHHbIE
COBMECTHO, HaxogATCsA B KAKOM-TO paboyem B3aMMOAENCTBUK, AaBast HOBbIN UK YIyYLIEHHbIN
pe3ynbTaT, Takoe PyHKUMOHaNbHOe B3anmoaencTeme, Bo3HmKatollee n3 obbeamHeHus
OOBEKTOB, MOXET ObITb MATEHTOCNOCOOHLIM 06bekToM. PaccmaTtpusas aeno «Lallubhai
Chakkubhai npotne Shamaldas Sankalchand Shah», cyg pewwmn, 4To HoBast KOMGUHaLNS
MOXeT ObITb 3anaTeHTOBaHa, AaXe ecnun Kaxkablr N3 afemMeHToB KoMOMHauum cam no cede
N3BECTEH, NMOCKONbKY HOBOE M3denne — 3TO He NPOCTO YacTu, a ux obbeguHeHne n
coBMecTHas paboTta yacten. LieHHOCTb HOBOro 06beANHEHMSA B O4EHb BONbLLON CTENEHU

& EBponevickuii nageHtudukaTop cyaebHoix gen (ECLI): ES:APM:2012:22629: Maapuackuii obnacTtHon cya,

otaenexue 28, pewenne Ne 392/2012, paTa pelwienus: 17/12/2012, peleHne anennsaunoHHON MHCTaHUMK
Ne 720/2012.

CnpaBoYHUK NO BOMpOCaM NaTeHTHOM akcnepTusbl KaHagbl.

& Anderson’s-Black Rock, Inc. v. Pavement Salvage Co., 416-17, 82 USPQ2d at 1395.

7 Sakraida v. AG Pro, Inc., 417, 82 USPQ2d at 1395-96.

" PykoBOACTBO NO NaTEHTHOMY MOWCKY U 3KCNEPTU3e NaTEHTHbIX 3assBOK VIHOMACKOro naTeHTHOro BEAOMCTBA,
pasgen 3.

«Rampratap npotus LieHTpa saepHbIx nccnegosaHum Bhabhax», 1976 IPLR 28 P. 35.

74

78



SCP/28/4
cTp. 15

onpegensieTcs ero pesynstatoM. Ecnn HeGonbluoe n3MeHeHre npeBpaLlaeT NpakTMyeckun
BecnonesHyto BelLlb B HEYTO MONE3HOE U LIEHHOEe, OHO SIBIISIETCA NPaBOMEPHbLIM 06HEKTOM
naTeHToBaHus .

45. AHanornyHbiM obpasom, 3akoHogatenbcTBo Kocta-Pukn, [lommHmnkaHckon Pecny6numku,
oHaypaca n Mekcukm npegycmatpyBaeT, YTO COBMELLEHME U3BECTHbIX N300peTeHnn,
CMelunBaHne N3BEeCTHbLIX MPOAYKTOB UMW U3MeHeHue Ux (popmMbl, pasMepoB uUnm matepmana
NaTeHTOCNOCOOHO, €CNKN OHN haKTUYECKM COBMELLIEHbBI NN CANTLI TakuM 00pa3oMm, YTO yXKe He
MOryT (PYHKLMOHMPOBATL OTAENBbHO APYr OT Apyra, Uinn ecriv UsSMeHeHne Nx KOHKPEeTHbIX
CBOWNCTB 1nu pyHKLMIN obecneymBaeT NPOMbILLIIEHHbIV pe3ynbTaT, He ABMSOLNACA
OYEeBMOHbIM ANA cneynanucta B gaHHom obnactu. Tak, B [JlomuHukaHckon Pecnybnuke
n306peTeHnsi, OCHOBaHHbIE Ha CMELUMBAHNN N3BECTHbIX MPOAYKTOB, HE CUYMUTAIOTCS
NaTeHTOCNOCOOHBIMU, MOCKOSbKY OHN CHUTAKOTCS COBMELLEHNEM U3BECTHBLIX N306pEeTEHUI.
Takas cMeCb MOXET CYMTaTbCHA NPOCTON CYMMOW CBOMCTB KaXJOoro U3 matepuanos, He AaeT
CUHepreTn4eckoro acpdekra nnm NpemmyLLecTB, KOTOpbIe yKe He Obinin Obl pacKpbITbl B YPOBHE
TEXHWKW, N HE JaeT NPOMbILUNEHHOro pesynbTaTta, KOTOpbI He Obin 6bl oveBMaAEH ANs
cneunanucTa B AaHHOM obnactu. HanpoTue, TEXHUYECKNE PELLIEHUS], OCHOBaHHbIE Ha
COYeTaHMM ABYX U3BECTHbIX aKTUBHbBIX MHIPEOMEHTOB CUMTalOTCA 0b6nagaoLmnmm
n3obpeTtaTenbCKMM YPOBHEM, €Cn 00 bEANHEHHbIE ANTIEMEHTbI Aat0T HOBbIA TEXHUYECKUI
a(hpekT, NpeBbILAOLLMIA NPOCTYI0 CYMMY UHOMBUAYaNbHbIX 3MEKTOB KaXKA0ro U3 aKTUBHbIX
nHrpeamenTos®.

46. B AscTpanuu n3obpeteHusi, OCHOBaHHbIE HA MPOCTOM CMELLUMBaHUN YacTeln, He nognexar
nateHToBaHuio. CornacHo pasgeny 50(1)(b) 3akoHa o nateHTax 1990 r., ecnu n3obpeTeHne
npeactaenseT cobon BeLeCcTBO, KOTOPOE MOXET UCNONb30BaTbCH B KAYECTBE NULLIEBOMO
NPOAYKTa Unu nekapcrea (ansa nogen nnm XMBOTHbIX, ANSA BHYTPEHHEr0 UM BHELLHENO
ynoTpebnenns) n SBnseTca NpoCTON CMEChIO M3BECTHbLIX MHIPEANEHTOB UMK NOoMy4YaeTcsa nyTem
MPOCTOro CMeLUNBaHUS, NaTeHTHbIM KOMUCCap BNpaBe OTka3aTb B paCCMOTPEHMN NAaTEHTHOWN
3as8BKW UNu Bblgade naTeHTa. [pocTon CMeChbo M3BECTHbBIX MHIPEOUNEHTOB CYMTAETCA CMECh,
obnagatowas nuwb COBOKYNMHOCTBIO M3BECTHbLIX CBOMCTB €€ MHrpeaneHToB. Hesasucumo ot
no60ro BO3MOXHOro B3aMMOAENCTBUS 3IEMEHTOB, MPOCTOE CMELLUMBAHME MOXET ObITb
NMPU3HaHO He MMeLUM n3obpeTaTenbCKOro YpoBHS, eCrnn Takoe o6begMHEHNE INeEMEHTOB
ABNSAETCS 04EBMAHBIM, N UX KOMOMHaLMA NpeacTaBnseT cobon NPoCTo «npeackasyemoe
MCNONb30BaHME 3NIEMEHTOB NPEALLECTBYIOLLENO YPOBHS TEXHUKN B COOTBETCTBUUN C MX
N3BECTHLIMM PYHKLMAMU»®' Be3 kakoro-nMbo cuHepreTuyeckoro addgekta. Hanpotus, ecnm
coyeTaHue anemeHToB obecneymBaeT cMHepPreTUYecknin ahekT, NoTeHunansHoe
PYHKLMOHaNbHOE B3anMogeNCcTBNE Ui Kakoe-TO MHOe HEOYEBMAHOE NPENMYLLECTBO, Takoe
CMELLVBAHNE He CHATAETCH OYEBUAHBLIM®Y,

OMNACHOCTb PETPOCIEKTUBHOIO BUOAEHUA

[Mpobriema pempocrnekmugHo20 8UOEHUS 8 UEIOM

47. TlorpelwHoCTb PEeTPOCNEKTUBHOIO BUAEHWS — 3TO OLIMOKa BOCNPUATUS, BO3HMKAOLLAA Npuy
OL|eHKe NMpOoLUSbIX PeLUEHWI U coObITU B CUTYaL MK, KOraa OLeHUBaoLWeMy nnuy n3BecTeH

pesynbTaT Taknx peLeHnin nnu cobblTnin, 0COBEHHO Korga CyaeHue 0 BEpOATHOCTH,
BO3MOXHOCTM NpeaBUAEHNS UNN NPEeACKa3yeMOCTH NPOLLNOro cobbiTns AenaeTcs 3agHUM

9 «Lallubhai Chakkubhai npotus Shamaldas Sankalchand Shah», AIR 1934 Bom 407.

8 MaTtepuan, npefcTtaBneHHbli JoMmuHukaHcko Pecnybnvkon Ha ABaguatb BocbMol ceccum MKMM.
81 «KSR Int'l Co. npoTtus Teleflex Inc.», 550 U.S. 398, 417.

82 Matepuan, npeagctaBneHHbI ABCTpanuen Ha ABaguaTe BocbMon ceccum MKIMM.
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uncnom®. orpeLHocTb peTPOCNEKTMBHONO BUAEGHNS OTMEYaeTCsl BO MHOrVMX obnacTax npasa,
roe nuua, BbIHOCALLME OLEHKM, HanpuMmep, Cyabu U NPUCSXKHbIE, OOMMKHbI obpallaTbCa K
NPOLUIMBIM COBLITUSM U BLIHOCUTL CYXXOEHWUS O PeLLeHNsIX, MPUHATBLIX B npowwnom®, Bkrovas
cnyyau npodeccnoHanbHOM HEOPEXHOCTM M NPECTYMHOW XanaTHOCTU, a Takke BONPOCHI
KOpNopaTMBHOIO M NATEHTHOro Npasa.

lNoepewHOCMb pempocrnekmueHo20 8UOEHUS 8 nameHMmMHOM 3aKkoHodamerbcmee

48. B naTeHTHOM 3aKoHOAATeNbCTBE BONPOC O MOrpeLHOCTM PETPOCNEKTUBHOIO BUAEHMS
nrpaet 6onbLUYO POSib NPU PELLIEHMN BOMPOCOB N306peTaTenbCKoro ypoBHA TEXHNYECKNX
peLUEHNN, MOCKOSbKY CYXXOEHMS Takoro poaa MMeT crneunduryeckn cyObekTUBHBIN XapakTep, u
Ha HUX MOXET BNUATb BOCMPUSTUE NULLAMU, BBIHOCALLMMUN TaKNE CYXXOEHWS, NPOLUSbIX COObITUIA.
MorpelwHoCTb PETPOCNEKTUBHOIO BUAEHUSA NpU onpeaeneHnm n3obpetaTenbckoro YpoBHS
BO3HMKAET B CBA3W C TEM, YTO MATEHTHbIE 3KCMEPTLI U CYAbW NPOBOAAT SKCNEPTUIY
3as1BNIEHHOrO M306pEeTEHMS YKe MOCHe TOro, Kak CBeAeHMst O HeM Obin pacKpbITbl B NATEHTHON
3asaBke. [pyrmmu crioBamu, Npu OLEHKe 3asBNIEHHOro N300peTeHns oLueHnBaroLee Nnuo 3HaeT
0 HOBOM M306peTeHnn n 0COBEHHOCTAX ero AENCTBMSA B CPAaBHEHUN C AENCTBMEM U3BECTHbIX
YCTPONCTB 1 cnocoboB (BXOASLWLMX B YPOBEHb TEXHMKM). B CBA3M C 3TMM BO3HUKAeT 66nbLuas
BEPOATHOCTb TOr0, YTO AKCMEPTbI, KOTOPbLIE YXKE 3HAIOT O CYLLHOCTU M300peTEHMUS, MPU3HAKOT
€ro o4eBMAHbIM 1 HeLOOLEHAT ero n3obpeTaTenbCKki YpoOBEHb.

49. TlocKosbKy TEXHUYECKME OTKPbITUS YacTo NPOMCXOAST B pedyrbTaTe NocTeneHHoro
MOLLIAroBOro ABMXEHUS B HanpaBreHny peLleHnst, Mpu peTpocnekTMBHOM PacCMOTPEHUN
3TanHble OTKPbITUS MOTYT Ka3aTbCs 06MaH4YMBO NPOCTLIMK M CAMOOYEeBMAHLIMU, OCOBEHHO
Koraa aHanusvpyoLlee NuLo Nyb NOBTOPSIET LAru, yXKe caenaHHble nsobpetatenem. B
CBSI31 C 3TUM aHanu3upyoLLiee NLo MOXET NEerko BnacTb B 3abnyxaeHue, NpuMeHss
paccyxaeHuve, nayliee oT 3asiBleHHOW NpobnemMbl Yepes psia NPOCTbLIX LWAroB K MICKOMOMY
peLLeHnto, ecnn Takoe pelleHe N3BECTHO eMy 3apaHee.

50. BOnbLMHCTBO NATEHTHBLIX CUCTEM HE AOMYyCKaeT Takoro PETPOCMNEKTUBHOIO BUAEHNS
(paccMOTpeHWst 3aQHUM YMCNOM) MPU OLEHKE OYEBUOHOCTU 3asiBNEHHOro nsobpeteHus. B
4YaCTHOCTW, PYKOBOACTBA U CNPaBOYHMKUN MO NAaTEHTHOWM 3KCNEPTM3E pas3fnNYHbIX BEOOMCTB, a
TaKkKe peLleHns cyaoB NPsIMO NPeaocTeperanT NPOTUB PETPOCNEKTMBHOIO B3rnsaaa npu oueHke

N306peTaTenbLCKOro YPOBHA TEXHUYECKNX pelleHnii®™ %, MpaBunbHbI noaxoa K aHanuay

8 Cwm. Zachary Quinlan, Hindsight Bias in Patent Law: Comparing the USPTO and the EPO, Fordham
International Law Journal, Volume 37, Issue 6, 2014, Article 3 (3akapu KnHnaH, «lorpewHocTb
peTpoCneKTUBHOIrO aHanunsa B NnaTeHTHOM npase: cpaBHeHue npaktuku BMT3 CLUA n EMNB», Fordham
International Law Journal, Tom 37, Ne 6, 2014 r., ctaTtbs 3).

Cwm. See Hal R. Arkes & Cindy A. Schpani, Medical Malpractice v. the Business Judgment Rule: Differences in
Hindsight Bias (Xan P. Apkc u CuHdu A. LLinaHu, «lMpecTtynHas HeOPEeXHOCTb B MeAMUUHE N NPaBumio
AENOBOro CYXAEHNS: pa3nuyHasl CTeneHb NPOsiIBNEHUSI MOrpPELLHOCT PETPOCMNEKTUBHOIO BuaeHusI», 73 OR. L.
REV. 587, 589-90 (1994) (cpaBHeHVe cTeneHu NposiBNEeHNs NOrpeLLIHOCTU peTPOCNEKTUBHOIO BUAEHWS B
peLLEHUsIX No Aenam O NPecTyrnHON HEOPEXHOCTN B MEAMLUHE U NPY MPUMEHEHUN «MpaBunia AENoBOro
CYXXOEHMS», KOTOPOE NPM3BAHO UCKITIOYATb NOrPELUHOCTb PETPOCMNEKTUBHOIO BUAEHMS aHanm3a B 4eN0BbIX
peweHusx); LaBine & LaBine, «Determinations of Negligence and the Hindsight Bias» (llabvH n NabwH,
«PeLwennst cynoB no genam o NpogeccrmoHanbHOM HEBPEXHOCTM U NOrPELLIHOCTb PETPOCMNEKTUBHOIO
BugeHus»), 20 LAW. HUM. BEHAV. 501, 510 (1996), ctp. 506—10 (paccmoTpeHue Bonpoca 0 TOM, B Kakown
CTeneHu NpUCYTCTBME NOTEPNEBLUEN CTOPOHbI MOBLILLIAET BEPOSATHOCTb MPU3HAHUS NOTEHLMANbHbIMU
npucsXkHbIMK hakTa npodpeccruoHanbHoM HeGpeXHOCTH B Aenax o NpodeCcCMoHanbHOM HebpexHoCTH),
unTMpyeTcs no kHure 3akapu KuHnaH, Tam xe.

Cwm., Hanpumep, CnpaBoYHKUK NO BONpPOCaM NaTeHTHoW akcnepTussl KaHaael, rmaea 15; PykoBOACTBO Mo
nateHTHon akcneptmse SIPO, yacte I, rmasa 4, n. 6.2; PykoBOACTBO MO NaTeHTHOM akcneptmde Konymo6uum, n.
2.13.6.3; PykoBoaCTBO NO NPOBEAEHUIO 3KCMEPTU3bI MATEHTOB M MONE3HbIX Moaenen Anonuu, Yactb I,
rnaea 2, pasgen 2, n. 3.3; PykoBoACTBO No nateHTHou akcneptude BUCC, pasagen 4C; PykoBoacTteo no
nateHTHomn akcneptuae UKIPO, n. 3.10; PykoBoAcTBO No naTeHTHou akcnepTuse cnaHckoro BegomMcTea no
naTteHTam 1 ToBapHbIM 3Hakam, n. 6.5.3.5; MPEP, §2141; a takke PykoBoAcCTBO No naTeHTHOW akcnepTunse
ElB, rmaea VII(8).
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npegnonaraet, YTo NPY PacCMOTPEHUN AOKYMEHTOB, XapaKTepU3yLLNX NpeaLecTBYOLLNA
YPOBEHb TEXHUKU, crieayeT n3beratb BNUSIHUS HA UX PACCMOTPEHME COOEPXKAHUSA NaTeHTa unm
NaTeHTHOW 3asiBKW: crnegyeT CTPEMUTbCA NpeacTaBuTb cebsa cneunanncTtom B JaHHOW obnacTu,
KOTOpPbIN eLe HMYero He 3HaeT 06 nsobpeteHnn. OgHaKo 3TO HEN3BEXKHO UCKYCCTBEHHAs
No3unLMsi, MOCKOSbKY B NATEHTE MM NAaTEHTHOW 3asiBKE OMNMCLIBAETCA KaK peLLeHne npobnemsl
(u30bpeTeHue), Tak 1 cama npobnema®’.

Umeem 3HayYyeHUE MoJibKO ypo8eHb 3HaHuUl Ha Gamy rnodaqu (damy npuopumema)

51. OOGLLee NpaBuUio OLEHKN N306peTaTenbLCKOro YPoBHS COCTOMT B TOM, YTO OH [OSIKEH
OLEHMBATbLCA C MO3ULIMM CrieumanucTa B COOTBETCTBYOLLE 061acTu, kako oHa Gbina 6bl Ha
MOMEHT NoJayn NaTeHTHOWN 3asiBKKU (MNW Ha gaTy NpuopuTeTa), Koraa OH elle He 3Har, kak
paboTaeT usobpeteHune. Takum obpa3om, BaKHbIM MOMEHTOM MpU OLIEHKE M300peTaTenbCKoro
YPOBHS1 SABNSAETCSA TO, YTO IKCMEPT AOIMKEH CTPEMUTBLCH NPEAcTaBnUTb cebe oblee cocTosiHNe
TEXHWUKKN, C KOTOPbIM UMEN MECTO CrneumnanucT 4o TOro, Kak 3asBUTENb packpbll CBOe
n3obpeTeHne B NaTeHTHoN 3asBke™®. Y cneumanncTa MOXHO npeanonaraTh TONLKO YPOBEHb
3HaHWIA, CyLLIeCTBOBaBLUMI Ha AaTy nogayu 3asiBku (aaTy npuoputeta). Bce cneumanbHble
3HaHWSA, KOTOPble BO3HUKMM MOCe TaKoi AaTbl, CNeayeT urHopuposath®. [1pu cpaBHeHWM
N306pEeTEHNSI C YPOBHEM TEXHWUKWN 3HAHUS, NOSyYeHHbIE B pe3yrbTaTe co3aaHusi M3obpeTeHus,
He OOMMKHbI CYATATLCS ANTIEMEHTOM YPOBHSI TEXHUKMU.

52. Hanpumep, B CnpaBo4yHMKe No Bonpocam nateHTHoun akcneptusbl (MPEP) BegomcTtBa no
nateHTam u ToBapHbIM 3Hakam CLUA (BIMTT3 CLUA) B aToM CBA3MN yKa3blBaAETCS, YTO yCrioBue
«Ha MOMEHT BpeMeHMU, Koraa 6bino co3gaHo nsobpeTeHne» Npu3BaHo UCKMYNUTL
He4oNnyCTUMbIA MOMEHT PETPOCNEKTUBHOrO BOCMPUATUA. OHO O03HaYaeT Npu3HaHWe CIIOXHOCTU
YMCTBEHHOIO YCUIUS, KOTOPOE OSMKEH COBEPLUNTL AKCnepT, YTobbl NnpeacTaBuTb cebs B TOM
MOMEHTe BpeMeHu, Koraa bbino caenaHo nsobpeteHue:

«CnoXHbIM, HO HEOBXOOUMBIM YCIIOBMEM SBNSIETCA TO, YTO NULIO, NPUHMMAatoLLEee
peLleHne, AOMKHO 3abbITb BCE, YEMY €0 YYUIK... B CBA3N C 3asiBisieMbIM N300peTeHneM,
NnepeHecrnoch B yMe B TOT MOMEHT BPEMEHM, Korda n3obpeTteHune ObIrio co3gaHo (Hepeako,
Kak B 9TOM CIny4ae, Ha MHOro feT Hasapg), U NocTaBuIio cebsa Ha MecTo crneunanvcTa B
faHHom obnacTy. ...»%% %

53. BepxoBHbIn cyg MicnaHum Takke ykasan: «[B]o-nepBbix, B OCnapnBaeMoM peLleHum, cyas
Nno BCEMY, OLIeHKa NPeaLUeCTBYIOLEro YPOBHSA TEXHUKM OCHOBbIBaNach Ha YpoOBHE TEXHUKA U
oBLmMX 3HaHMAX cneumanncTa, CyLecTBOBaBLUMX HE B TOT MOMEHT BPEMEHU, TO €CTb Ha AaTy, B

[Footnote continued from previous page]

8 Cwm., Hanpumep, pelleHusa AnennsumnoHHbIX nanaT EBponerickoro naTeHTHOro BeAOMCTBa, 8- u3gaHue, nionb
2016 r., cTp. 184.

PykoBoacTteo no nateHTHonm akcneptuae UKIPO, n. 3.10.

CmM. maTepuan, NnpeacTtaBneHHbI Hopeernen Ha aBaguaTh BocbMon ceccum MK,

Cm. maTepmarn, NnpeAcTaBneHHbI [epmaHmert Ha ABaguatb BocbMon ceccum MK,

PekomeHgauusa Ne 2141 onsa naTEHTHbIX 3KCMEPTOB MO BOMPOCaM YCTAaHOBIEHWSI O4EBUAHOCTU U300pETEHUI
B cooTBeTcTBMM C nyHkToM 103 pasgena 35 Ceoga 3akoHoB CLUA [R-08.2017], onybrnvkoBaHHasa no agpecy:
https://www.uspto.gov/web/offices/pac/mpep/s2141.html.

Bonpoc 06 onpoBepxeHUn apryMeHTOB 3asiBUTENEN O TOM, YTO OTKIMOHEHWNE 3asiBKM ObINo CBA3aHO C
peTpocneKkTMBHbIM BUaeHneM, paccmaTtpusaeTtcs B § 2145 MPEP, rge rosoputcesi: «3aaBuTtenu mMoryT
yTBEPXAaTb, YTO BbIBOZA 3KCnepTa 06 04eBUAHOCTU M300peTeHNs Obln OCHOBaH Ha HEOGOCHOBAHHOM
peTpocneKkTuBHOM BocnpuaTumy. OpHako «[nioboe cyxaeHne 06 04eBNAHOCTY B KAKOM-TO CMbICIE
Hen3beXxHO ABMAETCS PEKOHCTPYKLUMEN, OCHOBaAHHOW Ha PETPOCTNEKTMBHOM PacCyXAEHWM, HO NoKa Npu 3TOM
NPUHMMAKTCA BO BHUMaHWE TONbKO 3HaHWs, COOTBETCTBOBABLLME YPOBHIO CpeaHero cneuuanucTa B JaHHOM
obnactu B TOT MOMEHT BPEMEHH, Koraa Obino co3naHo 3asiBneHHOe n3obpeTeHre, 1 He YYUTBIBAKTCH 3HaHUS,
KOTOpble MOy GbITb NOMYYEHbI TONBKO U3 CBEAEHWUIA, PACKPbITLIX 3asIBUTENEM, Takasi PEKOHCTPYKLMS
npaBomepHa» (peleHue no geny McLaughlin, 443 F.2d 1392, 1395, 170 USPQ 209, 212 (CCPA 1971),
untTupyemoe B nogpasgene X.A, § 2145 MPEP BIMTS.
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KOTOpPYI0 npoucxoauno cynedbHoe pasdnparenbCTBO nnu ObINIO BbIHECEHO peLleHne, a He Ha
AaTy nogayun naTeHTHOM 3asiBKU. Takum obpasom, MMeno MecTo paccMoTpeHne hakTos
3agHUM yncrnom»®?. B PykoBoacTtee no naTeHTHoOM akcnepTude SIPO B 3ToN CBA3K
ykasbiBaeTcs: «[...] akcnepT 0b6s13aH BCeraa MMeTb B BUAY, YTO ANS OrpaHNYeHns N yCTpaHeHus
ponun cyGbEKTUBHOIO hakTtopa criegyeT UCXOAUTb U3 TOro, YTO oueHKa Bbina BbINofHeHa
crneLmanmcToM B COOTBETCTBYHOLLEN 06nacTn NyTeM CpaBHEHUS N306pPETEHMSA C YPOBHEM
TEXHMWKN, CYLLEeCTBOBABLUMM [0 AaTbl MO4AYN 3asBKM».

OzpaHuyeHue pucka pempocrekmugHo20 80Crpusmus

54. HekoTopble BeOOMCTBa NPUMEHSIOT CTaH4apTHbIE METOA0NOMN OLLEHKN
n3obpeTaTenbCKoro YpoBHS, Hanpumep, nogxod «npobrema-peLleHne» unm «nogxon
BuHacépduHr», onncaHHble B fokymeHTe SCP/22/3. OHM He TonbKo cnocobCTByoT
NOBbILLEHNIO 06 BEKTUBHOCTU N NOCNE0BaTENbHOCTM NPU OLEHKe n306peTaTenbCKOro ypoBHS,
HO M OrpaHn4YMBalOT PUCK PETPOCMEKTUBHOIO B3rnsga (pacCMOTPEHUS 3aQHUM YMCIIOM) Npwu
yCTaHOBNEHUN n3obpeTtatenbckoro ypoBHs. Hanpumep, AnennsaumoHHble nanatel EMNB
yKasblBanu B psiie CBOMX peLLIeHnI, YTO NpaBuibHOE NpUMeHeHne nogxoaa «npobnema-
peLleHne» no3sonseT nsbexarb HeAONYCTUMOrO BOCNPUATUS 3aQHUM YUCIIOM, NMPU KOTOPOM B
paccMOTpPEeHVe BXOAUT 3HaHue 06 n3obpetennn™. OkcnepTbl CuHranypa Ans cBeaeHus K
MWUHUMYMY OMACHOCTM PETPOCMNEKTUBHOIO BOCNPUATUA 00513aHbl NPUMEHATL NPY NPOBEAEHUM
NaTEHTHOWN 3KCNepTU3bl Tak Ha3blBaeMblii «noaxon Buracépdunr»*+2.

55. TlorpelHoCTb PETPOCNEKTUBHOMO B3rngaa MOXeT NPosiIBUTLCHA B aHanmse
n300peTaTenbCKOro YpoBHS Ha pasHbIX 3Tanax aKCcnepTnsbl — HANPUMEp, Ha 3Tane BbISBMEHUN
«Bnuxaiillero aHanora B ypoBHe TEXHUKU»P 1 onpefeneHnst «06beKTUBHON TEXHUYECKON
npobnembl», Tpebytoweit pelenns®’. OaHako ocoboe BHUMaHne puUcky peTpocneKTUBHOIO

% Cwm. maTtepuan, npeacTtaBrneHHbln Vicnanuen, cogepkawuin crneayoLyro cebinky Ha EBponeiickuin

naeHTndukatop cynebHoix gen (ECLI): ES:TS:2017:4251: BepxoBHbivi cya. OTaeneHve rpaXaaHcKoro

npaea. Cekuus 1. 10/05/2017, pewieHne anennaunmoHHON nHctaHuum Ne 699/2015.
% Cwm. pewenus T24/81, 0J1983, 133; T564/89, T645/92 1 T795/93 AnennsumoHHbIX nanat EMB, BockMoe
nsgaHue, nonb 2016 r.
Oeno «Windsurfing International Inc. npotus Tabur Marine (Great Britain) Ltd», 4.18[1985] RPC 59. [pu
paccMoTpeHun AaHHoro Aena AnennsaumoHHbii cya CoeauHeHHoro KoponeBcTBa ykasan, YTo OTBET Ha
BOnpoc 06 04EBUAHOCTM «CrneayeT AaBaTb HE NyTEM PETPOCMEKTUBHOIO PACCMOTPEHUS TOTO, YTO U3BECTHO
cemnyac v Toro, 4To ObINo M3BECTHO Ha AaTy NPMOpPUTETA, U BbISCHEHWS TOTO, BbITEKaeT Ny NepBoe
€CTeCTBEHHbIM U 04eBMAHBIM 06pa3oM 13 nocneaHero, a NyTeM NPeAnonoXeHUs Toro, YTo 6bino 6bl
04YeBUOHBIM Ha ATy NpuopuTeTa ANns cneumanucTa B Tom 06ractu, K KOTOPOM OTHOCUTCH COOTBETCTBYHOLLIMIN
naTeHT»
BmecTe c Tem, npu paccmoTpenun aena «First Currency Choice Pte Ltd npoTtus Main-Line Corporate Holdings
Ltd», [2008] 1 SLR(R) 335, cyn oTMeTun, 4TO B HEKOTOPLIX Cy4asix MOXeT ObITb fonycTMM Gonee NpocTon
noaxon: «[...] Ha npakTuke noBOnbHO YacTo ObiBAET CIOXHO pa3buTb KpuTepuin «BuHacEpduHr» Ha ero
cocTasnsiowme. Noatomy, xoTst Kputepuii «BuHacépduHry octaeTcs NonesHsIM OPUEHTUPOM, EF0 HE
cnepyeT BocnpuHMMaTb Kak HedTo 6onbluee. CrniegyeT npexae BCEro UMEThb B BUAY, YTO KpUTeEpUii
«BuHacépduHr» — 310 NpocTo hopma NposiBneHne n3obpeTaTenbHOCTY cyaa B HaUMyyLlen nparMaTu4eckom
WHTepnpeTaumm u nposicHeHun TpebosaHui pasgena 15 3akoHa». Cm. PykoBOACTBO MO NaTeHTHON
akcnepTnse BUNCC, pasgen 4C.
Cwm. pewwenne T0246/04 TexHudecknx AnennaumoHHbix nanat ENMB, ctp. 50-51 (12 wtons 2007 r.) («4TO6bI
n3bexaTtb NOrpeLHOCTU PaCCMOTPEHNST 3aAHUM YUCIIOM, BNVXKaNLLMM aHarnorom U3 ypoBHS TEXHUKK crnepyer,
Kak npaBumo, cuMTaTb He NPOCTO peLleHre, OOHapyxuBatoLlee Hanbonbllee BHELLHEE CXOACTBO C
n306peTeHMEM, @ TEXHUYECKMIN aHaror, NPU3BaHHbIN pa3peLlmnTb Ty XXe UCXOAHYH npobnemMy unm
HanpaBneHHbIN Ha JOCTMXKEHUE TOW XXe LIENK, Y4TO U 3asiBNeHHOe n3obpeTeHne, Npy MUHUMAIbHbIX
KOHCTPYKTUBHbIX U DYHKLMOHASBbHBIX UBMEHEHUSIX») U peLleHnsa AnennsumnoHHbIX nanat (7-e nsganue, 2013
r.), cTp. 169 (paccmatpuBaroTcs gena, B KOTOPbIX LUTUPYEMbIE TEXHUYECKUE PELLEHUS HE MOITU
MCMNOomnb30BaTbCA Kak Gnvkanne aHanorv B ypoBHE TEXHMKW, MOCKONbKY OHW He Obiny npegHasHadeHbl Ans
peLueHust Tou e npobremel, 4To 1 n3obpeTeHne, 1 AenaeTcs BbIBOA O TOM, YTO Mpu oTOope bnvkanmx
aHanoroB B YPOBHE TEXHUKM ObINo, BEPOSATHO, AOMNYLLEHO PETPOCNEKTUBHOE BOCNPUSTUE).
Cwm. pelerune T0229/85 TexHuueckux AnennsumnoHHblx nanat EMB (dbopmynmpoBka TexHu4eckon npobnemel,
KOTOpYH NPU3BaHO peLUnTb U306peTeHne, He OMKHA coaepxaTh yka3aHUe Ha ee peLUeHne, NOCKOmbKyY

[Footnote continued on next page]
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paccMOTpeHus cnegyeT yaensaTb Ha aTane coveTaHunsi 3NeMeHTOB NPEeALIECTBYHOLLErO YPOBHS
TEXHUKM.

56. HekoTopble BeOOMCTBA, MPUMEHSIIOLLNE B CBOMX PYKOBOACTBAX NO MNAaTEHTHOW SKCNepTuse
noaxon «npobnema-pelueHuey, paccMmaTpusatoT Npobrnemy peTpoCcnekTMBHOMO pacCMOTPEHNS
B KOHTEKCTE COYETaHUs CCbINTOK Ha AOKYMEHTbI N3 NPEALIECTBYHOLErO YPOBHA TEXHMKK. [Mpun
coYeTaHWM PasNUYHbIX dNEMEHTOB NPEALLECTBYOLLEr0 YPOBHS TEXHUKM PUCK NOrPELUHOCTYU
pPeTPOCNEKTUBHOIO pacCMOTPEHMSI OCOBEHHO BENMK, MOCKOMbKY Xapaktep n3obpeteHus n ero
NPU3HaKM BNMSAIOT Ha AOKYMEHTbI, BbISABMSiEMbIE MPU NOUCKE MO NPeALLeCcTBYOLEMY YPOBHIO
TexHukn. Tak, B PykoBoacTBe no nateHTHoW akcnepTuse ENB cogepxutca npegynpexgeHue
aKcrnepTam O TOM, YTO «[...] AOKYMEHTbI, BbiiBIIieMble Mpu NOUcKe, Bblnn HEN36eXHO NoNyYeHbl
C YK€ MMELLNMCS 3HaHMEM COoAepXXaHns npeanosiaraemMoro n3obpeTeHust [M 4YTo aKcnepTbl]
AOMMKHbI CTPEMUTBLCA NPEeACTaBUTb TOT OOLLMIA YPOBEHb TEXHWUKM, C KOTOPLIM MMEN Aeno
cneumanucT 4o TOro, Kak 3asiBUTerb BHEC B HEMrO CBOM TEXHUYECKUI BKNaA, U «peariucTU4HO»
OLIEHNTb AaHHbIN MOMEHT W ApYrvie BaXHbIE MOMEHTBI. TOT e TekcT umeeTcs B
PykoBoacTBe no naTeHTHon akcnepTuse Hopeernn®. HeobxoammocTs npuseaernst 6onbLLIOro
yucra CCbiNoK Ha NpeaLecTBYOWMN YPOBEHb TEXHUKN MOXET ObITb MPU3HaAKOM
HeonpalOBO,u,aHHoro PEeTPOCNEKTUBHOIO BOCNPUATUS NN HEAOCTATOYHOM 060CHOBAHHOCTM

oTkasa .

57. AnennsumonHbin cyg CLUA no degepanbHOMY OKpYry npu paccMmoTpeHun gena «Mintz
npoTus. Dietz & Watson, Inc.»™® gan gononHutensHoe pasbscHEHME K PELLEHUIO MO Aeny
«KSR International Co. npotus Teleflex Inc.»(KSR)'*, otmeTvB Tpu Tpe6oBaHus, KOTOpbIE
AOIMKHbI BbIMOSTHATBLCS BO M3bexaHne HeonpaBAaHHOINo PeTPOCNEKTUBHOIO aHanmaa:

(i) nanoxxeHue coobpaxkeHuin «3gpaBoro cMmbicnax; (i) Hemcnonb3oBaHWe COAEPXKaHUSA CaMOoro
nateHTa npu oopmynmpoBke npobriemel, pellaemon nsobpeteHmem; u (iii) obpawieHme
0co00ro BHMMaHMsA Ha aHanmM3 o6 bEKTUBHbLIX NPU3HAKOB HEOYEBUOHOCTM.

58. B cBA3M C Bblleyka3aHHbIM TpeboBaHueM (i), XOTS B CBOEM BbIBOAE O TOM, YTO Obifio Obl
«04YeBMAHbBIM NONpob6oBaTh» NPUMEHNUTL NIEMEHT 3as8BIIEHHOrO M3006pPETEHMS, OKPYXXKHOM Ccya
NPUMEHAN «NoAxon, OCHOBaHHbIN Ha 30paBOM CMbIcre», cya deaepanbHOro okpyra ykasan,
4TO 3aechb TpebyeTcsa He NPOCTO NPOM3HECTU CIOBA O «3[PaBOM CMbICIIE»: «HE NMPUBOASA
NPaKTUYECKN HUKAKUX JOBOAOB, KPOME CIOB O «34paBOM CMbICMe» (M He NpeacTaBnsAst HUKaKMX
AOKYMEHTOB, 40Ka3bIBaOLMX, YTO CPeAHMI cBeayLun cneumnannct obnagan 6ol aTumm
3HAHMSAMM), OKPY>KHOW CyZ MPEBbLICUIT CBOW MOSTHOMOYUS, NPUHSB NOCTAaHOBMEHNE 06

[Footnote continued from previous page]

BKITIOYEHME B OnucaHue npobnembl 3NeMeHToB U3006peTeHMs HEN3BEXKHO NPUBOAUT K NOrPELLHOCTH
pPEeTPOCMNEKTUBHOIO PACCMOTPEHNST).

Cwm. PykoBOACTBO MO NaTeHTHOW akcnepTue McnaHckoro BeAOMCTBa Mo NaTteHTam 1 TOBapHbIM 3HaKaM,
PykoBoacTBo no nateHTHOW akcnepTtuse Hopeerun, n. 6.5.3.5, n PykoBoacTBo no nateHTHon akcnepTtuse ElMB,
G-VII(8). B PykoBoacTtee no nateHTHoun akcneptuse ENB ganee rosoputcs: «Ecnu, Hanpumep, nokasaHo,
4YTO M30OpEeTEHNE UMEET 3HAUUTENBHY TEXHUYECKYHO LLIEHHOCTb, 1 OCOBEHHO eCcriv OHO 0bGecnevnBaeT HOBOE
N HEOXMAAHHOE TEXHNYECKOE NPENMYLLIECTBO, MOMYYEHHOE HEe NPOCTO KakK HEOXNOAHHbIA AONOSNTHUTENbHBIN
pes3ynbTaTt B 6e3anbTepHaTnBHOM cutyaumm (cm. G-VII, n. 10.2), n umetrotcsa ybeantenbHble apryMeHThbl B
Monb3y CBSA3M TAKOro TEXHUYECKOrO MPEUMYLLIECTBA C OOHMM UM HECKONMBbKMMY NPU3HaKaMu, onncbiBaeMbiMm
B hopMyrne n3obpeTeHus, aKcnepTy cnenyeT ObiTb OCTOPOXHBLIM MPU BbIABWXEHUN TOTO BO3PAXEHUS, YTO
n306peTeHne NLLIEHO N306peTaTENbLCKOrO YPOBHSI.

CM. maTepuan, npeacTtaBneHHbln Hopserven.

B PykoBoacTtse no npoBeaeHnio nateHTHon akcneptusbl KBUC nosicHsieTcs, Kpome TOro, Y4To Npu peLleHuu
Bornpoca 06 04EBMOHOCTU COYETAHUSA ABYX MUITM HECKOMBKUX APYrMX SIEMEHTOB NPEALIECTBYHOLLEro YPOBHS
TEXHVKWN IKCNEPTY criedyeT y4uTbiBaThb CriegyloLlme MOMEHTBI: (i) 3HaUUTENbHY BEPOSTHOCTb X
o6beguHeHNs cneLuanmMcToM B COOTBETCTBYOLLEN obnacTy, (i) OTHOCATCA Ny AneMeHTbI NPeaLIeCTBYOLLIEro
YPOBHS TEXHUKM K TOM e obnactu unm cocegHum obnactsm, u (iil) Hannume pasyMHbIX OCHOBaHWUIA Ansi
YCTaHOBIEHUSI CBSI3U MEXAY HAMM, BeyLLeln K TakoMy COYETaHUION.

11 Mintz v. Dietz & Watson, Inc. (Fed. Cir. 2012), pp.9 -12.

192 KSR International Co. v. Teleflex Inc. (KSR), 550 U.S. 398, 82 USPQ2d 1385 (2007).
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oyeBMOHOCTM n30bpeTeHnsi». YTo kacaetcsa TpebosaHus (i), cya PenepanbHOro okpyra
cAenarn BblBOA O TOM, YTO OKPY)XHOW CyA [OMYCTMI OLIMOKY, COCTOSILLYIO B UCMOSNb30BaHUN
coaepxaHusa nsobpeteHns npu opmynmposke Npobnemsl, pelaemon n3obpeteHmem. Takon
nogxon npobnemMaTnyeH, NOCKONbKY HEOYEBMOHOM MOXET OblTb cama npobnema; nocne Toro,
Kak npobrema oCco3HaeTcs, peleHne npakTnieckm scerga npmxogut. Cya ®epepanbHoro
oKpyra ykasan: «Bknag nsobpetartens 4acto 3aknoyaeTca B HOBOVM (0OPMYIIMPOBKE Camon
npobnembl, NO3BOMNSAIOLLEN fyYlle 0CO3HaTb ee CyTb». COOTBETCTBEHHO, B CBA3U C
TpeboBaHuem (iii) cyq PegepanbHOro okpyra NOAYEPKHY, YTO «Takme 0ObEKTUBHLIE
OPUEHTMPbI Cry)XaT MOLLHbIM UHCTPYMEHTOM 4115 CYAOB, KOTOPbIM NPUXOANTCA pellaTb
CMNOXHYI0 npobnemy HegonyLweHnsa 6ecco3HaTenbHO PETPOCTIEKTUBHOIO BOCNPUATUS», U
«rnomoratT yoepeybcs Npu UccrneaoBaHMn N3obpeTeHnii Ha O4EBUOHOCTb OT ONACHOCTH
PETPOCNEKTUBHOIO B3rnsaa».

[KoHeL, gokymeHTa]



