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EXECUTIVE SUMMARY

1. Pursuant to the decisions of the Standing Committee on the Law of Patents (SCP) at
its twenty-eighth session, held in Geneva from July 9 to 12, 2018, document SCP/29/5 is an
updated version of document SCP/20/9 (Confidentiality of Communications between Clients
and Their Patent Advisors: Compilation of Laws, Practices and Other Information). The
update is primarily based on the information collected from the activities of the Committee
between its twentieth and twenty-ninth sessions. The compilation of information does not
imply any recommendation or guide for Member States to adopt any particular mechanism
contained in document SCP/29/5.

2. Background: It is often the case that an applicant mandates a local patent advisor in
his country of origin to assist preparation and prosecution of a patent application according
to the national rules and practices. In the course of protecting his/her invention at the
international level, the applicant further files corresponding patent applications abroad by
engaging foreign patent advisors in different overseas countries, and patents may be issued.
In some of those overseas countries, when the applicant (or patentee) or a third party
becomes a party to patent litigation, courts may order a party to disclose documents
containing confidential communication between the party and his/her patent advisor,
including that of his/her local patent advisor in his/her country of origin. This may happen,
for example, in the course of “discovery” proceedings during patent litigation in common law
countries. While the party might be protected by the rules and practices on the
confidentiality of communications with his/her patent advisor in his/her country of origin, such
confidentiality relationship might not be recognized and protected in foreign countries where
litigations take place.

3. In general, when a client seeks an opinion from a qualified lawyer, communications
between the lawyer and his client are accorded the privilege of not being required to be
disclosed in a court of law or those communications are protected from public disclosure by
a secrecy obligation. The purpose of preserving the confidentiality of such communications
is to encourage those who seek advice and those who provide advice to be fully transparent
and honest in the process. Those who seek advice should provide the advisor with all the
information that could be relevant to obtain the best advice, including the aspects which may
run counter to his position. On the other hand, the advisor should be able to be completely
frank. Therefore, in order to ensure a high quality of legal advice, the exchange of
instructions and advice should not be restricted due to the fear of disclosure of their
communications.

4. In general, patent attorneys are not only technical experts filing patent applications, but
are also patent law experts providing legal advice related to patent prosecution and litigation.
With the understanding that clients should be able to have frank and open communication
with their patent attorneys, some countries also protect confidential advice of patent
attorneys from forcible disclosure, regardless of whether they are qualified lawyers or not.
However, some other countries do not provide for such a mechanism or do not have any
specific rules on that issue. Even if the confidentiality of patent attorney’s advice is
preserved, the scope of communications covered as well as the extent to which an overseas
patent attorney’s advice is covered are different from one country to another. Consequently,
although the confidentiality of communications between patent advisors and their clients may
be maintained in their home country, there is a risk of forcible disclosure of such
communications in another jurisdiction during the discovery or similar proceedings.

5, International framework: The preservation of confidentiality of communications
between patent advisors and their clients is not expressly regulated by any international
intellectual property (IP) treaty. However, the provisions of the Paris Convention for the
Protection of Industrial Property (Paris Convention), the Agreement on Trade-Related
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Aspects of Intellectual Property Rights (TRIPS Agreement) and the General Agreement on
Trade in Services (GATS) of the World Trade Organization (WTQO) have some relevance to
the issue at stake. With regard to the Paris Convention, the issue appears to fall under the
permissible exceptions to the general rule of the national treatment, although the Paris
Convention does not prevent its Contracting Parties from according the same treatment
between national and foreign patent advisors. The TRIPS Agreement, similar to the Paris
Convention, does not directly refer to the issue, but contains both rules on the production of
evidence which lies in the control of the opposing party, and on the protection of confidential
information (see Article 43). The issues of preservation of confidentiality in connection with
judicial proceedings appear to be outside the scope of GATS.

6. Different approaches at the national level: Annex lll, of document SCP/29/5, provides
a compilation of national laws and practices regarding the scope of client-attorney privilege
and its applicability to patent advisors in 56 countries (including both common law countries
and civil law countries) and three regional frameworks. On the national aspects of the
preservation of confidentiality of communications with patent advisors, wherever possible, it
reviews the national laws with respect to the following elements: (i) the origin of the privilege
and/or secrecy obligation; (ii) professionals bound by the privilege and/or secrecy; (iii) the
scope of the privilege/secrecy obligation; (iv) exceptions and limitations to the
privilege/secrecy obligation; (v) penalties for breach of secrecy; and (vi) qualifications of
patent advisors. Further, in connection with civil law countries, the information as to how
professional secrecy obligation interacts with a duty to testify or to produce evidential
documents during court proceedings may be provided. On the cross-border aspects,
information regarding the recognition of confidentiality of communications with foreign patent
advisors is also gathered.

7. Most countries impose confidentiality obligations on patent advisors either under
national legislations, under codes of conduct set by professional associations or pursuant to
governmental regulations. In general, the duty of confidentiality requires patent advisors not
to disclose any information in relation to their advice, obtained in the course of exercising
their professional duties. However, there are a few countries where such obligation does not
exist. For the issue of how and to what extent confidential communications with patent
advisors are preserved from public disclosure, it is important to take into account the
particularities of court proceedings in common law and civil law countries.

8. In common law countries, the issues at stake inherently relate to a specific privilege in
court proceedings with regard to discovery.

(i)  Some common law countries recognize privilege in respect of communications
between non-lawyer patent advisors and their clients, similar to the
client-attorney privilege.

(i)  However, in some other common law countries, communications between
non-lawyer patent advisors and their clients are not privileged.

9. In civil law countries, the issue is addressed by a professional secrecy obligation. The
breach of confidentiality may lead to criminal prosecution, and is generally subject to a
severe sanction.

(i)  Insome civil law countries, the right to refuse to testify in court on a matter
covered by the professional secrecy obligation and/or to produce documents that
contain information covered by the professional secrecy obligation is not
applicable to non-lawyer patent advisors.
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(i)  However, in some civil law countries, civil and/or criminal procedure law provide
that, in principle, communications with non-lawyer patent advisors are also
protected from disclosure during court procedures.

10. In addition, there are also differences and uncertainty in national laws with respect to
the confidentiality of advice given by overseas patent advisors and how to treat advice from
in-house patent advisors. In some countries, communications with any eligible patent
advisors acting within the authorized scope of their professional duties, whether domestic or
foreign, are protected from disclosure in proceedings before an administrative
tribunal/appeal board.

11. Approaches to cross-border aspects: Most countries do not provide specific laws and
rules dealing with cross-border aspects of the confidentiality of communications between
clients and foreign patent advisors.

(i)  Among the countries where the confidentiality of communications with national
patent advisors is granted at the national level, there are some where the
confidentiality of communications with foreign patent advisors is not recognized
due to the fact that, for example, they are not registered under the respective
national law or are not admitted to the bar.

(i) However, in a few countries, statutory law provides that communications with
foreign patent advisors, even if they are non-lawyers, are also protected from
forcible disclosure. In some other countries, courts may recognize the privileged
nature of such communications under the choice of law rule.

(i)  In most civil law countries, there is very little practical experience with
cross-border aspects of confidentiality of communications between clients and
patent advisors, since there are no or very limited proceedings which might force
disclosure of confidential advice. However, the patent advisors in those civil law
countries could be subject to a cross-border discovery in some common law
countries, even if the protection of confidentiality is provided by their home
country. In some civil law countries, statutory law has been amended to provide
that patent advisors (including non-lawyer patent advisors) are, in principle,
entitled to refuse to testify on any matter falling under the professional secrecy
obligation, and/or production of any document containing such matter can be
refused, in court proceedings. Such amendment appears to be motivated by an
expectation that it would facilitate the recognition of the privilege in the courts of
certain common law countries.

12, |ssues addressed at the national and international levels: Based on the information
gathered in Annex Ill, of document SCP/29/5, and the discussions held at the SCP, the
document contains further elaboration on a number of pertinent issues relating to the
preservation of confidentiality of patent advisors’ communications. It reviews the argument
either in favor of or against preserving the confidentiality of advice by patent advisors: in
particular, its effects on the administration of justice, the public and private interests behind
the regulation and the issue of development.

13. In relation to the cross-border aspects, the following issues have been addressed:

(i) loss of confidentiality in foreign countries due to non-recognition of confidentiality of
communications with non-lawyer patent advisors; (ii) legal uncertainty as to the recognition
of foreign privileges and secrecy obligations; and (iii) the lack of comprehensive legal and
practical measures to avoid forcible disclosure of confidential communications in a cross-
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border context. While it is not realistic to seek a uniform rule involving fundamental changes
in national judicial systems, the legal uncertainty surrounding the treatment of confidential
communications between patent advisors and their clients could affect the quality of the
patent system at the international level.

14. Possible remedies for cross-border aspects: One type of possible remedies for
cross-border aspects might be recognizing, through national laws, the same effect for
communications with national patent advisors and for those with certain foreign patent
advisors, including patent advisors from both civil law and common law countries. This
approach would allow countries to maintain their flexibilities in terms of substantive law on
privilege or professional secrecy obligation, but the asymmetry of the cross-border protection
of confidential IP advice would remain.

15. Another approach might be to seek a minimum standard or convergence of
substantive national rules among countries. On the one hand, if a common set of
substantive rules will be applied to both national and foreign patent advisors in all countries,
the confidentiality of IP advice would be recognized beyond their national borders. On the
other hand, considering the current differences with respect to national laws in this area,
which might touch upon not only patent law but also general law such as procedure law,
countries may need some flexibilities, should they implement an international standard.

16.  Another mechanism might be to recognize the privileged nature of advice in other
countries, as part of the choice of law rules, and grant the privilege for the purpose of court
procedures in one’s own country. In civil law countries, clarifying the secrecy obligation of
patent advisors by their national legislations could facilitate the recognition of confidentiality
through the application of the choice of law rule to a certain extent.

17.  Another approach, proposed by one non-governmental organization, might be to
establish an international framework that extends the recognition of privilege to foreign
patent advisors who are designated by the respective foreign authorities.

18. In the absence of an international legal framework that effectively recognizes
confidentiality of IP advice at the global level, a number of practical remedies, such as
cooperation with lawyers and increased use of oral communications, have been sought by
practitioners in order to avoid forcible disclosure of confidential IP advice at the national and
international levels.



SCP/29/5
page 6

INTRODUCTION

19. Pursuant to the decisions of the Standing Committee on the Law of Patents (SCP) at
its twenty-eighth session, held in Geneva from July 9 to 12, 2018, this document is an
updated version of document SCP/20/9 (Confidentiality of Communications between Clients
and their Patent Advisors: Compilation of Laws, Practices and other Information). This
update is also reflected on the dedicated website “Confidentiality of Communications
between Clients and Their Patent Advisors”.

20. Between its twentieth session and the current session, the Committee held the
following activities with respect to the agenda item on the confidentiality of communications
between clients and their patent advisors:

SCP/21: Seminar on the Confidentiality of Advice from Patent Advisors;
SCP/22: Continued discussion on the topic;

SCP/23: Sharing session among Member States concerning confidentiality protection
applied to different types of patent professionals and to national and foreign patent
advisors;

SCP/24: Continued discussion on the topic;

SCP/25: Document SCP/25/4 (Compilation of Court Cases with Respect to Client-
Patent Advisor Privilege);

SCP/26: Continued discussion on the topic;

SCP/27: Sharing session on the experiences of Member States in implementing the
confidentiality of communication between clients and their patent advisors through
national legislation, including cross-border issues;

SCP/28: Sharing session on the experiences and court cases of Member States in
implementing the confidentiality of communication between clients and their patent
advisors through national legislation, including cross-border issues.

In addition, information on national/regional laws and practices, found on the dedicated
website “Confidentiality of Communications between Clients and Their Patent Advisors”, has
been regularly updated based on the inputs from the Member States.

21. The update by the Secretariat therefore is primarily based on the information collected
from the above recent activities of the SCP and from the Member States through their inter-
sessional inputs. The compilation of information contained in this document does not imply
any recommendation or guide for Member States to adopt any particular mechanisms
contained in this document.

22, |tis observed that, during the recent sessions of the SCP, more time has been spent
on the issue of preserving the confidential advice received from patent advisors, in particular
from foreign patent advisors, during the court proceedings (or inter partes administrative
proceedings in some countries).

23. At this point, the Secretariat focused on the update of the contents of document
SCP/20/9 when preparing this document. However, since the so-called “cross-border
issues” have become the issues that are addressed more than others in the recent SCP
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discussions, this document could be restructured, reformatted and simplified in order to
improve the readability of the document. Should the Committee consider it useful, such
improvement of the texts could be carried out by the Secretariat for a future session, subject
to the agreement by the SCP.

Terminology

24. “Patent advisor”: In this document, the term “patent advisor” is used to describe a
person who is a professional representative on patent-related matters. Such a person is
called “patent attorney” or “patent agent” in many countries. Often, subject to a qualification
examination, she/he is registered with a national authority.” The exact scope of professional
activities and qualification of patent advisors are defined in the applicable national/regional
laws. Since the purpose of this document is to compile the existing information, and not to
present draft international norms or an international legal instrument, it appears that the
document does not need to contain a concise definition of that term. However, for the
purpose of this document, it is important to note that a patent advisor may be a qualified
lawyer or, if the applicable law permits, a non-lawyer.

25. Client-attorney privilege”: The term “privilege” in connection with the qualified lawyers
and their clients relationship (so called “attorney-client privilege”, “solicitor-client privilege”,
“legal advice privilege” or “client-attorney privilege”) is well established in common law
countries. One legal dictionary defines the term “attorney-client privilege” as follows:

“In law of evidence, client’s privilege to refuse to disclose and to prevent any other
person from disclosing confidential communications between him and his attorney.
Such privilege protects communications between attorney and client made for purpose
of furnishing or obtaining professional legal advice or assistance.”

As clearly stated in the above definition, the privilege belongs to a client, not to an attorney,
and hence only the client has the power to waive it. It is a concept used predominantly in
common law countries.

26. “Client-patent advisor privilege™: In this document, the term “client-patent advisor
privilege” is used in order to describe a similar type of privilege given to a client of a patent
advisor (who may be a non-lawyer patent advisor). While the patent advisor could not be
compelled to disclose the communication, nothing prevents the client from doing so. If no
privilege exists and it is permitted, the client might be compelled by the court to reveal the
confidential communications with the patent advisor as part of court proceedings. The
privilege protects only the source of information, i.e., the communication between a client
and his/her attorney made for the purposes of professional advice, and not the information
itself.® In that sense, the information itself could be subject to other obligations, for example,
the obligation to fully disclose the invention in a patent application, but the communications
as source of that information is protected by the privilege.

27. Professional secrecy obligation”: The term “professional secrecy obligation” of patent
advisors, often used in civil law countries, refers generally to the legal obligation, imposed to
patent advisors, not to disclose communication with their clients made in their professional
capacity.

1 In many countries, only registered patent advisors are entitled to provide the defined professional services.
However, in some countries, persons who are not registered are able to perform all or some functions
which are normally performed by patent advisors.

Black's Law Dictionary, (6th ed. 1990), ISBN 0-314-76271-X.

3 See Cross, John T., Evidentiary Privileges in International Intellectual Property Practice (December 20,

2008). Available at SSRN: http:/ssrn.com/abstract=1328481 or http://dx.doi.org/10.2139/ssrn.1328481.
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28. “Preservation of confidentiality” / “maintaining confidentiality of communication with
patent advisors”: Since the issue under discussion in the SCP is not limited to one legal
regime or the other, more general expressions, such as “preservation of confidentiality” and
“maintaining confidentiality of communication with patent advisors”, are used in this
document in order to express the notion that communication between patent advisors, made
for the purpose of, or in relation to, providing professional advice, is in principle kept
confidential and is not forced to be disclosed.

CONFIDENTIALITY OF COMMUNICATION WITH PATENT ADVISORS — BACKGROUND

MECHANISMS TO PRESERVE CONFIDENTIALITY OF COMMUNICATION WITH
CERTAIN PROFESSIONS

29. In general, when a client seeks an opinion from a qualified lawyer, communications
between the lawyer and his client are kept confidential. The purpose of establishing and
preserving such confidentiality is to encourage those who seek advice and those who
provide advice to be fully transparent and honest in their communications. Those who seek
advice should provide the advisor with all the information that could be relevant to obtain the
best advice, including aspects which may run counter to his position. On the other hand, the
advisor should be able to be completely frank. Therefore, in order to ensure a high quality of
legal advice, the exchange of instructions and advice should not be restricted due to the fear
of disclosure of their communications.

30. There is both a public and a private interest underpinning the regulation of the
confidentiality of professional advice. On the side of the public interest, encouraging a client
to frankly and fully communicate with his lawyer assists the administration of justice, and
maintaining such communication confidential ensures the human right to privacy. However,
another public interest aspect exists, which is to investigate the truth for the sake of justice,
and for that reason, all relevant information needs to be laid down before the court.
Consequently, there is a need to balance these competing interests, and the answer of
many countries is to provide a mechanism to preserve confidential professional
communications only to the extent that it would not compromise the exercise of justice.

31. The legal mechanism to preserve confidential professional communications in each
jurisdiction, therefore, is closely linked to the legal framework and procedures for the
investigation of the truth in court, such as submission of evidence. Generally speaking, a
distinctive framework that governs the legal fact finding process has been developed in the
respective legal tradition, notably common law and civil law. At the same time, even within
the same legal tradition, various ways to investigate the truth without compromising the
confidentiality of communication with certain professions have been developed at the
national level.

Discovery proceedings in common law countries in general

32. One general characteristic of civil procedure in common law countries is “discovery”
(or disclosure) in a pre-trial phase. There, each party to litigation may be required to provide
disclosure of relevant documents and other evidence in the possession of other parties. The
discovery system was developed with a view to bringing all evidence to the attention of the
court so that the truth can be ascertained. On the other hand, as seen above, there is also a
competing public need to keep certain information confidential from public inspection.

For example, information received by certain professions, such as lawyers, doctors or
priests, in their professional capacity should remain confidential. Considering the overall
public interest, common law jurisdictions developed a notion of “privilege” under which a
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client is given the right to prohibit certain confidential communications or documents from
forced disclosure. In parallel with the professional duty of confidentiality, the client-attorney
privilege is intended to promote the broader public interest in the observance of law and the
administration of justice by creating a specific exception to the discovery of information in
litigation.

No discovery proceedings in civil law countries in general

33.  Unlike common law countries, civil law countries do not have a discovery or disclosure
process that obliges the parties to disclose all relevant information in their possession during
court proceedings. Therefore, the inter-related concepts of discovery and the privilege
granted to clients as an exception to it are not common in civil law countries.

34. However, civil law countries also recognize that confidentiality of communications
between certain professionals and their clients’ needs to be protected in order to ensure
frank and open communications necessary to the accomplishment of their professional
tasks. They have developed the notion of “professional secrecy obligation”, according to
which certain professionals, such as lawyers, doctors and priests, are obliged to keep
information that they have received through their professional activities secret. This would,
in turn, guarantee the clients that the information communicated to those professionals could
not be ultimately be disclosed to third parties. Breach of the secrecy obligation is generally a
criminal offence.

35. In order to fulfill such legal obligation, those professionals, for example, lawyers, are
entitled to refuse to cooperate in court proceedings to the extent that it leads to breach of
their professional secrecy obligation. This may include refuse to testify in courts regarding
any such confidential information provided to them in their professional capacity. Similarly,
in countries where a limited scope of document submission order or seizure of documents is
allowed in the court proceedings, provision of documents that cover such confidential
information under the professional secrecy obligation can be refused or such documents
cannot be seized.

CLIENT- PATENT ADVISOR RELATIONSHIP AND CONFIDENTIALITY

36. Patent law is a unique field where legal understanding and technical/scientific
understanding go hand in hand. In many countries, a separate profession called, for
example, “patent attorney” or “patent agent”, is well recognized for the development and
maintenance of a functioning patent system. The role of patent advisor is, in general, to give
advice and assist inventors and applicants in obtaining and maintaining patents. Patent
advisors may also represent third parties during opposition or invalidation proceedings.
Moreover, patent advisors may be asked to provide advice with a view to seek the full range
of possible IP protection or enforcement options available to the client. Consequently, the
advice given by patent advisors may cover a wide range of legal issues.

37. Similar to the client-lawyer relationship, clients should be able to freely communicate
with their patent advisors. If a client does not feel free to discuss issues, both positive and
negative aspects, relating to his IP or patent rights with his patent advisors due to a fear that
the patent advisor might reveal those issues to third parties and in court, the advisor will not
be able to give full and comprehensive legal advice. Further, if the client does not feel
confident to provide all information to the patent advisor, it is not fully possible for the patent
advisor to ensure that the applicable legal rules on IP and patents are fully complied with.
Clients may need certainty that any communication to and from such advisor will remain
confidential and will not be revealed to a third party, in court or otherwise made public.
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38. In general, patent advisors are required to keep the information received from their
clients undisclosed. This is often regulated under a code of conduct set by a professional
association and/or under governmental regulations or law. Any breach of a client’s
confidential information may result in disbarment, suspension or other disciplinary measures
against improper conduct. In civil law countries, it can often result in criminal sanctions such
as fine or imprisonment as well as civil sanctions for damages.

Discovery in patent-related cases in common law countries with regard to patent advisors

39. Where a legal action for patent infringement is filed in common law countries, in the
course of discovery proceedings, it is common for one side or the other to oblige another
party to disclose any documents relating to communications between the patent advisor and
the party in the hope that damaging statements may be found on the record which would
destroy an alleged infringer’s defense or show that there had been abuse of rights by the
patentee. Communications between patent advisors and clients often contain technical
matters which are closely inter-related with legal questions under consideration by a court.
Therefore, some common law countries provide a privilege with respect to advice from
patent advisors, even if they are not qualified lawyers. What is called “client-patent advisor
privilege” is the right to resist requests from authorities or other parties to disclose
communications between a person and that person’s patent advisors on patent advice.
Privilege is thus regarded as a form of guarantee for the confidentiality of communication
between clients and their patent advisors. However, when a client seeks the opinion of a
patent advisor who is not a qualified lawyer, not all countries provide privilege to the advice
the patent advisor gave to his client. Consequently, keeping the communication between
the patent advisor and the client confidential in court proceedings becomes challenging.

40. Although it might not be called “professional secrecy obligation” in common law
countries, the general notion that patent advisors shall maintain confidentiality of
communication with their clients exists in common law countries as well. Failure to maintain
the confidentiality may result in severe sanctions.

Preservation of patent advisor professional secrecy in legal proceedings in civil law countries

41. In civil law countries, in general, patent advisors are subject to professional secrecy
obligation. Such obligation is often stipulated in laws governing the statute of patent
advisors. With a view to fulfilling the obligation, in some countries, patent advisors are
entitled to refuse to testify in court on any matter falling under the professional secrecy
obligation. Where a limited scope of production of evidential documents or seizure of
documents is a general rule, some countries allow the possessor of the documents to refuse
submission, or seizure, of documents that contain any matter falling under the professional
secrecy obligation of patent advisors. In other words, some civil law countries also provide a
mechanism that where confidential information under the professional secrecy obligation can
be withheld in the court proceedings, in principle.

42. Therefore, although the term “privilege” may be not used, the notion of preserving the
confidentiality of communication between patent advisors and their clients during court
proceedings is not absent in some civil law countries.

Diversity of national laws

43. The national rules in respect of maintaining confidentiality of communications with
patent advisors, particularly in court proceedings, vary significantly from one country to
another. To begin with, in some countries, the rules apply only to attorneys at law, but not to
IP advisors. In some others, it applies to both categories, although IP advisors are covered
only where they are also law attorneys and give legal advice. In some other countries, the
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rules are also applicable to non-lawyer patent advisors who are officially registered with the
IP office of the country concerned. Yet in some other countries, preventing forcible
disclosure of communications with qualified patent advisors in the respective country is
possible, but not for communications with patent advisors qualified overseas. The situation
is no better in some other countries where there is uncertainty about whether privilege is
recognized with respect to communications with either local patent advisors or foreign patent
advisors.

44.  With respect to submission or seizure of documentary evidence in court proceedings,
in some civil law countries, it is not fully clear whether any party (such as a client) who
possesses a document containing the confidential communication with a patent advisor
could refuse to produce such a document.

45. Even if the confidentiality of communications with patent advisors is preserved, the
scope of such communications and the extent of the coverage of overseas patent advisors
vary. There are significant differences in both the substantive law, i.e., the scope of the
confidentiality of communications between clients and patent advisors, and the choice of
law/international private law rules, which determine whether the substantive law of a foreign
country is recognized by the courts. While the substantive law deals with the scope of
confidentiality, the choice of law rules address the international recognition of a foreign law.
Therefore, two related, but distinct issues are involved in this area of law. The first aspect
relates to how confidentiality of communications with patent advisors is treated under the
applicable national law. The second aspect concerns how confidential communications with
patent advisors in one country would be treated in another country.

46. The issues relating to discovery and compelled disclosure of confidential
communications between a client and his patent advisor were initially raised by some
international associations of IP or patent practitioners who had been involved in providing IP
advice to their clients (see Annex Il). Their primary concern was the risk of losing
confidentiality of such advice through the discovery procedure before common law courts.
According to the IP practitioners, such an inadvertent loss of confidentiality could have a
negative impact on the quality of IP advice obtained from patent advisors, since a frank and
open dialogue between the patent advisors and their clients could be discouraged due to the
fear that the advice could be made public in the future. In order to contribute to a fair,
transparent and effective legal system, their opinion has generally been that there needs to
be some similarity of rules that would minimize, at the international level, the risk of forcible
disclosure of confidential advice from patent advisors.

Issues observed at the national level

47. There have been some discussions on various aspects of maintaining confidentiality of
communications with patent advisors at the national level. The primary issue is whose
communications may be covered. Should it apply to local patent advisors, in particular,
those who are not lawyers? Should it be extended to in-house patent advisors? Should it
be extended to overseas patent advisors who are not registered in the country concerned?
If so, under which criteria should overseas patent advisors be protected? Further, in view of
the complexity of patent advice involving both legal and technical aspects, not only a
qualified patent advisor but also other parties may be involved in advising a client. In those
cases, should it be extended to all those involved in giving instructions for advice and in
giving the advice? As to those giving advice, should it be extended to anyone giving IP
advice who is qualified in that country to do so and third parties (like experts) who contribute
to the advice which is given?
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48. Another essential question is what type of communications should be prevented from
forcible disclosure. It may only apply to communications made for the predominant
purposes of giving legal advice, or it may cover all communications given in relation to IP
matters. Naturally, the type of communications corresponds to the scope of professional
activities of patent advisors, prescribed in the applicable law.

Cross-border (or international) aspects

49. Where business activities remain within a national territory, the question of IP advice
has also to be answered only in respect of that territory. Consequently, the main issue for a
client is whether the applicable national law ensures the maintenance of confidentiality of
communications with patent advisors. Once the business extends beyond the territorial
border, the situation changes. Since patent law is territorial in nature, the services of
different patent advisors in each country or region may be required with respect to the same
invention. Where a client faces litigation in a foreign country, advice obtained from a patent
advisor in another jurisdiction (for example, a patent advisor of the client’s home country)
may be relevant to that lawsuit in the foreign country. In that case, depending on the rules of
the foreign court, the client might be required to disclose the confidential IP advice from the
patent advisor of the client’s home country in the legal proceedings.

50. For example, if the confidentiality of advice given by a patent advisor in one country is
not recognized in one of the several countries in which a patent owner is involved in litigation
relating to his patent, there is a risk that he receives an order by a court of the latter country
to disclose the contents of the confidential advice obtained in the former country.
Consequently, the confidentiality of advice given by the patent advisor will be lost across
borders, including in the country in which the rule to preserve the confidentiality of such
advice exists. In other cases, if only clients of patent advisors who are qualified and
registered in the country can enjoy a professional privilege before the court of that country, a
client is not protected from a court’s order that requires the disclosure of communication
between the client and an overseas patent advisor with respect to the patent and other
applications and patents in the same family.

51. Not knowing all practices in different countries, a client may find himself unexpectedly
in a position where he has to unwillingly disclose his communications with his patent
advisors in a foreign court. Clients and patent advisors in both common law and civil law
countries can be affected, since the central issue is the preservation of confidentiality of
communications with patent advisors beyond the national borders.

INTERNATIONAL LEGAL FRAMEWORK

52. As regards the recognition of foreign evidentiary privilege in general, in 2004 the
Governing Council of UNIDROIT adopted the Principles of Transnational Civil Procedure
prepared by a joint American Law Institute/UNIDROIT Study Group. The Principles served
as guidelines for national law projects and reforms, and consist of 31 provisions, which aim
at reconciling differences among various national rules of civil procedure, taking into account
the peculiarities of transnational disputes. Article 18 deals with evidentiary privileges and
immunities, and states that “effect should be given to privileges, immunities, and similar
protections of a party or non-party concerning disclosure of evidence or other information”.
The comments to that Article note that privileges protect important interests, but they can
impair the establishment of the facts. They highlight the differences of the conceptual and
technical bases of the privileges from one system to another and the choice-of-law problems
in applying such rules.
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53. The preservation of confidentiality of communications between patent advisors and
their clients is not expressly regulated by any international IP treaty. However, there are
provisions within those treaties which may have some relevance to the issue at stake. The
present chapter explores provisions within the Paris Convention and the TRIPS Agreement.
In addition, the relevance of the General Agreement on Trade in Services (GATS) of the
World Trade Organization (WTQO) is addressed as well.

PARIS CONVENTION

54. The Paris Convention was the first major international treaty designed to facilitate

the acquisition of multi-country protection for industrial property rights. The issue of
client-attorney privilege, or preservation of confidentiality of communications with patent
advisors in general, is not regulated in the Paris Convention. Each Contracting Party,
therefore, may regulate such matters under its national law according

to its own needs. However, a question may arise as to whether the principle of

“national treatment” embodied in Articles 2 and 3 would apply to different treatments
between local patent advisors and foreign patent advisors. Under these provisions, as
regards the protection of industrial property, each Contracting State must grant nationals of
the other Contracting States the same protection to its own nationals, without being allowed
to require reciprocity.* Article 2(1) and (2) read as follows:

“(1) Nationals of any country of the Union shall, as regards the protection of industrial
property, enjoy in all the other countries of the Union the advantages that their
respective laws now grant, or may hereafter grant, to nationals; all without prejudice to
the rights specially provided for by this Convention. Consequently, they shall have the
same protection as the latter, and the same legal remedy against any infringement of
their rights, provided that the conditions and formalities imposed upon nationals are
complied with.

“(2) However, no requirement as to domicile or establishment in the country where
protection is claimed may be imposed upon nationals of countries of the Union for the
enjoyment of any industrial property rights.”

55. Nationals of non-Contracting States are also entitled to national treatment under the
Convention if they are domiciled or have a real and effective industrial or commercial
establishment in a Contracting State.®

56. The national treatment rule guarantees not only that foreigners will be protected, but
also that they will not be discriminated against. An exception to the national treatment rule is
provided in Article 2(3) of the Convention which reads:

“(3) The provisions of the laws of each of the countries of the Union relating to
judicial and administrative procedure and to jurisdiction, and to the designation of an
address for service or the appointment of an agent, which may be required by the laws
on industrial property are expressly reserved.”

57.  This reservation of national law means that certain requirements which impose
different or additional conditions on foreigners for the purposes of judicial and administrative
procedures may be applied to foreigners who are nationals of other countries of the Union.

4 Article 2 of the Paris Convention.
5 Article 3 of the Paris Convention.
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58. An example of such permissible discrimination against nationals of other countries is
expressly stated: the requirement that foreigners should designate an address for service or
appoint a local agent in order to facilitate the procedure in the country in which protection is
sought.® Another example of permissible discrimination as to procedure could be a
requirement for foreigners to deposit a financial guarantee to cover costs and lawyers’ fees
(cautio judicatum solvi). Another example could be the right to sue a national of another
country in a court of the country where the plaintiff is domiciled or established.

59. The issue of preserving confidentiality of communications between patent advisors and
their clients seems to fall within the permissible exceptions to the general rule of non-
discrimination allowing Contracting States to regulate it as they deem fit. On the other hand,
the Paris Convention does not prohibit a Contracting Party from according the same
treatment between its nationals and nationals of other countries on this matter.

TRIPS AGREEMENT

60. The Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS
Agreement) does not directly refer to the issue of client-patent advisor privilege. However,
the following provisions could be relevant to the issue at stake.

61. First, as far as patents are concerned, Article 2 of the TRIPS Agreement provides that
members shall comply with Articles 1 to 12 and 19 of the Paris Convention in respect of
Parts II, Ill and IV of the TRIPS Agreement. Consequently, obligations arising from the
above Articles of the Paris Convention became obligations of WTO Members, and are
enforceable under the Dispute Settlement Understanding.

62. Further, Article 3 of the TRIPS Agreement provides rules on national treatment
obliging Members to accord to the nationals of other Members treatment no less favorable
than that it accords to its own nationals with regard to protection of intellectual property.
The same provision stipulates that the national treatment principle of the TRIPS Agreement
is subject to the exceptions provided in the Paris Convention.”

63. In relation to those exceptions, Article 3(2) of the TRIPS Agreement, albeit indirectly,
refers to Article 2(3) of the Paris Convention allowing exceptions to be made with respect to
the appointment of agents, designation of an address for service and other special rules
applicable to foreigners in judicial and administrative proceedings. The use of those
exceptions under the TRIPS Agreement is limited to cases that are necessary to secure
compliance with laws and regulations which are consistent with the provisions of the TRIPS
Agreement and where such practices are not applied in a manner which would constitute a
disguised restriction on trade.®

64. Accordingly, with respect to national treatment issues, Members of WTO seem to have
a free hand in their treatment of the confidentiality of communications with patent advisors,
provided that their policies are not inconsistent with other provisions of the Agreement and
are not applied in a manner that would constitute a disguised restriction on trade. Naturally,
such freedom for a WTO Member also includes freedom to treat nationals and non-nationals
equally in judicial and administrative procedures with respect to the issue under
consideration.

& G.H.C. Bodenhausen, Guide to the Application of the Paris Convention for the Protection of Industrial
Property, BIPRI 1969, WIPO Publication.
L Article 3 of the TRIPS Agreement. In addition, the provision refers to exceptions allowed under the Berne

and Rome Conventions.
8 Article 3(2) of the TRIPS Agreement.
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Most-favored nation treatment

65. Article 4 of the TRIPS Agreement provides that “With regard to the protection of
intellectual property, any advantage, favor, privilege or immunity granted by a Member to the
nationals of any other country shall be accorded immediately and unconditionally to the
nationals of all other Members [...].” Further, the same provision stipulates four exceptions
to the most-favored nation (MFN) rule. The relevant exception for the purpose of this paper
is provided under paragraph (a) which exempts from the MFN obligation international
agreements on judicial assistance or law enforcement in general, which are not particularly
confined to the protection of intellectual property of the client-patent advisor issue. The main
question which arises in the current context is whether the MFN principle could suggest that
any recognition of confidentiality of advice by a patent advisor in a foreign jurisdiction (of a
WTO Member) be extended to all other jurisdictions of WTO Members. In the light of the
MFN principle, any obligation of extension may depend on the specific criteria and factual
circumstances for the recognition of the foreign privilege.

Enforcement of IP

66. Article 43 on “Evidence” concerning civil and administrative procedures and remedies
provides that:

“The judicial authorities shall have the authority, where a party has presented
reasonably available evidence sufficient to support its claims and has specified
evidence relevant to substantiation of its claims which lies in the control of the
opposing party, to order that this evidence be produced by the opposing party,
subject in appropriate cases to conditions which ensure the protection of confidential
information.”

67.  While this provision has not been analyzed in WTO dispute settlement proceedings,
and no interpretation is proposed in this document, the last part of the provision “subject in
appropriate cases to conditions which ensure the protection of confidential information” may
have some relevance to the issue under consideration. In particular, this provision is
relevant to the scenario in which one party in litigation holds evidence relevant to the
substantiation of the claims of the other litigant.

GENERAL AGREEMENT ON TRADE IN SERVICES (GATS)

68. The General Agreement on Trade in Services (GATS) extends the basic pillars of the
multilateral trading systems, such as transparency to international trade in services among
WTO Members, and the MFN and national treatment principles. The GATS applies to
measures affecting trade in many service sectors, including professional services and more
specifically services supplied, for instance, by lawyers and IP advisors, including patent
advisors.

69. The GATS distinguishes among four different modes through which services can be
provided (or “modes of supply”). Lawyers and IP advisors can supply their services to
consumers located in foreign countries for instance via telecommunication (phone, fax or
e-mail) or postal means (mode 1 - cross-border supply); through the establishment of

a commercial presence in the country of the client (mode 3 - commercial presence); or by
traveling to the country of the client (mode 4 - movement of natural persons). Finally, the
consumers can visit the lawyers and IP advisors in the latter’s country (mode 2 -
consumption abroad).
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70. GATS obligations can be classified into two main groups: “horizontal” (or
unconditional, such as the MFN and transparency obligations) which apply to all measures
affecting trade in services, and “specific” (or conditional) obligations, the application of which
is dependent upon the existence of obligations taken by Members on an individual basis and
contained in their “schedules of specific commitments”. Market access, national treatment
and domestic regulation fall into the latter category.

71. Under GATS, the issue of “privilege” for any professional service provider (including
patent advisors) falls under the realm of domestic regulation. Each Member is free to
regulate the provision of services in its own market. However, in sectors where specific
commitments are undertaken, each Member shall ensure that measures are administered in
a “reasonable, objective and impartial manner.” Qualifications and licensing requirements
and technical standards must be based on objective and transparent criteria, and should not
be more burdensome than necessary to ensure quality of service.'® The provision aims to
make it easier to obtain the qualifications necessary for suppliers to operate in a foreign
country. However, it is to be noted that in sectors in which a Member has not undertaken
specific commitments, for instance in the sector of legal services, it remains “unbound” and
retains freedom in regulation of the activities of foreign suppliers of legal services in its
domestic market.

72.  The provision of GATS on “Recognition” may also have some relevance to the current
issue. Pursuant to Article VII, a WTO Member may recognize the education or qualifications
obtained abroad by a service supplier. Such recognition may be done on an autonomous
basis or through an agreement with the other country. GATS Article VIl nevertheless
requires such recognition not to be exclusive. Other WTO Members are to be afforded an
opportunity to negotiate their accession to a recognition agreement or, in the case of
autonomous recognition, to demonstrate that their qualifications should be recognized as
well. Recognition of education and qualifications of foreign lawyers and IP advisors, which
may result from the application of this provision, would facilitate their access to foreign
markets and their eligibility to the same treatment as domestic ones. However, the
recognition of qualifications of foreign lawyers and IP advisors under this provision would not
necessarily guarantee that any recognition of confidentiality of IP advice would be extended
to those foreign service suppliers as Members retain their right in the application of their
judicial proceedings. A key principle in the GATS is the flexibility it accords to Member
States with respect to their ability to regulate. This is in line with the principle of progressive
liberalization under GATS where Members are allowed to liberalize the service sector at their
own pace.

73. As long as discussions in the SCP are confined to the preservation of confidentiality of
communication between a client and its patent advisor in connection with judicial
proceedings, it appears that those issues are outside the scope of GATS.

2 Article VI:1 of GATS

10 Article VI:5 of GATS. The same provision in paragraph 4 mandates the development of multilateral
disciplines on domestic regulation that would prevent domestic regulations from constituting unnecessary
barriers to trade. Little headway has been made so far under this negotiating mandate, with the exception
of the accountancy sector. Even in the case of the accountancy sector — the draft disciplines have yet to

enter into force.



SCP/29/5
page 17

SUMMARY OF NATIONAL LAWS AND PRACTICES

74.  Annex Ill provides a compilation of national laws and practices regarding the
confidentiality of communications with patent advisors in 56 countries (including both
common law countries and civil law countries) and three regional frameworks."" Wherever
possible, it reviews the national laws with respect to the following elements: (i) the origin of
the privilege and/or secrecy obligation; (ii) professionals bound by the privilege and/or
secrecy; (iii) the scope of the privilege/secrecy obligation; (iv) exceptions and limitations to
the privilege /secrecy obligation; (v) penalties for breach of secrecy; and (vi) qualifications
of patent advisors. Furthermore, in connection with civil court proceedings, the information
as to how the confidentiality obligation imposed to patent advisors interacts with a duty to
testify or to produce documents is also provided, where available. On the cross-border
aspects, information regarding the recognition of confidentiality of communications with
foreign patent advisors is presented. Depending on the availability of information, the extent
and depth of collected information of each country is not necessarily the same.

75.  This Section contains the summary of the compilation of laws and practices contained
in Annex Il1.

ORIGIN AND SCOPE

Origin of the client-attorney privilege and secrecy obligations

76. The need for a client to disclose all facts to his or her legal advisor in order to obtain
the best advice to respect the law is common to all countries. To that end, the desirability of
the confidentiality of communications between the legal advisor and the client is probably
uncontested, unless the maintenance of confidentiality is overridden by a fundamental public
policy such as the prevention and punishment of criminal acts.

77. One of the important points of departure between common law countries and civil law
countries is the different approaches taken in protecting confidential communications with
certain professions in those countries, which are closely related to the different legal
procedures in court for the investigation of the truth.

78.  Civil law countries impose secrecy obligations on the part of professionals in ensuring
that clients’ confidential information is kept secret from disclosure to third parties. This may
be regulated under the laws governing the activities of professionals and/or through the
respective national criminal law. In general, the disclosure of such confidential information
by legal advisors, such as making documents containing such information public, is subject
to severe sanctions.

79. In civil law countries, the rule of evidence is that a plaintiff needs to substantiate his or
her claim, and the fact that a document is in the possession of the defendant does not
change this burden of proof. Parties obligation to disclose documents is in general very
limited. Consequently, the potential risk of public disclosure of confidential information under
the professional secrecy obligation during the legal proceedings is very low. This could be

i They include: Argentina, Australia, Belarus, Belgium, Brazil, Bulgaria, Canada, China and Hong Kong
(China), Chile, Colombia, Costa Rica, Croatia, Cyprus, Czech Republic, Denmark, Dominican Republic,
Estonia, Finland, France, Georgia, Germany, Guatemala, Hungary, India, Israel, Japan, Kenya,
Kyrgyzstan, Latvia, Lithuania, Malaysia, Mexico, Monaco, Morocco, New Zealand, Norway, Peru,
Philippines, Poland, Portugal, Republic of Korea, Republic of Moldova, Romania, Russian Federation,
Singapore, South Africa, Spain, Sweden, Switzerland, Thailand, Turkey, Ukraine, United Kingdom, United
Republic of Tanzania, United States of America and Zambia, as well as the frameworks established under
the European Patent Convention (EPC), the Unitary Patent Court (UPC) Agreement and the Eurasian
Patent Convention (EAPC).
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regarded as a reason why the concept of “client attorney privilege” has not developed in civil
law countries. Nevertheless, often regulated by civil/criminal procedure law, attorneys may,
in principle, refuse to testify any information received from a client during the course of
professional duty. Similarly, submission of any document that contains such confidential
information may be refused.

80. Common law privilege originates from the solicitor—client privilege under the common
law system which would later be known as legal professional privilege. The main purpose of
the legal professional privilege in common law countries is to avoid confidential
communications between an attorney and his or her clients from being disclosed to the court
during the discovery stage. Privilege in common law countries applies to communications
relating to legal advice whether there is litigation or not, subject only to the dominant purpose
test and any established common law exceptions (such as for crime/fraud) and any statutory
limitations.

Professionals bound by the privilege and secrecy

81. Generally, in common law countries, there are two legal bases of privilege: common
law privilege and statutory privilege. The former, applies only to communications between
qualified lawyers, including in-house lawyers, and the clients. In general, it is not applicable
to patent advisors who are not qualified lawyers. The Court of Appeals for Federal Circuit of
the United States of America, however, ruled in March 2016 that a client’s communication
with a non-attorney patent agent is privileged coextensive with the rights granted to patent
agents by the Congress. At the State level, privilege has not been consistently applied to
communications with non-attorney patent agents. In February 2018, the Texas Supreme
Court reversed the decision of lower courts, and decided that a client’s communication with a
registered non-attorney patent agent is covered by the attorney-client privilege as defined by
the Texas Rule of Evidence.

82. In some common law countries such as Australia, Canada, New Zealand, Singapore,
South Africa and the United Kingdom, the common law privilege has been supplemented by
Statute, which extend the client attorney privilege to patent attorneys and patent agents. In
the United States of America, privilege applies to communications with US patent agents
and with foreign patent agents during the proceedings before its administrative tribunal, i.e.,
the Patent Trial and Appeal Board (PTAB).

83. In civil law countries, generally speaking, the professional secrecy obligation is created
by statutes governing lawyers and many other professionals. In general, non-lawyer patent
attorneys and patent agents are also bound by the professional secrecy obligation.

Scope of the privilege/secrecy obligations

84. The client-attorney privilege protects confidential communications between a lawyer
and client made for the purpose of obtaining and giving legal advice. In some common law
countries, the same scope of privilege is provided for the client with respect to
communications between a patent attorney (agent) and client under the relevant statute or
case law. The exact types of communications covered by the client-patent attorney (agent)
privilege are not the same among countries, since the scope of the professional activities of
those professionals (for example, whether copyright matters can be dealt with or not) is
different from one country to the next.
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85. According to the information gathered in Annex IlI, the professional obligation to keep
secrets in civil law countries attaches to information and documents obtained from clients in
the course of the professional relationship as between an attorney or a patent attorney and a
client. It does not apply in other situations, for example, where attorneys act in their
non-professional capacity such as that of a director, business advisor or business partner to
the client.

86. In civil law countries, due to no or very limited disclosure proceedings in civil litigations,
strong imposition of professional secrecy obligation for lawyers coupled with their right to
refuse to testify in court any matter falling under the professional secrecy obligation is
regarded as a sufficient mechanism to preserve the confidentiality of professional advice. In
many countries, a similar mechanism applies to patent advisors: Strong obligation of
professional secrecy with severe sanction in case of breach, coupled with the right to refuse
testify such confidential matters. In some other countries, while patent advisors are under
the professional secrecy obligation, no immunity in respect of testimony in court is granted to
non-lawyer patent advisors. With respect to documents that contain information covered by
the professional secrecy obligation, in some countries, a patent advisor may refuse to
produce such document. In some other countries. the owners of such documents, who may
be patent attorneys, their client or any third party, may refuse to produce such documents in
court.

87. The obligation of confidentiality extends beyond the life of the attorney—client
relationship. It is typically the result of rules of professional conduct that are put in place by
the appropriate body responsible for regulating the legal profession in any given jurisdiction
or of the statutory rules.

88. As regards in-house attorneys, in common law countries, privilege attaches if counsel
is acting his/her capacity as a lawyer. In many civil law countries, there is generally no
protection,'? although in some countries, the professional secrecy obligation and the right to
refuse testimony apply to in-house attorneys as well.

89. In general communications with patent advisors that are protected from forcible
disclosure are those for the purpose of or in relation to professional advice sought from a
patent advisor. More precise scope of the protected communications may be nuanced.
They may be communications made for the predominant purposes of giving legal advice or
all communications given in relation to patent matters under the duty of the patent advisor.

90. Furthermore, the question of whether the privilege does extend to communications by
lawyers and clients with third parties is dealt with differently among the countries.

91. With respect to the communications with overseas patent advisors, the situation is
largely uncertain. In general much depends on, for example: (i) the formal as well as
substantive qualification of a foreign patent advisor; (ii) nature of advice given; (iii) doctrine
of comity; or (iv) status of communication in foreign jurisdiction.

Exemptions and limitations of the privilege and secrecy obligations

92. The privilege that prevents the disclosure of communications concerning legal advice
belongs to the client. Therefore, one of the limitations of the legal professional privilege
under the common law system is the fact that clients may decide to waive the privilege and
thus allow the privileged communication to be disclosed to the court. Express and implied

12 Steve Garland, Seminar on the Confidentiality of Advice from Patent Advisors, 215t Session of the SCP,
November 4, 2014.
18 For Australia, see Praft Holdings Pty Ltd and Another v. Commissioner of Taxation [2004] FCAFC 122.
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waivers are available under the common law systems of the United Kingdom, Australia and
New Zealand. Malaysia only recognizes express waiver by the client. In general, there is an
exception to the privilege, if such confidential communications involve fraud or criminal acts.

93. Exception to the professional secrecy obligation, if such confidential communications
involve fraud or criminal acts. Consequently, cannot refuse testimony etc. in court.

Penalties for breach of secrecy/disclosure

94. Among the countries in the compilation, a breach of the secrecy obligation in civil law
countries may lead to criminal prosecution. In both civil law and common law jurisdictions,
a breach of secrecy and disclosure of privileged information may lead to professional
disciplinary actions.

Qualifications of patent advisors

95. Qualifications to become a patent attorney or patent agent vary from one country

to another. Many countries such as Germany and the United Kingdom require patent agents
and patent attorneys to be technically qualified. The United States of America allows
non-lawyers who are technically and scientifically qualified to become patent agents,
although patent attorneys must have legal qualifications. In some countries such as Brazil,
Malaysia and South Africa, both lawyers who are not technically qualified and non-lawyers
who are technically qualified may become patent agents.

APPROACHES TO CROSS-BORDER ASPECTS

96. Cross-border aspects concern whether the confidentiality of communications between
clients and patent attorneys could be recognized and respected across national borders, in
particular by courts in another jurisdiction. Cross-border aspects are not necessarily related
to providing professional legal services abroad. The applicable laws of the different
countries take different approaches to the cross-border aspects of the client-patent advisor
privilege. In some countries, the patent law or evidentiary law expressly provides that
communications with foreign patent advisors are protected from forcible disclosure. In the
absence of such statutory provision, some common law countries courts recognize the legal
mechanisms regarding the confidentiality of communications between clients and patent
attorneys established in another jurisdiction as foreign privilege, in accordance with choice of
law rules. Other common law courts apply the domestic /ex fori and therefore deny foreign
privileges.

97. Recognition of foreign law: The standard applied by the courts of some countries in
deciding whether the privilege should apply in relation to communications with foreign patent
advisors is to consider whether or not such communications would have enjoyed privilege in
the foreign law of the country concerned. Although itis an essential element, confidentiality
of communication in itself is not sufficient to render the communication privileged.
Therefore, the confidential nature of the advice given by patent advisors in the foreign law
alone is most likely not considered as privileged advice.

98. The recognition of foreign law is practiced in some States of the United States as part
of the choice of law/international private law rules. Interms of the recognition of foreign law
with respect to confidentiality of communications with patent advisors, two main approaches
have been adopted across the Federal District Courts based on either the non-choice of law
or the choice of law approach. Under the non-choice of law approach, no privilege for a
foreign patent practitioner is recognized, because he or she is neither a United States’
attorney nor the agent or immediate subordinate of an attorney. Most courts, however, use
the choice of law approach, which is based on either the “Touching Base” approach, the
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“Comity Plus Function approach” or the “Most Direct and Compelling Interest approach”.
Under the Touching Base approach, communications with foreign patent agents regarding
assistance in prosecuting foreign patent applications may be privileged, if the privilege
applies under the law of the foreign country in which the patent application is filed and that
law is not contrary to the public policy of the United States.

99. A similar approach has been chosen by other common law countries, such as

South Africa. The communications between a local and a foreign patent advisor are
considered to be privileged in South Africa, if the communications were made for the
purpose of giving or receiving legal advice to, or from, a particular client. The
communications between clients and a foreign patent advisor are considered to be privileged
if the representative of the client acting on the client’s behalf is a legal advisor and the
communications were made for the purpose of obtaining legal advice from the foreign patent
advisor. If the representative of the client is not a legal advisor, the issue has not been
settled by the courts.

100. Extension of principles of substantive law: In some common law countries, for
example, Australia, Canada and New Zealand, the domestic patent law (Australia and
Canada) or law of evidence (New Zealand) provides an extension of the substantive
principle of privilege to foreign patent advisors. In recognizing the foreign

client-patent advisor privilege, the courts of those countries must review either: (i) whether
the functions of overseas patent advisors “correspond” to those of a registered patent
attorney (New Zealand); (ii) whether a foreign patent advisor is “authorized” to do patents
work under the law of his/her country (Australia); or (iii) whether the law of a foreign patent
advisor also recognizes those communications as privileged (Canada). In the United
Kingdom, the Copyright, Designs and Patents Act 1988 stipulates that privilege applies to a
more limited scope of foreign patent advisors, i.e., it applies to patent agents who are either
registered in the United Kingdom or on the European patent attorney list.

101. Eacilitating recognition of foreign law: In civil law countries, the confidentiality of
communications with patent advisors is underpinned by the professional secrecy obligation
imposed to patent advisors. However, some non-lawyer patent advisors of those civil law
countries have faced a loss of confidentiality of communications with their clients in foreign
countries, in particular, in common law countries, because the foreign courts could not
identify a corresponding privilege in those civil law countries.

102. In order to alleviate the problem, some of those countries, such as France, Japan and
Switzerland, expressly regulate the secrecy obligation of both lawyer and non-lawyer patent
advisors, and correspondingly provide exemptions from the duty to give evidence in court
proceedings as far as the information in question is covered by the professional secrecy
obligation, with the aim of obtaining the foreign recognition of confidentiality in common law
countries. These exemptions may include refusing testimony and withholding documents
that contain information subject to secrecy obligation. The number of such countries has
been increasing, in particular, in recent years. Such an approach, however, is not effective
in common law countries which categorically deny the foreign privilege to non-lawyer patent
advisors.
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DISCUSSION OF THE RELEVANT ISSUES

PROTECTION AGAINST FORCIBLE DISCLSOURE OF COMMUNICATIONS WITH
PATENT ADVISORS

103. Various arguments exist, either in favor of or against providing a legal mechanism to
protect confidential communications with a patent advisor against forcible disclosure,
particularly in court proceedings. The survey of various literature'® has shown that, in
general, the questions regarding the feasibility of applying such protection can be roughly
grouped as follows:

- whether preservation of confidentiality of communications with patent advisors in
court proceedings would ensure the quality of advice and administration of
justice or impede justice by withholding certain information;

- whether non-lawyer patent advisors'® merit the same treatment as lawyer patent
advisors; and

- whether communications with patent advisors who act as intermediaries between
clients and patent Offices and prepare documents for public disclosure deserve
such protection.®

104. The following paragraphs will consider these questions in order.
Effects on the administration of justice

105. One of the arguments supporting protection of communications with patent advisors in
court proceedings is that the existence of such privilege could encourage open and frank
discussions and communications between patent advisors and clients. Clients and patent
advisors may discuss a broad range of issues such as patentability of inventions and the
possibility of infringement of existing patents. If privilege is not applied, the client may be
discouraged from revealing all related details. Such restricted communications can lead to
difficulty in preparing an application and taking other necessary actions in a proper manner.

106. The role of patent advisors in promoting innovation and supporting dissemination of
technical information is acknowledged. They carry out their missions through providing
professional advice. If clients cannot fully trust their patent advisors due to a lack of
complete confidentiality, it would be almost impossible for the patent advisors to defend and
represent their clients, and to ensure that clients meet the requirements and enjoy full rights
as prescribed in the patent law and other relevant laws. In short, it is suggested that the
overall IP system and the public in general will benefit from privilege granted to
communications between patent advisors and their clients, because it would ensure full
compliance with the applicable laws.

14 For example, see John E. Sexton, Developments in the Law — Privileged Communications, 98 Harv. L.
Rev. 1501 (1985); Berta Suchorukovaite, Should the Attorney-Client Privilege Be Applicable to Patent
Agents? International Journal of Baltic Law, Vol. 3, No.1, March, 2007; Michael Dowling, Prospects for
Improvement, What are the Options? Conference on Client Privilege in Intellectual Property Professional
Advice (CPIPPA) organized by the World Intellectual Property Organization (WIPO) in collaboration with
the International Association for the Protection of Intellectual Property (AIPPI), WIPO Headquarters
Geneva, Switzerland May 22 and 23, 2008; Paul R. Rice, Attorney-Client Privilege in the United States,
Second Edition, West Group, MN (1999); John M. Romary and Robert D. Wells, The Forced Disclosure of
Professional Intellectual Property Advice, A Prelude of International Deliberations, May 20009.

15 In some countries, a patent attorney has legal qualifications, but this does not apply to all countries.

16 In some countries, patent advisors may represent their clients before a court in certain cases, but in some
other countries, patent advisors can only represent their clients before a patent Office.
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107. On the other hand, there is a view that public interest requires disclosure of information
to public tribunals in order to allow justice to be served. This is based on the argument that
transparency of information is necessary to allow a tribunal charged with resolving a
controversy to reach an impartial and just result. When a tribunal standing in judgment is not
given access to all available information, its ability to reach a fair result is limited, if not
compromised. In a way, the view therefore questions the concept of “privilege” in court
proceedings in general. This contrasts with the practice of a number of countries granting
“privilege” with a view to promoting public interest in the observance of the law. Since in
many civil law countries, a general “discovery” of documents in the possession of the other
party is lacking or exists only in very limited case, the extent to which such protection is
considered necessary for the administration of justice might be non-existent or might be
limited.

Non-lawyer status of patent advisors

108. One of the arguments against the grant of common law client-attorney privilege to
patent advisors is that in some countries, patent advisors do not have legal qualifications,
nor are they admitted to the bar. Therefore, they cannot expect the same treatment with
respect to the client-attorney privilege. Attorneys who are entitled to represent their clients
before a court have a unique role to play in the administration of justice. Consequently,
supporters of the argument consider that confidentiality between attorneys and clients
should be treated differently from other confidential professional relationships.

109. On the other hand, some consider that the above view is formalistic, and differentiate
the types of advice patent advisors offer to their clients. While technical knowledge is
important in preparing a patent application, patent advisors provide legal advice relating to
patentability and other relevant elements of the patent laws. An inventor knows best about
his invention from the technical point of view. The major role of a patent advisor is to
support the inventor by describing the legal scope of protection that meets all the
requirements of the patent law. Therefore, while an understanding of the technical features
of inventions is indispensable, the major contribution of patent advisors appears to be more
of a legal nature. Further, the advice of a patent advisor may not necessarily be limited to
the stage of filing a patent application, as he/she continues to provide advice after that stage
in relation to the legal scope of protection throughout the life of the patent.

110. In some countries, while a legal qualification is not a requirement to become a patent
advisor, he/she may also represent a client before a court with respect to certain IP cases.
This could be considered as an indication of the existence of the special legal expertise of
patent advisors. Further, in many countries, patent advisors are also bound by professional
secrecy obligation, non-compliance with which could result in a severe sanction. Such an
obligation is imposed on non-lawyer patent advisors in the same manner as on lawyer patent
advisors. Consequently, bearing in mind the legal nature of their activities, some consider
that protection against forcible disclosure in court proceedings should be applicable to the
same extent to non-lawyer patent advisors.

Intermediary work of patent advisors

111. In some countries, patent advisors are entitled to represent clients only before a
patent office but not before a court. The fact that patent advisors act only as intermediaries
or conduits between their clients and the patent office has led to the argument that patent
advisors do not deserve to be granted the client-attorney privilege understood as such under
the common law system. According to the conduit theory, a patent advisor is simply an
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intermediary between the patent Office and his or her client (i.e. an inventor or his or her
successor in title). Since his or her task is limited to preparing documents for filings, the
client should not expect coverage of the client-attorney privilege to communications with
patent advisors.

112. Since one of the objectives of the patent system is to promote the dissemination of
technological knowledge, all information disclosed in patent applications prepared by patent
advisors will be made available to the public when the patent applications are published or
patents are granted. Some consider that since both a patent advisor and his or her client
know that the application will be disclosed at some point, such prior knowledge of disclosure
defeats the purpose of client-attorney privilege.

113. On the other hand, the scope of patent advisors’ work is not just explaining
technologies underpinning the invention in a patent application. Obviously, a patent
application should be prepared in such a way that the enabling disclosure requirement and
other requirements relating to disclosure of an invention are complied with in accordance
with the applicable patent law. A patent advisor should fully and completely describe all
features of the invention and explain how the invention works and what the advantages of
the invention are. However, drafting a patent application requires additional expertise that is
not necessarily needed when writing an article for a technical journal or writing a technical
book. While ensuring technical disclosure, a patent advisor also provides advice relating to
the legal scope of protection, for example, how the claims should be drafted or how the
description should be worded since it may be taken into account when interpreting the scope
of the claims. This kind of advice which goes beyond the provision of technical disclosure
may be protected from forcible disclosure.

114. The above discussion supports the argument that the work of patent advisors as
intermediaries throughout the procedures before a patent Office has dual characteristics:
technical as well as legal.

Disclosure requirement of patent applications and disclosure of communications with patent
advisors in court proceedings

115. There needs to be a clear distinction between the public disclosure of inventions in
patent applications and the public forcible disclosure of communications between patent
advisors and their clients within the discovery procedure. Since the dissemination of
technological information is one of the key objectives of the patent system, many national
patent laws require that an applicant describe his/her invention in a patent application in a
clear and complete manner so that a person skilled in the art would be able to carry out the
claimed invention. In some countries, the applicant must also describe the best mode for
carrying out the invention known to the inventor at the filing date (priority date). Further, in
some countries, there is a duty of candour to faithfully disclose prior art, and in some
countries disclosure statements have to be signed by applicants or patent attorneys to
confirm the fulfilment of those requirements. In other countries, less strict requirements are
applied, or there is no general obligation to provide a comprehensive list of prior art as part
of disclosure.

116. Those requirements vary from one country to another, and are unrelated to the
preservation of confidentiality of communications between patent advisors and their clients,
such as privilege or professional secrecy obligation. For example, even if what had been
discussed between a patent advisor and an applicant for the preparation of a patent
application can be kept confidential, the applicant is obliged to publicly disclose all
information necessary to comply with the disclosure requirements under the applicable
patent law. Further, each country provides different sanctions for the non-fulfiiment of
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disclosure requirements in patent law, such as invalidation of the patent and measures
related to inequitable conduct. Thus, preservation of confidentiality of communications with
a patent advisor in court proceedings does not affect the general obligation of disclosure is
fulfilled.

117. Although the public disclosure of inventions may not be compromised by privilege or
professional secrecy, concerns have been expressed that the confidentiality of
communications between a patent advisor and his client may hinder courts and patent
offices from reviewing evidence relevant to the determination of the case, such as a
document relevant to patentability. For example, a case has been cited where a patent
agent, who had received from an inventor a draft patent specification containing a reference
to a book that could become critical prior art for the determination of the patentability of an
invention, had deleted the reference to that book from the patent application as filed, and the
patent was granted. As this example suggests, although the deletion of the reference to the
prior art book from the patent application does not remove the existence of that book as prior
art, the privilege for patent advisors could result in keeping important information away from
public inspection.

118. However, it could be argued that the patent advisor’s advice to delete a relevant
reference from the patent application was not in conformity with his professional ethics and
code of conduct. He was in fact advising the applicant to seek the grant of a patent which
was not valid or at least at risk to be invalidated if the prior art contained in the book was
found and the patent challenged. In order to prevent such misuse, high standards of codes
of conduct, disciplinary measures and sanctions are common mechanisms contained in
national laws. It has to be noted that the objective of discovery in civil proceedings is not to
monitor or sanction such misuse, but to provide the other party and the court with relevant
evidence.

119. A similar criticism in respect of the confidentiality of legal advice from lawyers, and the
necessity for judges to access all relevant evidence has also been expressed with respect to
the privilege for lawyers. In the end, the issue comes down to a global policy consideration
on balancing the various interests involved, and many countries have made conscious policy
choices with a view to promoting the public interest in having the law respected.

120. In general, administrative inter partes procedures before patent offices apply,

mutatis mutandis, to many aspects of the general civil procedural law. Therefore, the way in
which the preservation of confidential communications with patent advisors affects
administrative procedures before patent offices may be another element that could be
examined. Since patent advisors, including non-lawyer patent advisors, represent their
clients in such administrative procedures in many countries, Member States may be
interested in looking into the experiences of national/regional administrative bodies that
provide privilege for patent advisors or that allow patent advisors to refuse to testify or
submit documents relating to confidential communications with clients.

Public interest and development

121. As discussed previously, there are both public and private interests behind the
regulation of the confidentiality of communications with patent advisors, including

non-lawyer patent advisors. In relation to the public interest, an environment that
encourages a client to frankly communicate with his patent advisors would ensure a high
quality of advice given by patent advisors and would overall benefit the patent system and
the public in general through full compliance with applicable laws. However, there is another
public interest aspect, namely, to investigate the truth for the sake of justice, which may
require tabling all relevant information before a tribunal. Both at the national level and,



SCP/29/5
page 26

where the international dimension is considered, at the international level, there is a need to
balance these competing interests. At the national level, many countries appear to be
inclined to provide a mechanism allowing a limited scope of protection of confidential patent
advice, which would not compromise the exercise of justice.

122. Although their qualifications and competence vary among national and regional
applicable laws, in general, patent advisors play an important role in the “checks and
balances” mechanism of the patent system. In particular, in many countries, technically
qualified patent advisors, who are specialists in IP laws and technology, are essential
players in a functional patent system. This has become more important in recent years,

as the technology becomes more complex and the application of IP laws to cutting-edge
technology becomes more challenging. Further, in addition to the preparation and
prosecution of patent applications before a patent office, some patent advisors provide
comprehensive business and IP advice, including general IP consulting, licensing strategies,
and dispute resolution. A good understanding of technology and IP laws certainly helps
giving such business-oriented IP advice. If a client is not able to frankly communicate with
his patent advisors due to the fear of potential loss of confidentiality, this could have a direct
impact on the quality of services provided by patent advisors. In view of the functions that
patent advisors can assume for the promotion of innovation and transfer of technology, in
general, high-quality services by patent advisors support the public interest.

123. Fewer options of professional IP services or the absence of patent advisors in
developing countries does not mean that the issue under consideration is irrelevant to those
countries. It is believed that, in those countries, lawyers carry out the tasks entrusted to
patent advisors elsewhere and, therefore, the confidentiality of communications between an
inventor and his lawyer providing advice on patent prosecution, litigation and other patent
related questions needs to be respected both in the national and international contexts.
Therefore, the information contained in this document may provide a good opportunity for
these countries to consider the usefulness of establishing or strengthening a regulatory
mechanism for a special IP profession in their countries.

124. The obligation for patent advisors to respect the confidentiality of information that
becomes known to them in the course of their professional practice is a prerequisite to any
kind of protection of such information. In this regard, high standards of professional codes of
conduct and their binding effect, disciplinary measures as well as high standards of
professional training may facilitate the recognition of protection of confidentiality of
communications with patent advisors in court proceedings.

125. According to the information contained in this document and the result of the AIPPI
Questionnaire'?, the current laws regarding preservation of confidentiality of communications
with patent advisors seem to be deeply rooted in the legal tradition of each country, and the
level of economic or technological development does not seem to be a determinant factor.
Thus, while consideration of particular situations of countries in respect of their development
may be important, on this particular topic, the different legal traditions may be more pertinent
to the consideration of flexibility in the international system.

LY https://www.aippi.org/downIoad/onlinePuincations/AIPPISubmissionto WIPOonConfidentialityof
CommunicationsBetweenClients andtheirPatentAdvisiorsSeptember6-FINAL.pdf
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COMMON LAW APPROACH TO THE PRESERVATION OF CONFIDENTIALITY

126. As seen, one general characteristic of civil procedure in common law countries is
“discovery” (or disclosure) in a pre-trial phase. There, each party to litigation may request
disclosure of relevant documents and other evidence in the possession of other parties.
The discovery system was developed with a view to bringing all evidence to the attention of
the court so that the truth can be ascertained. On the other hand, there is also a competing
public need to keep certain information confidential from public inspection.

127. The reasons justifying the client-patent advisor privilege are similar to the justifications
put forward in respect of the client-attorney-privilege, i.e. the client’s need for frank, honest
and open communications with patent advisors to obtain the best intellectual property
advice, and the competing public interest to use all rational means for ascertaining truth
during an inter partes procedure. Another argument supporting the client-patent advisor
privilege is that, even if not all patent advisors are qualified lawyers, patent advisors provide
legal advice relating to patent law, such as the patentability of inventions or the legal scope
of patent protection.

128. On the other hand, it could be noted that the client-attorney privilege was introduced in
the common law systems not with the sole reason of the legal nature of the advice given by
lawyers. The lawyers’ strict adherence to a code of ethics plays an important role. In
addition, the lawyers’ ability to professionally represent their clients before the courts may
require special consideration. Therefore, this particular difference between lawyers and non-
lawyer patent advisors could be one of the factors that may justify different treatment with
respect to the recognition of the privilege.

129. It appears that the common law countries, where the client-patent advisor privilege
exists, provide a vigorous regulatory environment for patent advisors. Patent advisors must
be registered with the competent authority, are required to pass an official examination to
obtain the relevant professional title under the applicable national/regional law

(for example, “patent attorney” or “patent agent”), and only those who have been registered
with the competent authority can use such professional title and conduct professional
services. They are also bound by high standards of professional codes of conduct.
Therefore, it is assumed that a high professional qualification of patent advisors is an
important consideration in those countries. However, in some other common law countries,
the client-patent advisor privilege is not recognized even if patent advisors in these countries
adhere to similar high standards. Further, some common law countries provide the client-
patent advisor privilege even if non-lawyer patent advisors are not allowed to represent their
clients before the courts.

130. The above differences suggest that, at least for some common law countries, the full
legal qualification of patent advisors or the entitlement to act before courts is not a decisive
factor to establish the privilege. Considering the above, are there any common factors
applicable to all common law countries for the determination of either applying or not
applying the client-patent advisor privilege? From the information gathered to date, no such
common factor emerged.
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CIVIL LAW APPROACH TO THE PRESERVATION OF CONFIDENTIALITY

131. In general, civil law countries protect the confidentiality of communications between
lawyers and their clients in both criminal and civil procedures. Although they may be
invoked less frequently in civil law countries than in common law countries, mechanisms
exist that allow courts in civil law countries to issue an injunction order to the defendant,
upon the admissible request of the plaintiff, to disclose a document which the plaintiff knows
to be in the possession of the defendant. 18 There are also the so-called

“saisie contrefagon” procedure under French law or the possibility of a court ordering
provisional measures to preserve relevant evidence, including seizure of documents. ™

132. It appears that, in those circumstances, itis a well-established principle that
confidential communications exchanged between lawyers and their clients would not be
forced to be disclosed, recognizing the necessity of protecting the confidentiality of legal
advice.?% Further, in general, lawyers should refuse to testify as witnesses about any
information provided to them in their professional capacity. The nature of the professional
secrecy obligation, however, seems to be considered differently in different jurisdictions.
In some, it is an absolute obligation derived from public order, and therefore, a client is not
entitled to allow his lawyer to disclose the protected confidential communications. In others,
it is a relative obligation where a client remains a custodian of the secret information.
Therefore, they provide the possibility for a client to allow his lawyer to disclose the
confidential communications.

133. With respect to communications with patent advisors, patent advisors are, in general,
bound by the obligation not to disclose the communications made with his/her clients in their
professional capacity. In an increasing number of countries, non-lawyer patent advisors are
entitled to refuse to testify in court on any matter falling under the professional secrecy
obligation. In some countries, they are also entitled to refuse to produce documents that
contain information covered by the professional secrecy obligation. The right given to patent
advisors to refuse production of the documents, however, does not fully avoid forcible
disclosure of confidential information in court proceedings, since a client, who is often a party
to the litigation, may be ordered to submit the document that contains such confidential
information. In some countries, therefore, any party may, in principle, withhold in court
proceedings documents containing confidential information under the professional secrecy
obligation.

134. Therefore, communications with patent advisors (including non-lawyer patent advisors)
are withheld from forced disclosure in litigation in some civil law countries in a manner
similar to confidential communications with lawyers. Here again, taking into account the
need to keep certain information confidential from public inspection, the broader public
interest has been the key consideration of policy makers. Similar to common law countries,
the above mechanism that is designed to maintain the confidentiality of communications with

18 Article 6.1 of the EU Directive on the Enforcement of IP Rights (Directive 2004/48/EC) provides the
following: “Member States shall ensure that, on application by a party which has presented reasonably
available evidence sufficient to support its claims, and has, in substantiating those claims, specified
evidence which lies in the control of the opposing party, the competent judicial authorities may order that
such evidence be presented by the opposing party, subject to the protection of confidential information.”

18 The provisional measures, however, may be less relevant to the issue of confidentiality, since these
procedures do not automatically lead to the disclosure of the seized documents.

20 See Akzo Nobel Chemicals Ltd and Akcros Chemicals Ltd v European Commission (Case C-550/07 P),
Opinion of Advocate General Kokott, delivered on April 19, 2010 (“legal professional privilege is currently
recognized in all 27 Member States of the European Union, in some of which its protection is enshrined in
case-law alone, but in most of which it is provided for at least by statute if not by the constitution itself.”
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patent advisors during litigation does not seem to be applied uniformly in all civil law
countries. This may be due to the various reasons, for example, the differences among
national laws with respect to the evidence gathering rule in civil procedure, significance of
the professional secrecy obligation, seriousness of sanctions in case of breach of
confidentiality, professional duties and a code of conducts of patent advisors etc.

CROSS BORDER ASPECTS

The international dimension: cross-border recognition of confidentiality

135. Once a client seeks patent protection beyond the national territory, the territoriality
principle requires him/her to obtain a patent in each country in which patent protection is
sought. Obtaining and maintaining patents in foreign countries often involve advice from
patent advisors in each of those countries either directly or via a national patent advisor.
This is because a client often seeks advice from each national expert who is an expert on
the relevant national patent law, and many national laws require that foreign applicants shall
be represented by a national patent advisor authorized to act before the national office
concerned. Similarly, if a third party seeks to extend his business beyond the territorial
border by, for example, exporting his products to a second country, he/she may find a patent
relevant to his/her product in the second country. It is most likely that the third party will first
consult an IP specialist in his country and, in addition, will seek advice from a patent advisor
in the second country.

136. In general, if a client (who could be an applicant, a patentee or a third party) obtains
advice from patent advisors from more than one country, each patent advisor is bound by
the confidentiality obligation pursuant to each national law. This is the case regardless of
whether the patent advisor is from a common or civil law country, or whether the patent
advisor is a lawyer or a non-lawyer. In essence, although the exact wording of national laws
varies, at least any confidential information that patent advisors receive from their clients in
the course of their professional activity must be kept secret.

137. The question, then, arises as to how a confidential communication with a national
patent advisor will be treated by foreign courts and how such communication with a foreign
patent advisor will be treated during litigation in the client's home country.

138. As described above, not all courts in all countries recognize the confidentiality of
communications between a party and his foreign patent advisor during a court procedure.
In particular, where the foreign patent advisor is not a qualified lawyer, the risk of
non-recognition of the confidentiality by courts increases. Consequently, even if
communication between the party and his foreign patent advisor can be kept secret in the
jurisdiction of the foreign patent advisor, the same communication could be subject to
disclosure during litigation in another country.

139. Applying a privilege to foreign patent advisors at the international level may be made
more complex by the fact that the so-called “patent advisors” are defined differently from one
country to another. Each national law provides the qualification requirements of patent
advisors, and the scope of their professional activities depends on the applicable law.

Legal uncertainty

140. The lack of explicit laws and rules dealing with cross-border aspects of confidentiality
brings uncertainty as to whether the courts are bound to recognize confidentiality arising
under the law of other jurisdictions. Even if there are applicable laws and rules, in reality,
there is much uncertainty in many countries in this area: firstly, the issue often has not been
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addressed, and therefore, the laws and rules have never been interpreted; and secondly,
where the treatment of communications with foreign patent advisors is decided by local
courts on a case-by-case basis, varied decisions have been rendered by courts. Such
unpredictable court decisions impose additional costs for parties. In addition, the parties
have to fight over procedural questions and spend their resources on those matters before
addressing the substantive issues. Such uncertainty is obviously a risk factor for clients who
have to seek advice from foreign patent advisors or who are increasingly exposed to patent
disputes in foreign countries. In this regard, there are no differences among clients and
patent advisors from common law and civil law countries.

International solution respecting national realities

141. Many issues surrounding the protection of confidential communications with patent
advisors relate to national judicial procedures and national legal tradition. It is neither
practical nor realistic to expect that a single uniform judicial procedural rule governing each
country could be established in the near future. At the international level, however, the
fundamental issue relating to the preservation of confidentiality of communications with
patent advisors is that the confidentiality accepted in one country may not be recognized in
another country. Although the similarity between national laws may render an international
recognition easier, it might be possible to find a solution through international cooperation
while preserving the various national legal traditions. It appears that an appropriate level of
flexibility is essential, taking into account different national judicial procedures.

142. In many countries, the rules regarding the preservation of confidentiality of
communications between patent advisors and their clients are not found in the patent law.
However, patent advisors are often registered with a competent national patent office, and
they work closely with patent offices. Above all, a strict adherence to the professional
confidentiality by patent advisors affects the quality of professional advice, and has
implications for the patent system at large. While the preservation of confidentiality of
communications with patent advisors has an impact on the proper functioning of the patent
system, the issue under consideration may be an integral part of civil and criminal procedural
rules, and therefore, it cannot be considered in isolation by patent offices only. Similar to
any other issues that touch upon the competence of more than one administrative unit, close
coordination among relevant administrative units at the national level is indispensable in
order to advance discussions at the international level.

OTHER ISSUES

143. Another issue which is often raised by patent practitioners is whether communications
between an in-house patent advisor and his/her client, i.e., an employer, should be given the
same level of preservation of confidentiality of advice as in the case of independent patent
practitioners. Some advocates that the same treatment should not be given, since in-house
patent advisors are not sufficiently independent from their employer to form an unbiased
opinion.2" However, some others consider that communications with in-house patent
advisors should be treated in the same manner as external patent advisors, since all
practitioners are under the professional duty that exceeds loyalty to the employer.? In their

21 In Akzo Nobel Chemicals Ltd and Akcros Chemicals Ltd v Commission (Case C-550/07 P) [2010], the
Court of Justice of the European Union confirmed that privilege does not apply to communications
between a company and its in-house lawyers in the context of EU antitrust investigations.

22 In Alfred Crompton Amusement Machines, Lord Denning said that salaried legal advisers are ‘regarded by
law as in every aspect in the same position as those who practice on their own account. The only
difference is that they act for one client only, and not for several clients.
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view, the same protection is justified, since in-house patent advisors are the first to get in
touch with patent conflicts and are indispensable for quick legal action, provide first aid to the
employer, contribute to industry-specific interpretation of patent cases, are frequently
coordinating multi-national conflicts, and make proposals for strategy to the client’s
management.?

POSSIBLE REMEDIES IDENTIFIED ON THE CROSS-BORDER ASPECTS

144. In the context of the cross-border aspects of preserving the confidentiality of
communications between patent advisors and their clients, the issues described above arise,
in principle, where the following two conditions are simultaneously met:

()  the national procedural law provides a mechanism (discovery proceedings or any
other similar proceedings) that obliges the production of information with respect
to confidential IP advice by patent advisors to a court; and

(i) the national law does not fully recognize the privilege or confidentiality of IP
advice given by foreign patent advisors.

In those circumstances, confidential IP advice given by a patent advisor may be kept secret
in some jurisdictions, but risks forcible disclosure in others. In order to remedy this situation,
a mechanism could be envisaged under which the confidentiality of IP advice by patent
advisors is recognized beyond the national border.

145. In order to achieve seamless cross-border recognition of confidentiality, it may be
useful to consider two aspects, i.e., the standards regulating the substantive law of the
privilege of patent advisors, and the standards for the recognition of foreign law on privilege.
These two aspects are reflected in the possible remedies identified below. In addition, even
if they are not perfect solutions, practical approaches to remedy the problems have been
applied by practitioners in the absence of legal rules. The following paragraphs will describe
those different approaches.

146. In preserving the confidentiality of IP advice beyond national borders, none

of the approaches identified above oblige civil law countries to introduce, in their national
procedural laws, an evidentiary privilege akin to that of common law countries, as long as
their procedural laws do not provide any proceedings that would require a party to produce
communications containing confidential IP advice to a court.

RULES CONCERNING THE RECOGNITION OF FOREIGN PATENT ADVISOR
PRIVILEGE

Extension of national patent advisor privilege to foreign patent advisors

147. One type of possible remedy would consist in extending, through national laws,

the legal professional privilege provided in relation to communications between national
patent advisors and their clients to communications with certain foreign patent advisors from
both civil law and common law countries. In more general terms, the applicable national
rules that govern the preservation of confidentiality of communications with national patent
advisors would be also extended to such communications with certain foreign patent
advisors.

23 Hans Blochle, Seminar on the Confidentiality of Advice from Patent Advisors, SCP/21, Nov. 5,2014.
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148. The tests found in the laws of Australia and New Zealand in defining certain foreign
patent advisors whose privilege is recognized are inclusive rather than limiting. The law of
New Zealand recognizes the privilege of foreign patent advisors whose functions correspond
to those of registered patent attorneys in New Zealand. According to the Raising the Bar Act
of Australia, the privilege of foreign patent advisors who are authorized to do patents work
under the law of their country or region is recognized. In determining the conditions for
recognition, national courts have to look into the respective foreign law in order to identify
whether a foreign patent advisor has the “corresponding functions” or the “authorization to
carry out patents work”. To provide administrative guidance to courts and interested parties,
a list defining the recognized countries may be established by the government, which is the
case in New Zealand.?*

149. The extension of the privilege could, but would not necessarily have to be, based

on reciprocity. As the merit of this type of remedy lies in its simplicity, adding additional
layers of reciprocity might complicate the determination of the recognition of the privilege
granted to foreign patent advisors. Another merit of introducing inclusive conditions for the
recognition of the privilege for foreign patent advisors is that parties in litigation are able to
focus on the substantive issues under dispute, rather than spending money and time on
procedural issues. Further, since the substantive law on privilege is defined by each
national law, countries are free to define, in their law, the scope, exceptions and limitations,
types of communications covered and the categories of foreign patent advisors to whom
such substantive law of privilege applies. In other words, countries can maintain their
flexibilities in terms of substantive law on privilege or professional secrecy obligation.

150. The asymmetry of the cross-border protection of confidential IP advice, however, does
not entirely disappear through this type of approach. For example, even if the confidentiality
of communications with a non-lawyer patent advisor is recognized in another country, if
those communications are not privileged under the national law of his/her country, the
confidential IP advice given by that patent advisor may be subject to discovery in his/her
home country. Privileged communications with patent advisors in one country may not be
privileged in another country, and communications with patent advisors from countries
without privilege will continue to be subject to potential disclosure.

151. As regards the types of instruments to achieve the extension of national patent advisor
privilege to foreign patent advisors, various types of instruments can be envisaged, for
example, a binding instrument, a soft law approach or a unilateral adoption of similar rules
by each country. So far, the unilateral extension of the recognition is achieved by including a
provision in domestic laws on evidence or patent laws. Depending on the national legal
tradition, it could also be possible to apply the principle as part of conflict of law rules through
case law. No international action is required for such a unilateral action. While countries
may have some incentives to introduce privilege in their national law (in particular, if the
extension is subject to reciprocity), such a unilateral process may take a long time to be
generally applicable among countries, and the diversity of different national practices will
remain. The soft law approach can take different forms. For example, WIPO Member
States or a WIPO body may adopt non-binding principles that could be applied at the
national level, or model provisions that could be utilized and adjusted to the legal systems at
the national level may be prepared.

2 Evidence (Recognition of Overseas Practitioners) Order 2008:
http://www.Iegislation.govt.nz/reguIation/public/2008/0202/Iatest/who|e.html.
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Recognition of confidentiality established in foreign countries

152. A similar mechanism would be to recognize the privilege existing in other countries,
or/and grant the same privilege for the purpose of the court procedures in one’s own country.
For example, even if country X does not provide full privilege with respect to communications
with patent advisors under its national law, the court of country X would recognize the
privilege with respect to communications with a patent advisor in country Y, if the latter
communications are privileged in country Y.

153. Under this mechanism, at least the client will not lose confidentiality of the privileged
communication with his patent advisor in another country. However, the national differences
with respect to the entitlement to privilege will remain. Further, communications with patent
advisors in countries without privilege will continue to be subject to potential disclosure. A
comparable approach can be found with respect to the right of priority under Article 4 of the
Paris Convention, where priority can be claimed on the basis of a “regular national filing”
under the applicable law. Although the substantive requirement for according a filing date is
not necessarily harmonized among the Member States of the Paris Convention (for example,
some require the payment of a filing fee and others do not), they accept any filing that is
adequate to establish a filing date in the country of first filing as the basis for subsequent
priority claims.

154.  Similar to the extension of national patent advisor privilege to foreign patent advisors,
possible instruments for the recognition of confidentiality in foreign countries may include a
binding instrument, a soft law or a unilateral action by each country.

An international framework for mutual recognition of privilege (ICC proposal)

155. The International Chamber of Commerce (ICC) has suggested a framework that
extends the recognition of privilege to foreign patent advisors who are designated by the
respective foreign authorities.?® In essence, the suggested framework consists of the
following elements:

(i)  Each country should specify categories of advisors whose clients benefit from
privilege before the State’s Courts, intellectual property offices, tribunals, and
investigators. These should be all such local general lawyers and local specialist
IP advisors as the State considers to be adequately regulated, plus
(in the case of EPC members) locally-resident European patent attorneys
(both private practice and in-house);

(i) Within each country, certain communications? from or to the specified categories
of advisors should be privileged (together with documents, material, and
information preparatory to or otherwise related to such communications); and

(iii)  Each country shall respect the privilege of the communications under (i) from or
to advisors specified by other countries under (i).

2 The detailed description of the ICC suggestion is found in paragraphs 41 to 46 of document SCP/16/4
Rev.

% The ICC defines the term “communications” as follows: “communications as to any matter relating to any
invention, design, technical information, trade secret, trade mark, geographical indication, domain name,
literary or artistic work, performance, software, plant variety, database, or semiconductor topography, or
relating to passing off or unfair competition”.
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156. The above framework would allow, at least within the countries participating in the
framework, seamless cross-border recognition of the privilege of certain foreign patent
advisors designated by each country. Each country maintains its autonomy to decide on
which group(s) of professions is(are) “considered to be adequately regulated”. Further,
the substantive law of privilege can be largely defined by each national law, such that each
country may decide, for example, on the scope of, and exceptions and limitations to, the
privilege.

157. As regards the mechanisms for establishing a possible framework, since it envisages
an international mutual recognition of privilege, the most straightforward way to ensure such
a legal effect is an international instrument. Another option would be a system under which
national laws give effect to an international list of patent advisors administered by an
international body listing specific categories of professionals designated by each country and
whose clients would benefit from the recognition of privilege in all countries which accept the
effect of that international list.

International minimum standards or convergence of the substantive rules on privilege

158. Another way to ensure the recognition of foreign privilege beyond national borders is to
seek minimum convergence of substantive national rules on privilege among countries.

One may envisage a common set of substantive rules that effectively prevent confidential IP
advice from being disclosed to third parties, regardless of the nationality or the place of
registration of patent advisors and of the place where the IP advice was given. If a uniform
standard for privilege were applied to both national and foreign patent advisors on
intellectual property matters in all countries, the confidentiality of IP advice by patent
advisors would be recognized beyond their national borders, whatever choice of law rules
these countries may adopt.

159. To this end, a Joint Proposal for the establishment of a minimum standard of
protection from forcible disclosure of confidential IP advice has been developed by the
American Intellectual Property Law Association (AIPLA), the International Association for the
Protection of Intellectual Property (AIPPI) and the International Federation of Intellectual
Property Attorneys (FICPI).?’

160. While cross-border legal aspects are not completely absent under the above Joint
Proposal, since courts, for example, would have to look into foreign law to determine if a
person is officially recognized as eligible to give professional advice